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ment and other acts of unfair competition, so that instead of draft art.1 there would
be two arts A and B, with the latter being intended to supplement the ineffective and
imptecise provisions of the current art.10bis:

“A. The Contracting countries undertake to assure to the nationals of the other Contract-
ing countries legal redress—which shall include penal remedies—in the case of any
fraudulent use of the marks of such nationals.

B. 1. The Contracting States undertake to assure to the nationals of other Contract.
ing States in their respective territories effective protection against unfajr
competition.

More especially, they agree to adopt suitable civil measures and, in cases
of fraud, suitable penal measures in regard to the use in commerce of trade
designations (names, styles of firms, headings of printed matter and other signs
of all kinds, e.g. emblems, get-up etc.) intended to distinguish the products or
goods of a producer, manufacturer, or merchant, and also in regard to the use
of descriptions or pictorial representations, or a combination of the two, or any
other indication relating to the origin of the products or the goods, when such
use is obviously of a nature to create either confusion with the goods of another
person, physical or judicial, or an error as to the real origin of the goods.

Proceedings may be taken by any person or company aggrieved and, in the
case of an action for an injunction or of criminal prosecution, by any associa-
tion or person representing the special industry thus prejudiced,?

2. The provisions of the foregoing paragraph shall also apply to coloutrable initia-
tions of the above-mentioned designations or descriptions when such imita-
tions, although not in all respects exact copies of the original, are likely to
cause confusion or mistakes.

3. The provisions of Article 9 of the [Paris] Convention shall apply to any product
or to any goods which directly or indirectly bear a false indication as to the

origin of the products or goods, or as to the identity of the producer,
manufacturer or merchant.””

Other Articles (C and D) dealt with abuses of the registered trade mark system. So
far as the four specific questions were concerned, majorities considered it desii-
able and feasible to draw up an illustrative list of practices to be included undes the
head of unfair competition, in which commercial libel should be included; but that
it was not possible to produce such a list instantly. An international regimie for bet-
ter protecting geographical appellations was regarded as premature, 2ad taere was
next to no suppott for the kind of criminal proceedings contemplated by the second
of the four questions.

The final chapter in the involvement of the League of Nations followed the
Geneva meeting of the experts. The Economic Committee formulated a series of
amendments to the Paris Convention to be tabled by a snitable Member State at the
forthcoming Hague Conference (the League as such having no official standing)
and, it was to be hoped, supported by the other members of the League.” The
proposals for the new art.10bis corresponded precisely to art.B paras (1) and (2) of
the draft produced at the Geneva Expert’s meeting.” In addition, a declaration

"6 This sub-paragraph was adopted by a majority, with minorities either preferring a slightly different

text, or considering that the whole issue should be left to national law.

" This paragraph was also adopted on a majority vote.

"8 [1924] League of Nations Official Journal, pp.1472-1474 (Economic Committee), 14791484
(proposed amendments); [1925] Proprité Industrielle, pp.56-57.

™ art.B(3) was now to be included in art. 10 of the Paris Convention. The draft provisions on abuse of
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would have been inserted in the final Protocol in the following terms:

«[n order to avoid doubts it is hereby declared that thel term ‘.unfair competition’ mentioned
in Articles 2 and 10bis of the Convention sigued this day is not to be 1u1d€>rstood as be-
ing limited to the particular abuses specified in the secqnq paragraph of Article 10bis, blut
as including all other methods of fraudulent misdescriptions of goods_, as, for example,
false statements as to material or mode of manufgcture, falsle c}a_lms tg awar@s or
certificates in respect of goods, in so far as such practices are pre judicial to international

commerce.”

Although not included in the formal amendments to the Paris Convention, the Com-
mittee also supported the earlier proposal for an international institution to
adjudicate disputes under the Convention. . _ ‘

The various proposals of the League of Nations were duly II‘!ClleEd ot noted in
the travaux preparatoires for the 1925 Hague Conference.™ It will be seen thatlthey
were influential to the drafting of the revised art.10bis proposed by the International
Bureau in the Programme, and that the UK simply adopted the League proposals
as its own. After discussion of the new art.10bis was complete, the Conference
recorded its appreciation of the League’s work.®

The 1925 Hapu: Conference: the Programme and national proposals

The-luternational Bureau’s Programme for the 1925 Hague (Zc)pfarerlc:eﬂf2
mentianed the efforts of previous conferences to legislate against unfair competi-
ticii, and evidence for the post-War consensus that the Washington text was
Lompletely inadequate. The Programme therefore proposed an almqst entirely new
art.10bis, drafted so as to give effect to four principles: first, not to dlstgrb the exist-
ing structure of the Convention so that, for instance, prov1slgns_sp661ﬁca]1y re]_at-
ing to trade marks or indications of provenance were c_iefait with in their respective
sections rather than as part of a general unfair compet]tloplclause; secondly, to at-
tempt to formulate a general definition of unfair competition (thoqgh none could
ever be complete) followed by a non-exhaustive list of examples; th}rdly, to list the
typical abuses against which the contracting states were to be required to take ap-
propriate measutes; and finally, to establish a umfornq stqndard for the availability
of legal proceedings. It will be seen that the first prmglple was met, though not
without opposition; that the second and third also prevailed, though in much more
limited form (even today) than the Bureau would have preferred; but that the fourth
has made next to no progress.® N

In detail, the Programme recommended two minor drafting amendments to the
existing art.10bis® and the addition of three substantial new paragraphs to it. The

the registered trade mark system were also proposed for inc!usion in the appropﬁate Places‘ Lo

% [1925] Proprité Industrielle, pp.166-169 (general preview), pI‘J.242*‘243 Espemﬁp to unfain
competition). Actes de la Haye (1926), pp.97 (the six reconnnen_daﬂc_ms of the Economic Commit-
tee from 1922), 97-100 (1922 draft Articles, 1924 Expert’s meeting, proposed declaration on
art, 10bis, Council approval of Economic Committee proposals), 253 (background to the Programime
of the International Bureau).

8 Actes de la Haye (1926), p.480.

8 Actes de la Haye (1926), Point [X, pp.252-255. . )

8 The Programme also raised, but did not pursue, the question of protection for “news of the day”,
which is outside the scope of the present work. .

¥ Changing “s engagent” to “sont tenus” and “de Union” to “des autres pays contractanis”.
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new art. 10bis would have read?:

1. Les pays contractants sont tenus d’assurer aux ressortissants des autres
pays contractants une protection effective contre la concurrence déloyale

2. Cons{itue un acte de concurrence déloyale tout acte contraire aux usage&
honnétes en matiére industrielle ou commerciale, par exemple I ‘apposition
sur des produits, marchandises, emballages, papiers d’affaires ou docu-
ments commerciaux, de mentions trompeuses de récompenses industrielles
mrzedailles, diplémes, distinctions honorifiques, prix, etc.); les fausses
déclarations relatives a la matiére premiére ou a la mode de fa'brfcation des
produits; la réclame fausse; le fait de discréditer injustement les produirls
ou marchandises d’'un concurrent, etc. |

3. Les pays contractant conviennent, en particulier, de prévoir des mesures ap-
propries fd ‘ordre civil et, en cas de pratiques frauduleuses, d’ordre pénal
en ce qui concerne ['usage industriel ou commercial, manifestement dr_:
m‘zture a créer soit une confusion avec les produits ou marchandises
d’autrui, soit une erreur quant a l'origine véritable de ces produits ou
marchandises:

(a) de marques de fabrique ou de commerce;

(b emblémes, armoires, signes ou poingons officiels de contréle et de
garantie;

(¢) de désignations commerciales servant a distinguer les produits ou
marchq‘ndises d'un producteur, fabricant, ou commercant, telles que
noms, firmes, titres d'imprimés et autres signes de tout genre comme
enseignes, conditionnement, eic.;

(d) de descriptions ou représentations figuratives ou de leurs combinai-
Sons;

(¢) de toute autre désignation se rapportant a ['origine du produit ou de
la marchandise,

4. Toute personne physique ou morale léssée, ainsi que, dans le cas d’actions
en Fessation du trouble ou actions pénales, les syndicats et associations
m)terlessés régulierement constitiis dans leur pays d’origine, auront le droit
d’agir ou d’intervenir en justice a raison de tous les actes de concurienze
déloyale. i

. DrafF art.10bis of the Programme may thus be divided into four paris. Tiist, there
is the single paragraph carried over from the 1911 Washington veisicti by ;Nhich
the cont;ractmg states undertake to provide effective protection against concur-
rence de.loyale, but strengthened slightly by the stronger language of “sont tenus”
anc! clarified so as not to create any obligations of the states towards their own
nationals.® On its own, this would hardly have remedied the perceived failings of
the previous text, so there follows a general definition of concurrence déloyale in
terms of all acts contrary to honest practices in industrial or commercial matters

followed b}{ a list of representative (but non-exhaustive) examples of these in whic};
there is typically some kind of fraudulent misrepresentation or misdescription, but
not one such as to induce confusion in the normal trade mark sense. The tilil‘d
paragraph addresses various malpractices by which confusion with the goods of

85

z The paragraph numbers 1-4 are not part of the text but are inserted for convenience.

This clarification, though approved by the Hague Conference in principle, seems subsequently to

have been lost in the process of drafting and re-drafiin, i
-en lost e pr - g, leaving even the present (1967 i
the Article in its original 1911 form in this respect. A ( Licss
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another, or more generally, mistake as to origin, might be induced and requires the
availability of civil remedies in all such cases, and criminal ones in cases of fraud.
The fourth and final paragraph is wider still in procedural terms: anyone injured by
an act of unfair competition is to have a right of action; and in actions for an injunc-
tion, or ctiminal prosecutions, there is to be a right for trade associations to sue ot
intervene.

everal national delegations proposed variants on the draft Article of the
Programme ot drafts of their own. In view of their length, and the fact that many
of them more or less followed the programme, these can only be summarised here.

The UK formally proposed the amendments to art.10bis which had been adopted
by the League of Nations.?” In addition, and also in accordance with the League’s
recommendations, the UK would have added a provision to the Protocol de Cléture
stating that the interpretation of “concurrence déloyale” in arts 2 and 10bis was not
to be confined to the circumstances of para.2 in the UK numbering (3 in the
Programme) of the latter, but extended to other fraudulent or misleading acts in rela-
tion to goods, in so far as they adversely affected international trade. The official
instructions of the Board of Trade to the British delegation identified unfair
competition as their highest priority:

“His Majesty = (Jovernment attach special importance to the proposals which have been
put forward en behalf of Great Britain in connection with articles 6, 6a, 6b, 9 10 and 10bis
for secnicing more effective international protection against unfair competition. As you are
aware, these proposals were originally framed by the Economic Committee of the League
o M Tations who consulted a Conference of Experts which met at Geneva in May, 1924.
Thiey received the approval of the League of Nations, and every endeavour should be
made by you to maintain the measure of international agreement which has thus been
obtained, and to secure the incorporation of the League’s proposals in the Convention.”**

In other respects the instructions were restrictive. In the specific context of
art.10bis it was said:

“In dealing with the various texts submitted for this Article, you will aim generally at
secuting as little divergence as possible from the text agreed at the League of Nations
meeting, and embodied in the British proposals, In particular you will resist all amend-
ment designed to bring within the scope of the Article matters of unfair competition (such
as the protection of press information, or trade libel, bribery &c.) which are not con-
nected with what is known as industrial property, or which are not well known griev-
ances in international trade.”

France and Germany may be said to have favoured proposals framed in much
more general terms than those of the Programme or the League of Nations, reject-
ing both the excessive detail of the Programme and the relatively narrow scope of
the League’s proposals.®® Those of Germany were the more concise.”? Paragraphs
1 and 4 of the programme would have been retained (the latter with a drafting

8  See para.2-43. Compared to the Programme, this meant that: para.l was retained with some draft-
ing amendments; para.2 was to be deleted; para.3 retained in general terms, but with the individual
instances (2)—(e) deleted; and para.4 substantially retained.

8 UK Public Record Office file BT 209/706, letter of 30 September 1925, The instructions went on to
say that if agreement could not be reached at all, or reached only on terms which deprived the League
of Nations proposals of their value, then the British delegation was authorised to propose a separate
Convention dealing specifically with unfair competition, to be considered at a subsequent confer-
ence which might be convened by the League of Nations or some other suitable international body.

% Both Germany and France also initially addressed as an act of unfair competition, the problem of
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amendment); para.2 would have been stripped down to the general proposition
defining “concurrence déloyale” in terms of acts contrary to honest practices in
industrial or commercial matters, with the list of examples deleted®!; and para.3
would have been replaced in its entirety with three new sub-paragraphs address-
ing various kinds of false or misleading advertising, confusion, and disparagement,
The French proposal®? was for entirely new arts 10bis and 10zer, in which “concup-
rence déloyale” was defined to in very broad terms starting with familiar examples
and culminating in “fous les actes contraires d la loi, aux usages commerciaux, ou
d I"équité”. More specific articles dealt with false indications of origin and the like,
and passing-off, in terms generally consistent the League of Nations proposals. New
art.10ter would have provided for trade associations to have locus standi. The
proposal of Italy® is notable for the simple elegance which with it dealt with the
major problems—without limiting itself to cases involving goods and without at-
tempting to invoke a general clause. After retaining only the first paragraph of the
Programme, it would have read:

“Est coupable de concurrence déloyale celui qui, dans le but de détourner la clienté;le
d'un concurrent:

(a) fait usage de noms et signes distinclifs propres d engendrer confusion avec les noms et
signes légitimement adoplés par autrui;

(b) deécrie les produits ou les services d 'autrui;

(c)  excite les dépendants d'autrui d la violation des devoirs fixés par la loi ou par le contrar;

(d) fait usage d'indications de provenance fausses, ¢ moins qu il ne s'agisse de désignations
d ‘usage courant.”

The 1925 Hague Conference: the discussions and outcome

At the Hague Conference itself, the change from “'s ‘engagent ...” to “sont tenus
d’assurer” was readily and unanimously agreed, though being recognised as little
more than a gesture. Thereafter, the discussions at the Conference can only read-
ily be followed if the issues are broken down (following the treatment in Actes ac
la Haye) into the following groupings: (1) the terms of any general clause egoinst
unfair competition and its intended legal effect; (2) specific kinds of unfair competi-
tion against which mandatory protection was considered, namely coarusion,
disparagement, false advertising, débauchage® and misuse of news m'the day; and
(3) the legal nature of the action against unfair competition, and snecifically the
extent to which civil and/or criminal sanctions were to be mandatory, the locus
standi of parties who did not suffer damage (including trade associations), and the
desirability of special legislation.®® In accordance with normal practice, policy deci-
sions were taken in principle by the relevant sub-committee, the resulting texts were
edited as necessary by a drafting committee, and finally adopted (if necessary, after
further debate and amendment) in plenary session, where unanimity was required.

fraudulently registered trade marks. This does not correspond to the eventual treatment of the issue
in the Convention, and is not further considered here.

%0 Actes de la Haye (1926), p.349.

91 As was subsequently adopted.

2 Actes de la Haye (1926), pp.349-350.

9 Actes de la Haye (1926), p.350.

% Inducing employees of a competitor to break their contracts or legal duties, sometimes translated
as “labour piracy”.

9 Actes de la Haye (1926), p.472 onwards (Report of sub-committee [V).
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[ the case of art. 10bis discussions took place both in sub-committee IV itself, and
in a smaller ad hoc committee or working party which reported to sub-committee
V.
: So far as the general clause was concerned, there was little opposition in
principle to the (truncated) proposition in the Programme, reading “constifue un
acte de concurrence déloyale tout acte contraire aux usages honnétes en matiere
industrielle ou commerciale” except that France would have suppotted a more far-
reaching form of wording in terms of “tous les actes contraires a la loi, aux us-
ages commerciawx ou d ['équité”. Either of these would apparently have recel\lfed
widespread support, but both were opposed by a number of delegations for being
too vague and indeterminate for inclusion in an international convention. The op-
position included Italy, Japan, the UK and the US. In the result, the Working Party
felt unable to propose any general clause against unfair competition. However,
when the issue was revisited in sub-committee IV, the Dutch delegation revived the
proposal of the Programme, and was enthusiastically supported by the French
delegate, M. Maillard. The latter even suggested that it would be preferable to leave
art.10bis unchanged, rather than degrade its pre-existing generality to a listing of
a few specific pichibited acts. M. Maillard’s intervention must have been suf-
ficiently inspizational for all delegations to declare themselves in support of the
Franco-Duiclyproposal,® subject only to the US (supported by the UK) requesting
clarificetion that only acts in the course of commercial competition were being
referred £0.97 With this proviso, and subject to an unimportant reservation entered
by Beigium, this was passed unanimously.

lurning to specific instances of unfair competition, attention was directed in turn
‘0 five topics under the names of confusion, denigration, false advertising,
débauchage and news of the day.*® So far as confusion was concerned, there was
unanimity on the need for a specific provision and the only disagreement was over
its terms. The working party rejected the Programme’s listing of a number of means
of causing confusion, on the basis that enumerations of this kind only lent
themselves to restrictive interpretations. There was discussion as to whether confu-
sion was to be understood only in terms of physical products (marchandises et
produits), or also in terms of the person and establishment of a trader. In the
interests of clarity only the former was addressed.'® After a discussion initiated by
Italy, it was agreed to make it explicit that only confusion with the products of'a
competitor was relevant, but that liability (as opposed to remedies) would not
depend on the presence of bad faith.!! The provision proposed by the working party
and adopted by the sub-committee read: “... fous faits quelconques de nature a

9% Unless it be thought that M. Maillard was contemplating vetoing any further and more detailed
improvements (o the Article; or even (from the second part of his reported intervention) that he might
have been hinting that France could re-open the issue of compulsory working of patents, where an
accommodation satisfactory to certain other Member States had been reached.

9« qu'il ne s'agit dans les faits visés que de la concurrence commerciale”,

% Actes de la Haye (1926), p.475, at |.

% Actes de la Haye (1926), p.475, at 11, and onwards: (1) Confusion at p.476, (2) Denigration at p.477,

(3) Reclame fausse at p 477, (4) Le débauchage at p.478, and (5) Les informations de presse (sup-

ported only by the Serb-Croat-Slovene state, and not further considered here) at p.478.

This was, of course, to be remedied at the 1934 London Conference.

101 1t is a reasonable inference that some kind of bad faith or fraudulent intent might be a pre-requisite
for an award of damages.

10

S
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f;ifﬁ:;i ;;fg:f;f?n par n’importe quel moyen avec les marchandises ou produits
) On denigration (dénigrement) the sub-committee unanimously adopted the text:

... les allégations fausse dans ['exercice de commerce, de nature d discréditer les
marchmf'zdises ou produits d’un concurrent”. Great Britain and the US had sorr?g
reservations which they did not press, and France would not have confined the
proh1b1t1.0n to disparaging statements which were untrue. In view of the (stilIe
outstanding) question of whether the common law of injurious falsehood compli g
with t}%e Parlg Convention, it is interesting to record how the report of thezulis
committee distinguished dénigrement (the concept under discussion) fron;
diffamation: *... la notion du dénigrement est plus large que celle de diffamation
n?mmment qu’elle n'implique pas une intention injurieuse. Ce qu’on veut fia e,
c’est lle Jfait de discréditer un concurrent par des affirmations contraires é la vérﬁf;”r
;s g\nt? the przzious Zubject, confusion, only disparagement of a combetitor’s;

oducts was addressed and not di i
e disparagement of the person or establishment of

' On false advertising or publicity'® (réclame fausse) there was fundamental
disagreement as to whether this kind of conduct was an aspect of unfair competi-
tion law or consumer protection law. Those in the latter camp objected that it was
a matter_for nqtlonal law alone, and was unsuitable for inclusion in an international
convention. Since agreement was impossible, no specific proposal was formulated
or adopted. A provision dealing with débuachage was supported only by France and
Italy, and as several delegations found it unacceptable, also went no further

_ Fmg[]y, on the question of sanctions the sub-committee noted the ex.istin
diversity of legal actions and remedies by which unfair competition was sought tﬁ
be suppressed,'® and the impossibility of stipulating uniform procedures or

remedies. In the event, the only concrete
: proposal was that adopted
paragraph of art.10zer, e e e

The 1934 London Conference

The d1§cussiou of unfair competition at the 1934 London Conference wus cuite
as extensive as at the 1925 Hague Conference, but it achieved relativelv ]idle\l

The Programme for the Conference, Point X1, proposed only ong ::l*bﬁta;ltial
change to aIT._I(_)bis, namely to replace “les produits d'un concirront” il:] the two
spec.lﬁc prohibitions of art.10bis(3) with “I'établissement, les produits ou les
services d'un concurrent.” The commentary very briefly explained that the 1925
text only applied to confusion or denigration relating to goods, and that there was
an equal need to protect service businesses and the enterprise or establishment itself;
In due cclzourse:, this was adopted unanimously. %5 :
~Ina dition, numerous proposals for amendment of art.10bi r
individual Member States and by various non-governmental orgs;isgh?;ssm;l?: ]:t)i
ter are mentioned only to the extent that they were adopted by a nationai delega-

102 This was also remedied at the 1934 London Conference.

193 [n the sense of various untrue claims about a trader’s own goods. The report of the sub-committee
notes that tl_le term was neither in general use, nor uniformly interpreted, and in fact there se t
have been little common ground about what was being addressed , _—

%4 detes de la Haye (1926), pp.478-480. '

03 Actes de Londres (1934), p.418.
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tion, or specifically debated.!% Germany proposed a new art.10bis(3)(3) directed to
misleading and comparative advertising, which was subsequently considered in
tandem with the ATPPI proposal, below. Hungary proposed a new sub-para.(3) deal-
ing expressly with the problem of substitution.!” Italy would have introduced the
words “la personne” instead of “les services” in both sub-paras (2) and (3); and the
US would expressly have made the examples of art.10bis(3) non-exhaustive
(“Seront interdits, entre autres, les actes suivantes ...”), and would have made
drafting amendments to sub-paras (1) and (2). These proposals by Italy and the US
were withdrawn in favour of the text of the Programme. 1%*

The US would also have added a new para.10bis(4) reading: “En [’absence, dans
un pays de ['Union, de sanctions spéciales assurant la répression des actes de
concurrence déloyale, seront applicables a ces actes les sanctions prévues par la
législation sur les marques ou sur le nom commercial”, and this was not withdrawn.

The proposal with the most widespread support was made by Denmark, France,
Norway, Sweden and Switzerland, all of which supported the proposal adopted by
the AIPPI at its 1932 London conference for the addition of a third sub-paragraph
reading: “Les allégations fausses, dans lexercice du commerce, de nature a at-
siver la clientéle qui se rapportent a l'origine, a la nature, d la fabrication, d la
vente des predwits ou a la qualité de [’établissement commercial ou d des
récompenses inaustrielles”.

In addition France, alone of these, would have followed the AIPPI in proposing
to delete tie word “fausses” in sub-para.(2), so as to prohibit statements which were
dispareging but true. In sub-committee 1V, this was supported by Belgium, which
wonid also have replaced “discréditer” with “nuire” and by Hungary and
i3zechoslovakia. The US objected that truth could never be treated as discrediting,
and while Italy accepted that there might be occasions for prohibiting truthful but
disparaging statements in competition, it submitted that there was no justification
for such an unqualified rule. The Belgian and French propositions were defeated
by 13 votes to 10, and by 13 to nine, respectively.

The remaining discussion in sub-committee 1V concerned the proposed addi-
tion of new sub-paragraphs to the existing two of art.10bis(3), and the possible ad-
dition of a new paragraph (4) dealing with sanctions. The proposals of the AIPPI
and Germany (which were not distinguished at this stage) were approved in
principle by a vote of 19 to five, and were remitted to the drafting committee. The
latter recommended a version based on one proposed by Switzerland, which would
have read “nofamment devront étre interdits: ... 3 les allégations fallacieuses par
un industriel ou commercent sur son étabilissement, ses produits et son activité
commerciale, si elles sont de nature G nuire un concurrent”. However, in plenary
session the only proposals put to the vote and adopted without debate were to the
opening words of the Article and to sub-paras 3(1) and 3(2), as indicated above.

The proposal by the US for acts of unfair competition, in the absence of special

106 Proposals relating to news of the day (informations de presse) were made by Germany and
Czechoslovakia, but are not further considered here. Likewise a proposal by Czechoslovakia for
protection of radio transmissions against unauthorised commercial use.

107 This was eventually defeated by 11 votes to six, and is not further discussed here: Acfes de Londres
(1934), p.419.

08 Ag (o paras (1) and (2) of art,10bis, the Programme of the International Bureau was accepted
unanimously by committee 1V, subject to the Drafting Committee being invited to find a more

elegant expression for “services”. In due course this resulted in the present text “ ... !'activité
industrielle ou commerciale ... Actes de Londres (1934), pp.417-418, 469.
[73]
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lfgls]ation_, to be subject to the same sanctions as provided for by trade mark legig]
on was vigor ousily opposed by Italy. Further discussion was curtailed and theg;S 1:-
committee voted in favour of the US proposal by 11 votes to nine. Hungary recuﬂ‘
ing (wyongly) thalt 1t was 50 years since the Convention had provided’for tah‘
:sﬁfeSSJDn ?g 1]11nfa1r competition, also proposed a fourth paragraph for art 10bi |
ch would have provided: “De leur céié, les 'Uni ! canie)
4 “De , les pays de ["Union s'engg ;
i’; enj{‘e, da'i:.:S‘ les }:fewcl ans qui suivront la ratification de la présente Cofveg:f?;;a
s aispositions légales spéciales en vue de la ré ] : m
déloyale, dans le cas ot ils n’aurai e e ol NG

; _ { lent pas encore pris de telles dispositions”
_ 87

” Tgle UIK objected that art.10fer was sufficient. Switzerland recalf;d that follow
Ugio e 1925 Hague Conference it had been understood that the countries of th-
& n t\J_Vf:re not obhge‘d to enact any special legislation for the repression of unfaii
: rtr11pe ition, and that it was sufﬁglent for this to be dealt with by the general law
n 116 1jesult, Hungary Wlthdrew its proposal, but resubmitted it as a non-bindin :
n:,o:'o 1;:1;11 or voeu, which was acgepted unanimously by the sub-committee andg
:ioirjne:}?gfs?[amﬁedfm the drafting committee was adopted by the plenary, ses
¢ tollowing form: “La Conférence insiste sur la nécessité ;

LI : t ‘ cessite, pour les
del ’Umon_, de prendre le plus tot possible les dispositions léglales cﬁin d’as. PQJA‘):
la répression de la concurrence déloyale™. e
be(:;n t::dir;%o;al cl;f :hte E'_K, the second paragraph of art. 10ter was proposed to
substituting “... syndicats et associations repré
: . ré

mdustr:ei[es‘“, les pmd’ucteurs'w ou les commergants intéressés ...” fclljr & Se’;tfzz; 3
et ag;oczanons representant I'industrie ou le commerce intéressé » éli}é (nf;fS
?lgm cant'ly) by dleetmg’the words *... dans le mesure ou la loi dy pays dans le ue?’
a [,lv_r({tef}:ltzon est réclamée le permet aux syndicats et associations de ce pays” gﬂfith
which the Article then ended. This was agreed without opposition or debate

although for reasons which a
e re unclear only the first of these amendments was

The 1958 Lisbon Conference: art.10bis(3)(3) and misdeseription

The only amendment to art.10bis ado i
1 j pted at the Lisbon Confer
goreshadowed in the Pro gramme of the International Bureau, but one \s}r)l?.i lifﬂ?éﬁ
Cr;:}m a proposal by Austria on lines previously suggested by the Inizrnational
hamber of Commerce."! Tt would have added a third sub-paragrash to the t
enumerated prohibitions of art.10bis(3): N e

“

Lemploi i : ) e

d'mg'uﬁ;(:;e?ﬁgﬁl exercice du c?r.'tmerce d’indications ou d’allégations susceptible

] ¢ en erreur sur la nature (y compri icati

re is le mode de fab ‘origi

la qualite, 'utilité } ] g e s

lite, ou le prix des produits, ou sur ité :

3 . ou sur les qualit : to0C]

ant de ces prodiuis - qualités du producteur ou negoci-

This was originally debated in sub-committee III, where it was approved in

109 STetl i 2 2]

- i.fn :he 21 %mal Proposa], Jabricants”. The change was proposed by France and was not opposed
Ac mejn of drw;g; s gllﬂ934), p422 (sub-com. m.ittee IV), p470 (drafting committee), p.520 {I;))Il}en:l:r ')
i a g change w’as also made, in line with art. 1 0bis, changing “Les pays contraciant 'Y.-,

. Po ‘Les pays de ['Union...”. e
[;;tsé,ugsizﬁz?ﬁp?gztria& pr[ogps{zs;ﬂ al;o revived, in modified form, a proposal which had failed to

s ort at the ondon Conference. The 1934 proposal was i ider
than that of 1958, since it was not wholly confined to misdescriptiou!; of goof:ls].n P
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ciple by 13 votes to nil, with 14 abstentions, but was transferred to sub-
ittee 1V for further discussion.!? In the latter, it was accepted in principle

(chaired by the UK) produced a revised version which read:

“[ ‘emploi dans 'exercice du commerce d'indications ou d'allégations susceptible
Jinduire le public en erreur sur la nature, y compris le mode de jabrication, ['origine,
les caractéristiques, l'aptitude a 'emploi (ou la quantité) des marchandises.”

This proposal was duly accepted in sub-committee IV, with little further debate,

by 15 votes to nil, with 11 abstentions.!? In plenary session, the US (which had
previously abstained) opposed the new paragraph solely because of the inclusion
of the word “!’origine”. Despite attracting 24 votes in favour and only one against,
with 14 abstentions, the proposal was defeated. It was immediately put to the vote
again with “/'origine” deleted, and in this form was passed by 17 votes to nil, with
22 abstentions.!!* Australia is reported as having supported the US position,
although this does not entirely bear examination. Australia’s express objection was
that the Commonswealth Parliament could not legislate on issues of purely domestic
importance—but out of all the contemplated subject matter for art.10bis(3)(3) it is
only “origin”’that seems to have any significant international element, and its dele-
tion would iiot have met the Australian objection. In the event, Australia abstained
twice:-5ath on the original proposal, and on the modified proposal in which the
Ainériean objection was accepted and “origin” deleted.

After further reconsideration by the drafting committee, the new addition to
31t 10bis(3) was adopted in the following terms.

The following in particular shall be | Notamment devront éire interdits: ...
prohibited: ...

Indications or allegations the use of | Les indications ou allégations dont
which, in the course of trade, is liable to | [ ‘usage, dans l'exercice du commerce,
mislead the public as to the nature, the | est susceptible d'induire le public en er-
manufacturing process, the characteris- | reur sur la nature, le mode de fabrica-
tics, the suitability for their purpose, or | tion, les caractéristiques; laptitude a

the quantity, of the goods. l'emploi ou la quantité des
marchandises.

Actes de Lisbonne (1963), pp.725 (sub-commiitee I11); 852 (sub-committee [V). The proposal prob-
ably originally received consideration in sub-committee 111 (trade marks) rather than sub-
committee IV (unfair competition and indications of source) because the former was debating at
length a proposal relating to use of marks on dissimilar goods which was capable of affecting either
arl.6his or art.10his, and no other amendments to the latter were included in the Programme.

Actes de Lisbonne (1963), p.789.

Actes de Lishonne (1963), pp.726, 790. There is a difference as to the number of votes in favour,
with Switzerland being omitted from the list atp.727, so that the count there is 16. Since Switzerland
undoubtedly voted for the first version and is not recorded as having abstained on the second vote,
it is to be assumed that the listing of votes in favour, on p.727, is one short.

=
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Well-known marks, dilution and related proposals at the Lishon Conference

As well as the initiative to add a third category of misrepresentations to art 10bis
the 1958 Lisbon conference also considered at length various proposals to ;.}rotems
esp_ecnally famous marks (“marques de haute renommée™ 15) against use on ooc‘l:t
wlpch were neither identical nor similar to those for which the mark was fagmuss
Pom.t X?( of the Programme of the International Bureau devoted five pages t(;
cons@.:nng the proposition that there was already an international consensus against
parasitic, but possibly non-confusing, use of highly renowned marks citing cases
from a number of jurisdictions."'® From this discussion, it is clear tha:t the Bureau
was principally addressing the problem of the dissimilar goods being taken for those
of the trade mark proprietor, with consequent damage; but was also aware of the
concept of “dilution” in the modern sense, in which the complaint is not about
confusion in even the broadest sense, but a gradual loss of the attractive power of
the mar_k. Moreover, it is clear that the Bureau was considering under the same
rubric llabll}ty for the actual use of highly renowned marks for dissimilar goods
and preventing the registration of such marks for dissimilar goods by third panies,

From al_l these factors, the issue might seem to belong principally with the tTade-
mark sections of the Convention. It was in the Trade Mark sub-committee that it
was eventually discussed. However, in the Programme it was introduced by the
lnterpa_tmnal Bureau by way of a possible amendment to art.10bis, and the latter
possibility was among those debated.!!” After a country»by-countjry survey, the
Bureau asked if the protection of highly renowned marks belonged to art 6b:'s or
to art.10bis. The first option was supported by the AIPPL,!"¢ who had proiaosed a
new fourth paragraph to art.6bis reading: “La protection Pprévue par le présent
article s 'étend, sous réserve des droits acquis de bonne foi, méme a | ‘égard de

pi_'fodm'res non identigues ou similaires, s'il s ensuit ou bien une possibilité de confis-
sion, ou bien un avantage injustifi, ou bien un affaiblissement réel du caractére
dfstmct;f ou du pouvoir attractif de la marque”. However, the Bureau preferred ths
view that liability for use of highly renowned marks on dissimilar goods bélorwcd:
to the realm of unfair competition, and that trade mark law properly so called :"fas
concerned only with use of the mark on identical or similar goods. In the f2$nit, the
Ipternatlonal Bureau made no proposals of its own for the further p*cteutio; of
highly renowned marks under either arts 6bis or 10bis, partly beciis= it was of
opinion that art.10bis already provided sufficient protection.

Several such propositions and observations were made by individual Member
States or non-governmental observers,'? with those that made any progress being
summarised below. In the event, none of these various proposals were adopted
although the debate casts some light on some of the limitations of art.10bis itself
and on the extent to which there was support for extending its protection. In wha;
follows, §mphas1s is given to aspects of art.10bis. Proposals specifically directed
to art.6bis or to a new sui generis Article are given much abbreviated treatment.

]‘iz One degre,a higher than “marques notoirements connue”.

Actes de Lisbonne (1963), p.705, et seq. The UK took pride of place, apparently by virtue of the 1898

Kodal ce!se. Examples from elsewhere, in so far as they can be dated, mostly appear to come from
. Ele lh94D s onwards, and none are as early as Kodak,

I the debate took place in sub-committee T1I (Trade Marks), r i
A lef lace b , rather than sub- i

Competition and Indications of Source). R
"8 The Association pour la Protection de la Propriété Industrielle,
19 Actes de Lisbonne (1963), p.709, et seq.
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However, it is impossible to avoid reference to them altogether, and the debate on

rotection of highly renowned marks against use on dissimilar goods was preceded
by a lengthy debate on the protection of “marques notoirement connue” in the
context of art.6bis.

So far as concerns the discussion of Point XX of the Programme in sub-
committee 111 and marques de haute renommée properly so called, UNIFAB!20
proposed a slightly extended version of the AIPPI text, the latter also being formally
supported by Denmark and Sweden. Iran proposed that the issue should be dealt
with by an amendment to art.10bis, and was supported in this by Yugoslavia, the
US and Germany. France opposed amendment to art.6bis or adoption of a separate
article, considering that the treatment of “confision” in the existing text of art. 10bis
was adequate. Japan objected that the concept of confusion in art. | 0bis was limited
by the word “concurrence,” and that “d’‘un concurrent” should be replaced with
«’quirui”. This in turn was opposed by ltaly, as potentially extending art.10bis too
far. The Netherlands basically supported the proposal of the FIIC."™! Belgium sup-
ported the UNIFAB text in principle. The US thought that the concept of unfair
competition already covered use of a well-known mark on different products but
would have supported a new article following art.6bis.

In the result( six propositions were put to a vote??: (a) that of Japan, to retain
art.10bis bi't with the word “concurrent” in paragraph (3) replaced with
«d autrui” —he UK and Israel' supported this proposal; (b) of the Netherlands,
to inclid® 4 new art.10bis(4); (c) of Portugal, to include a new art.6bis(4); (d) of
UNICA S (supported by Germany) and the LICCD'? to draft a separate Article; (&)
ofihe US, to extend the benefit of art.6bis to dissimilar goods, in the case of marks
with an exceptional reputation; and (f) of Sweden, to adopt the ATPPI draft for a
new art.6bis(4).

In this confused state of affairs, a series of votes was taken.!?s The general
proposition for protection of a mark on dissimilar products attracted 20 votes in
favour, three against and three abstentions. Including such a provision in art.6bis
was rejected by six in favour to 16 against, with six abstentions; but introducing it
into art.10bis was rejected by a larger margin: one in favour to 10 against, with nine
abstentions. Since this implicitly favoured a separate article, votes were taken on
its terms. The proposal of the Netherlands received six votes for, three against and
16 abstentions: parts common to the proposals of UNIFAB, Sweden, the AIPPI and
the International Chambers of Commerce received 10 for, four against and 11
abstentions.! The Portuguese proposal was withdrawn. In the result, the Drafting
Committee was asked to prepare the text of a new Article based on the AIPPI,
UNIFAB and ICC proposals. This resulted in a further selection of three drafts,'??
which would have created a new Article numbered either as new art.6septies
(UNIFAB) or as new art.10zer (Netherlands and a compromise proposal initiated
by the Drafting Committee), in the latter case with the existing art. 10ter being
renumbered as art. 10quaier.

120 The Union des Fabricants, present as an observer,

121 Federation Internationale des Ingenieurs-Conseils.

122 Aetes de Lisbonne (1963), p.717.

123 [srael would also have amended “concurrance déloyale” to “practiques commerciales déloyale” in
art. 10bis(1). This was opposed by the US.

124 The Ligue Conire la Concurrence Déloyale.

125 detes de Lisbonne (1963), p.710.
126 Syh-proposals of UNIFAB to provide the same protection to trade names were accepted (16:1:11);

but rejected for emblems (nil in favour) and slogans (1:18:7).
127 Actes de Lisbonne (1963), p.721, et seq.
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ficulty only to retailers. Businesses higher up the chain istributi
manufacturer_s or importers, are, however, lialfle for passir? gf—ggti;lbtﬁteli(;% sucl.] py
under a doctrrpe known as “instruments of deception”. In its most basic f e rlght
states that primary liability for passing-off attaches to the business l;l‘m, e
responsible for goods which are inherently likely to deceive ultimate purch e
consumers. The tort is complete when the defendant parts with possessio ase;s ¢
deceptlve_ goods, although actual deception of customers with consequent?i s
to the claimant may not occur until later, or not at all. The fact that the 11'21bi?rla ¢
the manufacturer or importer of deceptive goods arises independently of th e
sible existence of passing-off at retail level demonstrates that the do oo
independent of that of joint tortfeasorship. -
The doctrine of instruments of deception potentially has 1 wi i

ous parties who may be involved in the chapin by wh)iich gég(ieiégﬁhﬂilgge b
ing public. Working backwards, it is clear that the doctrine norm ally has no imﬂslt‘lm-
tions for the retailer selling direct to the public. He is liable. or not accord'p "
yvhether h{g own customers are deceived. Goods may be inhjerent]y,dece tixlxngbto
if he_can dtspos_e of them without misrepresentation he does not commit tilie f ert .
passmg-off, This may not be likely in practice, but in theory a prominent and0 : b
ible dlsclglmer _cou]d suffice.®! At the other end of the chain, there has beencil'e‘li-
express discussion of what capacity the defendant must fulﬁljin order to be liall;[} ¢
It is suggested that at the very least liability without fault attaches to the er; "
responsible for first putting the inherently deceptive goods into circulation “ﬁle:]f !
a rgza}nufacrurer or an importer, and, in all probability, to distributors v:fho]es Tr
erst= and olth_ers t_hrough whom the goods reach the retailer. Traders per,formin e
sentially ministetial functions such as printers, carriers and warchousemen are grelz-
ably not liable in the absence of a common design, but they can be com el]l;dot ;
surrender deceptive goods under the equitable protective jurisdiction, i 3

Liability as joint tortfeasor

As part of the general law of tort, liability for passing-off is not confirad t
yvhoever is _dn'ecﬂy responsible for committing the offending act. Anyone o“\;‘q :
it can be said ﬂ}at he procured the wrongful act, or that he was engaged it a c‘c)?IT
mon dcs1gn_w1th the primary wrongdoer, may be liable as a joiaitortfeasor
However, it is not sufficient to prove that the latter merely facilitaied tn;a commis-
sion of the_ tort by the former. The leading cases (both of them 111 the context of
copyright mﬁ'mgemeut) are now CBS v Amstrad®® and MCA Records v Charl
Records, 42 w1t[_1 tbe latter also re-stating the position of directors and controlliny
sharel}olders. Liability as joint tortfeasor should be distinguished from that for ci ﬁ
couspiracy, which is a nominate tort in its own right 423 i

The general law of joint tortfeasorship does requite one qualification in relation
to passing-off. In the context of patent infringement, for instance. it is settled law
that even knpwmgly selling materials which will be used to infrin ée does not make
the vendor liable for infringement, unless there is a closer relationship giving rise

421 lo)mper v Trist [1939] 3 All ER. 513; 56 R.P.C. 429 CA.

mega, Louts Brandl et Fréve SA v African Textile Distri
q3 [_1983] LA, 1618, (100 S i xtile Distributors 1982 (1) SA 951 (Transvaal).
#4 [2001] EWCA Civ 1441: [2002] EM.L.R. 1; [2002] F.S.R. 26 CA.

For unsuccessful allegati f i i 5i i
et B gations of conspiracy in a passing-off action see Jarman & Platr v Barget [1977]

422
4

R

425
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liability as a statutory contributory infringer or as a common law joint
feasor.#26 However, in passing-off there is strict liability for supplying inher-
deceptive “instruments of deception” even in the absence of any intention that

to
tort

ntl : ; Lo ; e L
?heyy will be used to mislead. This source of liability, which may co-exist with that
as joint tortfeasor or under the “equitable protective jurisdiction,” is discussed in
gection K.

Individual defendants: directors, officers and proprietors

Relatively few modern passing-off cases deal expressly with the personal 1i-
ability of individual defendants such as the directors and proprietors of corporate
defendants, so it is probably safest to follow decisions in respect of other intel-
lectual propertty torts or from the general law, the leading authority currently be-
ing MCA Records v Charly Records. " After a lengthy review of the authorities,
Chadwick LJ proposed the following four-point analysis governing liability as a
joint tortfeasor, with particular regard to the liabilities of company directors:

“First, a director will not be treated as liable with the company as a joint tortfeasor if he

does no more tHau carry out his constitutional role in the governance of the company—

that is to say,-h voting at board meetings. That, I think, is what policy requires if a proper
recognition is 10 be given to the identity of the company as a separate legal person. Nor,

as it seems to me, will it be right to hold a controlling shareholder liable as a joint tortfea-

gor if ne Jloes no more than exercise his power of control through the constitutional organs

o \he company—for exaniple by voting at general meetings and by exercising the pow-

e Lo appoint directors. Aldous L.J. suggested in Standard Chartered Bank v Palkistan

National Shipping Corporation (No. 2) ... that there are good reasons to conclude that the
carrying out of the duties of a director would never be sufficient to make a director liable.

For my part, I would hesitate to use the word ‘never” in this field; but I would accept that,
if all that a director is doing is carrying out the duties entrusted to him as such by the
company under its constitution, the circumstances in which it would be right to hold him
liable as a joint tortfeasor with the company would be rare indeed. That is not to say, of
course, that he might not be liable for his own separate tort, as Aldous L.J. recognised at
paragraphs 16 and 17 of his judgment in the Pakistan National Shipping case.

Second, there is no reason why a person who happens to be a director or controlling
shareholder of a company should not be liable with the company as a joint tortfeasor if
he is not exercising control though the constitutional organs of the company and the
circumstances are such that he would be so liable if he were not a director or controlling
gshareholder. In other words, if, in relation to the wrongful acts which are the subject of
complaint, the liability of the individual as a joint tortfeasor with the company arises from
his participation or invelvement in ways which go beyond the exercise of constitutional
control, then there is no reason why the individual should escape liability because he could
have procured those same acts through the exercise of constitutional control. As I have
said, it seems to me that this is the point made by Aldous J (as he then was) in PGL
Research Ltd v Ardon International Ltd... .

Third, the question whether the individual is liable with the company as a joint tortfea-
sor—at least in the field of intellectual property—is to be determined under principles
identified in C.B.S. Songs Ltd v Amstrad Consumer Electronics Plc ... and Unilever Plc
v Gillette (U.K.) Limited ... Tn particular, liability as a joint tortfeasor may arise where,
in the words of Lord Templeman in C.B.5. Songs v Amstrad ..., the individual ‘intends
and procures and shares a common design that the infringement takes place.’

46 Townsend v Haworth (1879) 48 L.J. Ch. 770 CA.

47 [2001] EWCA Civ 1441; [2002] F.S.R. 26 CA. The restatement of joint liability in Fish & Fish Lid
v Sea Shepherd UK [2015] UKSC 10; [2015] A.C. 1229; [2015] 2 W.L.R. 694; [2015] 4 AllER.
247 has yet to make itself felt in the present field.
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Fourth, whether or not there is a separate tort of procuring an infringement of g staty.
tory right, actionable at common law, an individual who does ‘intend, procure and share
a common design’ that the infringement should take place may be liable as a jojpg
tortfeasor. As Mustill L.J. pointed out in Unilever v Gilleite, procurement may lead tg 5
common design and so give rise to liability under both heads,

In the light of the authorities which I have reviewed | am satisfied that no criticism cap
be made of the test which the judge applied. But, in my view, the test can, perhaps, be
expressed more accurately in these terms: in order to hold Mr Young liable ag a joint
tortfeasor for acts of copying, and of issuing to the public, in respect of which CRI, was
the primary infringer and in circumstances in which he was not himselfa person who com.
mitted or participated directly in those acts, it was necessary and sufficient to find that he
procured or induced those acts to be done by CRL or that, in some other way, he and CR[

Joined together in concerted action to secure that those acts were done.”

MCA Records v Charly Records*®® was followed by the Court of Appeal in the
passing-off case of Premier Luggage and Bags v Premier Co,*® with the result that
the individual defendant would not have been a joint tortfeasor had the finding of
passing-off not been reversed. Asprey & Garrard v WRA (Guns) Ltd and Asprey
was decided without citation of MCA Records v Charly Records but is probably
consistent with its reasoning, The second (individual) defendant was a joint tortfea-
sor with the first (corporate) defendant, even though it could not be said that the lat-
ter was merely his alter ego: he had set the company up, owned 70 per cent of its
shares, was its chairman and managing director, and had expressly chosen the name
Asprey (which was subsequently changed) to identify himself as its boss. He was
enjoined from procuring or procuring the company to engage in passing off. A quia
timet injunction against the personal defendant trading on his own account was
discharged, ostensibly because the circumstances in which he might do so were
inadequately defined. The injunctions against the company and the individual direc-
tor as joint tortfeasor were upheld.

More recently, MCA Records v Charly Records®™! was applied in BSkyB v Sky
Home Services,*? where individuals associated with two main corporate groups ¢t
defendants—neither of them entirely blameless, but one si gnificantly more brazan,
than the other—were among the defendants. In the course of applying 52CA4
Records v Charly Records to the individual defendants, Briggs I denied that there
was any further requirement that the individual director should hav= Assumed
personal responsibility for the statements in question:

“I'must finally deal with the law [in] relation to the liability of directors for passing off
by a company. While a company may be vicariously liable for the torts of its officers or
employees, the converse is not true. Ifa director is ta be held able for passing off in con-
nection with the marketing activity of his company, it can only be because he has person-
ally played such a part in the unlawful activity as to have committed it himself, either
directly, or by procuring it or inducing it, or by assuming personal responsibility for the
conduct complained of.

The precise dividing line between conduct of directors which does, and conduct which
does not attract tortious liability has been described in dicta as elusive and as affected by
policy considerations flowing from the principles of corporate limited liability. The

45 [2001] EWCA Civ 1441; [2002] F.S.R. 26 CA.

42 [2002] EWCA Civ 387; [2003] F.S.R. § CA.

[2002] F.S.R. 30 (Jacob J) affirmed [2001] EWCA Civ 1499; [2002] E.S.R. 31 CA.
#1[2001] EWCA Civ 1441; [2002] F.S.R. 26 CA.

42 [2006) EWHC 3165 (Ch); [2007] F.S.R. 14 (Briggs J).
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inciples are summarised by Chadwick L.J. in MCA Records Inc v Charly Records Ltd
princt iy -
" i i ich those principles give rise is whether

is passing off case, the factual enquiry to whic '

: Inlﬂ:'l(s)g io angy acts of passing off established as against the corporate defendants, tllle
B a'ld1 al defendants did anything personally beyond the exercise of their pure )}
e l:ional powets as directors or shareholders, whether by the direct commission .ot
cltl) nsgﬁlduct complained of, or its procurement or inducement, to attract liability as join
the ’

with their companies. . . N _ ‘
tortfea;zgy because passing off has misrepresentation at its hear_t, it is tempting :cic_) thitnk
h }t)rt?m ‘assumption of responsibility” test, which has on occasw]? exiemptsa(i 30:;;% 1({);
. ili i i by his company even when he wrote
iability for negligent misstatement by s « : _ ;
e Llfds cgmplained of, has a role to play in this case. In my judgment it dot;fs no:. As
o ‘;ﬁou of responsibility is a necessary element of the common law tort of neglhigent ms-
sum S
nt, but not of the tort of passing off. _ ._ . )
Stafzﬂ:ore serious objection to the direct liability for passing off b{_ a dilrzc;t;;igloctslog?gfe
i i i tivity of his company is that the conventiona i
e mﬂrke'f_'ﬂg_ n 1ler of the goods or services which are the
imits its commission to the owner or seller of the g k
to:‘ilu;u o; the relevant misrepresentation. But that is no obstacle to the estabhi.:hment of
?j::tfility of a director as a joint tortfeasor with his company, on the grounds of procure-
ment, inducemént ot the fulfilment of a common design.

A special(category of case exists in which the_defenldant company is no Jnic;n: ;hglg
a shell:(ebtirely under the control of the m_d1v1duals who cause G &
o aetoiated. In Glaxo v Glaxowellcome®®s Lightman J granted interlocutory
- ‘O? Oc: injunctions requiring the promoters of the defendant company to change
2‘:1 ta?xgerﬁnd Laddie J did likewise in Direct Line Group Ltd v Direct Line Estate
,;g:zncy Jitd.'”“ Both decisions were approved by the Court of ffxppza{]j 1:0,?{1;4 ;)6(;;15
in a Million.**s More recent examples include Phones 4U v Phone4U.co.u

Global Projects v Citigroup.*?

K. INSTRUMENTS OF DECEPTION

Introduction

It is passing-off for a trader to put into citculation goods wh1cﬁ] e;,]re 'lml]f:j?;g
likely to deceive ultimate purchasers or consumers, even t’{loué;; tde 1rr.r111 Ji
purchasers may be middlemen who are not themselves deceived an h_ev}‘la s ngo '
the middleman may ultimately dispose of the goods in a manner w 1(:.th es not
deceive anyone at all. The tort is complete when the defendapt parts wi 11 sses-
sion of the deceptive goods, thoughdacétuaé de?;zgg otf rt::p({:)lsgﬁjalgt gfyaggitional

i r. if at all. However, a defendan _
urrinﬁt:é?é&iﬂaﬁons made by dishonest dealers unless he lknew or mtendeld thagl g:rllolsi
misrepresentations would be made. If the.go(.)c.ls tell a lie about themselw.s.t hen 1
ability is absolute. If they do not, then hablht)_/ depends at the yerf,f eas
defendant’s knowledge or intention that they will be used deceptively.

“[NJo man ig entitled to represent his goods as being the goods of another man; and no

1 [1996] F.S.R. 388 (Lightman J).

44 [1997] F.S.R. 374 (Laddie J).

435 {1999% 1 W.L.R.903; [1999] ET.M.R. 61; [1999] F.S.R. | CA.
5 [2006] EWCA Civ 244; [2007] R.P.C. 5.

47 [2005] EWHC 2663 (Ch); [2006] F.S.R. 39.
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man is permitted to use any marls, sign or symbol, device or other means, wj

mthout making a direct false representation himself to a purchaser who purcinas o
him, he enables such purchaser to tell a lie, or to make a false representation to g s
else who is the ultimate consumer... . [H]e must not, as 1 said, make directly o

the medium of another person, a false repr i i
epresentation that hi
another person.”#3¥ ’ ol

or thmugh
€ goods of

The doctrine of instruments of decepti Lot i
7 TR ' 1 on has to d !
sl P o distinguish the followmg

(1) Goodsl; which are inherently deceptive in that they carry indicia so clog
what_ is distinctive of the claimant that they are bound to deceive uni3 i
specific r_emedial measures are taken. There is strict liability on the artess
the supplier, even if he acted innocently and even if no passing-off al‘gretaqf
level actually takes place. The tort is complete when the inherently dece :
‘ir;v_e gooig imla pll..lt ]irllm circulation, with the consequence that the supp]ig;

immediately liable to an inj i
e dama)é e junction, an account of profits, and at least

(2) Goods w}}ich would not deceive unless the retailer was responsible for
further misrepresentation of his own, but which are still close enough ta
those of the claimant in their distinctive features for this to be facilitatid I(i
may ‘pe qssumed that if the defendant supplies goods which just fall shcl)rt
of being inherently deceptive intending that they will be passed off by retail-
firs ;ch_en he} \lfvili be liable. However, it is unclear whether this is under the

octrine of instruments of deception or joi e i i
ol o s of det 5) or that of joint tortfeasorship. Logi-

(3) Liability for supplying deceptive labels, wrappers, packets and the like
seems to depend on the degree of initiative and complicity on the part of the
supplier. Whether any liability is under the doctrine of instruments of decep-

tion or that of joint tortfeasorship is unclear. Logically, the latter is aga?n
to b‘e preferred. As a separate matter, the supplier of such deceptive materi-
als is subject to a number of equitable duties under a doctrine known ag (k=
“eqpltable_: protective jurisdiction.” The latter has an entirely separaie ‘;:géi
basis to liability for passing off, but in its practical application wa't}all
overlags with that of instruments of deception. ' NS

(4) There is no primary liability for passing-off arising from sunplying staple
commercial products even if it is known that they will be used for passing
off. These are not instruments of deception. There will be secondary li-
ability for joint tortfeasorship if the supplier has a common design with a
person actually liable for passing off as such.

(5) Finally, the doctrine has been extended to “instruments of deception” which

are not tangible goods at all, such as company names and internet domain
names.

The theory and its applicability

Without the doctrine of iqstruments of deception, the tort of passing-off goods
would hardly ever be committed except by a retailer. The doctrine is therefore at

43 per James L] in Singer v Loog (1880) 18 Ch D. 395 CA afficmed (1882) 8 App. Cas 15 HL, and ap-

roved by Lord M: i ;
%Plc_ 213!8 '_cl)i acnaghten in Reddaway v Banham [1896] A.C. 199; [1895-9] All E.R. 313; 13
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the heart of almost every action brought against a manufacturer, importer or
wholesale dealer in infringing goods. Despite this, the doctrine has received specific
consideration in relatively few cases and is not well integrated with the theoretical
pasis of the tort.*® Two problems always arise. The first is that a disposal of decep-
tive goods to a trade purchaser does not cause any immediate damage to the claim-
ant unless the trade purchaser himself was deceived, which is not normally the case.
The Court of Appeal in Draper v Trist*0 attempted to justify this by saying that the
yery prospect of spurious goods entering the market is damage enough, but this
seems contrived and would cause complications in other areas. The second is that
no misrepresentation is necessarily involved in the transaction between the two
traders. Dishonest traders may deliberately buy counterfeit goods: if so, they are not
deceived. Honest traders may be taken in by counterfeit goods, but are likely to be
too experienced and astute to be deceived by less comprehensive imitations of mark
or get-up which the general public would not distinguish from the claimant’s. This
may even reach the point where a trader can distinguish the defendant’s goods from
the claimant’s so readily that he honestly but wrongly believes the public would not
be confused.

Even if it cambe said that the goods are making a misrepresentation about
themselves (which is not always the case), the misrepresentation is an immaterial
one if the purchaser is not deceived, and one returns to the objection that actual
damage-to the claimant is no more than a contingent possibility. In due course it
may b assumed that the deceptive goods will be exposed to the public. However,
iis well established that in this context the tort of passing-off may be complete long
vérore the deceptive goods are offered for retail sale. Thus, a defendant may be
compelled to account for his profits on all deceptive goods supplied to trade custom-
ers, notwithstanding that a proportion of the goods would have been disposed of
subsequently in a manner which did not deceive the ultimate customers. There is
also passing-off in England if deceptive goods are exported, even though any
misrepresentation and consequent damage occurs abroad.

The doctrine of instruments of deception therefore requires the definitions of
passing-off given by Lord Diplock or Lord Fraser in Advocaar* to be read in the
light of two qualifications. The tort of passing-off may be complete even though no
damage has yet occurred and no misrepresentation has yet been made. It is easy to
understand what the problem is and how the common law has approached it, but
difficult to define the solution in a few simple words. Part of the answer lies in defin-
ing passing-off in terms of a misrepresentation calculated to cause damage, rather
than treating cases where damage has yet to occur as quia timet. In addition, the put-
ting into circulation of inherently deceptive goods is effectively deemed to be a
mistepresentation in its own right, even before any purchaser is deceived.

Owing to the fact that liability for issuing inherently deceptive goods is immedi-
ate and absolute, the doctrine of instruments of deception cannot be regarded merely
as the general law of joint tortfeasorship applied to passing-off, although the two
are often likely to go together. However, in all that follows it should be borne in
mind that invocation of the doctrine of joint tortfeasorship by the claimant is a

439 It was described as “a difficult area of the law” and unsuitable for summary judgment by Amold J
in Bayerische Motoren Werke AG v Round & Metal Ltd [2012] EWHC 2099 (Pat); [2012] E.C.C.
28; [2013] F.S.R. 18.

M0 [1939] 3 All E.R. 513; 56 R.P.C. 429 CA.

M Erven Warnink v Townend [1979] A.C. 731; [1979] 2 All E.R. 927; [1980] R.P.C. 31 HL.
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1'elatiyely modern innovation, roughly dating from the 1970s.42 Until 1935 443 the
doc'trme was highly disadvantageous to the plaintiff, since obtaining jud’gment
against one joint tortfeasor released all the others, even if the judgment was never
satisfied—and potential defendants in passing-off actions tend both to be numer-
ous, and more likely than most to be insubstantial or skilled at hiding their assetg
Ttis tlherefore not surprising that plaintiffs chose to emphasise that different defend.'
ants in the chain of distribution were committing separate torts, for which they were
individually liable, and that judges should not have questioned this, if only becayge
of the unfamiliarity of regarding the doctrine as a sword rather than a shield, Now
that the former disadvantages of alleging joint tortfeasorship have long since been
removed, and the doctrine is well established in all branches of intellectual property
law, it is suggested that it provides, albeit retrospectively, a means of bringing a

certain amoL}nt of coherence to the various cases not involving complete and inher-
ently deceptive goods.

Goods inherently deceptive

The law regarding inherently deceptive goods is clear. There is strict liability for
putting info 01lrculat10n goods which bear indicia sufficiently close to those distinc-
tive of the claimant for deception to take place when those goods reach the market,

Itis no defence that the supplier may act honestly and innocently, nor that his im-
mediate customers may not be deceived.

“It has long ago been pointed out in decided cases that it is not upon the mala mens
towards the first purchaser that the decision of these cases rests. The first purchaser buys
the goods cheaper for the very purpose of being able to sell them as Glenfield Starch, the
means of doing so being put in his hands by his being furnished with goods with this

labglﬁl will not say in order that he will deceive, but it is a necessary consequence that
he is enabled to deceive others by this means,

“[N]o man, however honest his personal intentions, has a right to adopt and use so much
of his rival’s established trade mark as will enable any dishonest trader, into whose hands

his own goods may come, to sell them as the goods of his rival,”5 ‘

The doctrine was taken to its logical conclusion (and perhaps beyond) ii: 2 series
of cases on liability when goods bearing the plaintiff’s name, mark oz g’% p were
soldlto middlemen. The cases that follow show the consequences of treating
passing-off either in terms of property in a trade mark as such, or in terms of fraud.
Both are obsolete, although the results have undoubtedly survived into modern
law. 46 Sykes v Sykes*” had decided that the defendant was liable for marking
powder flasks and shot-belts Sykes Patent and selling them to dealers for resale as
the plaintiff’s goods. In Edelsten v Edelsten*s and Ford v Foster the respective
defendants were ordered to account for all their profits on goods carrying the

2 The evolution of the doctring in traced in MCA Records Inc v Charly Records Ltd [20 2
Civ 1441; [2002] F.8.R. 26 CA. ’ ’ AT

Law Reform (Married Women and Tortfeasors) Act 1935,

per Lord Hatherley LC in Wotherspaon v Currie (1872) L.R. 5. H,L. 508 HL.

per Lord Watson in Johnston v Orr-Ewing (1882) 7 App. Cas. HL.

My Kinda Town Ltd v Soil [1983] R.P.C. 15 on the account of rofits; BT v One i i1

1 W.L.R. 903; [1999] E.T.M.R. 61; [1999] F.S.R. I CA. B e iR
447 (1824) 107 E.R. 834; (1824) 3 B. & C. 541 (Abbott Cl).

48 (1863) 1 De G.J. & S. 185, (1863) 46 E.R. 72 (Lord Westbury LC).
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|aintiff’s mark sold to middlemen.*® In Lever v Goodwin*?! th_e c_le’[:endant was
}Eound liable for imitating the get-up, but not the name, of the plaintiff’s soap. The
Court of Appeal, following Edelsten v Edelsten, 1:6_](_30&:(1 an argument that the ac-
count of profits claimed by the plaintiff should be limited by rf:_ference to the .prqpor.—
tion of soap eventually sold to those customers who thought it was the plaintiff’s:

“[T]he whole gist of the complaint against [the defendant] is “you have Sgld a weapon
calculated to be used fraudulently by the middlemen’; and the ;ln'oﬁt for which they must
account is the profit which they have made by the sale. of soap in that frgmdu] ent dress to
the middlemen, It is immaterial how the latter deal with it. If they find it to their bepefit
nof to use it fraudulently, but to sell the soap to the purchasers from them, as _Goodwm &
that cannot affect the question whether the sale by the defendants to those middlemen of

this soap in a fraudulent dress was a wrongful act.”#?

References to fraud and similar expressions in the preceding cases should be
taken in their historical context. This was bef‘ore_ passmg—pﬁ" was recogmigi as
protecting a property right in the plaintiff’s goodwill. In Weingarten v Bayer’s the
House of Lords awarded an account of profits on all corsets dlspose(,i, of by the
defendants to thetrade in boxes bearing the plaintiff’s distinctive “geroll”, although
there can be na doubt that the vast majority of retail sales were made on the strength
cither of the deiendants’ own enormous reputation or that of the descriptive term
«Frect Earm® which they were free to use. More recently still, Lever v Goodwin was
followved by the Court of Appeal in Draper v Trist.** Lord Greene ponﬁlmed that
the fori was complete when the offending goods were sold to the middleman.

“The defendant in a passing-off action has in the normal case, the simple case, sold a
quantity of deceptive goods. Those goods he may have sold dl_rect toa meml_)er pf the
public, the ultimate purchaser, or he may have sold them to a middleman who is lpmself
going to sell them to members of the public, ot perhaps to some otht?r trader who, in turn,
deals directly with the public. The defendant has therefore put upon the market. and sent
into the market a quantity of goods which on the face of th_em, and ex h_ypothesz, are say-
ing something about themselves which is calculated to mislead. That is the very gist of

the conception of passing-off.”

Lord Greene went on to identify three categories of middlemen: thos_,e who did
not realise confusion was likely and who would therefore take no special precau-
tions to prevent it; those who would foresee confusion and take steps to make sure
it did not take place; and those who would fail to do so becauge t_hgy m_tended to
benefit from the possibility of confusion. The defendant’s.hablhty did not, in
principle, depend on which category his trade customers fell into. What happened
after the goods left his hands was relevant only to the measure of damages, and that
would be the same whether a particular dealer fell into the first category or the third.

Goods potentially deceptive

It is important, though not always easy, to draw a line between goods which are
calculated to deceive—those which tell a lie about themselves—and those which

4“9 (1872) L.R. 7 Ch. 611 CA. N
450 Note that in Ford v Foster, the mark had largely ceased to be distinctive in the trade.
451 [1887]36 ChD. 1;4 R.P.C. 492 CA.

452 per Cotton LT in Lever v Goodwin [1887] 36 Ch D. 1; 4 R.P.C. 492 CA.

450 [1904-7] All E.R. 877; (1903) 22 R.P.C. 341 HL.

4% [1939] 3 AIlE.R. 513; 56 R.P.C. 429 CA.
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may lend themselves to dishonest use but which require a “li iti
o_f fallsehood if they are to be passed off.43 Normzfl?; H;i ?hehltzti[t{:eicldzllst:aor:;l le_ver”
tion is that the defendant’s indicia are not close enouéll to those of the c;]aie i)
deceive in their own right, but are close enough for there to be passin ma;t e
substitution or express misrepresentation if retailers are so minded Tgh_o % ;
ditional lever” can take other forms. In South A frica there was passin, —IoﬂP be kT
ing watches marked HOMEGAS*¢ with the clear intention that 1'etagile %Sell-
op?[rlll the glas; al(lﬁl obliterate the first and last letters. i
ere are hardly any goods in existence which cannot be used i i
!3[1an111:er by someone determineq to do so. Where the claimant re:]is::sd 0111: t?l@fl ;Z:Ei%‘i,le
:c y of dealers deliberately passing the defendant’s goods off as his it is necess '
or him to prove at least: (1) that such deception by dealers is likely to occu %
significant scale in practice: “I cannot assume all vendors to be knaves. an ¢
than I can assume all purchasers to be simpletons™*7; (2) that the cle’fené m? s
contributing to it in some way beyond merely supplying goods which could e atrll 1]1S
well be used innocently; and (3) that he intended, or at least knew., that his o
werel: to be used dishonestly. ’ Boos
The cases make it clear that there is at least a risk of liability i
out. Wh:at is le§§ clear is whether the liability is as a primar)ljltlégf:ezzgis;:ggtg i)(lie
for passing-off 1n one’s own right, or as a secondary infringer jointly liable ulld :
the Fioctrlne of joint tortfeasorship for the acts of passing-off committed b 1tl-tj3 ;
retailers. T]_Je authorities are inconsistent and neither explanation fits them allyThe
problem with the ﬁl_'st is that, if true, it would create an exception to the ru]é th i
the cause of action in passing-off never depends on the defendant’s state of mi g
An'anomaly of thls_magnitude is to be avoided if at all possible. It would be mn :
IO‘.gICE‘l] to say that if goods are not inherently deceptive then their ultimate o
plier is liable as a joint tortfeasor or not at all. This would be consistent wit}f]:}l:-
most recent author@ty, which is Cadbury v Ulmer 4% Nevertheless, the cases a 5
whole do not consciously adopt joint tortfeasorship as the test and sc;me ofthe lg :
On?riq appear to set the standard of liability rather lower, e
The most recent case in point is L’Oréal v Bellure,*? in whi Ui
alike or replica perfumes were sold wholesale by the defend;:;?; (:.11:152;: acg WS T’:'th
tions of name and get-up which might be said to have alluded to the ::]airn:m:si o
responding brands, but which could not be said to be confusingly simila- forct?}rf;
5u;poses of passmg—pﬂ”: The_ claimants’ principal argument was thm"ﬂbr;that the
efendants were ﬁJrn1§hmg “instruments of deception” to the retaileis or agents who
actgalb_z sold the replica perfumes to the public. After dismissing fhe pﬁssin -off
claims in so far as they were based on the actual smells of the respective prodﬁcts

“%% The phrase comes from Brinsmead v Brinsmead (1913) 30 R.P.C. 493 CA where it was coined by

Buckley LJ.
Omega, Louts Brandt et Frére SA v African Textile Distri
1 54 v Africa file Distributors 1982 (1) SA 951 (Tr j
gzizgfa]‘;; }:\:Jlf '1r whulecs‘atml and his liability was treated in the same way as f'or(a ]ri‘;f]ﬁ’zgmrg:
i acturing Co v Loog (1882) 8 App. Cas. 15 HL and John Walker & S ‘
; ‘ L . L
- pO;r.»‘Jc!;yEg fﬁg 97[p]k! E(/%I;;l 7; [1970] 2 AILE.R. 106; [1970] R.P.C. 489 fo]lg\ffid g
orlic i Y ki i )
e s Malted Milk Co v Summersikill (1915) 33 R.P.C. 1 affirmed (1916) 34 R.P.C.
[1988] F.S.R. 385 (Falconer J). The test applied i ] i i
: ). pplied is that there is absolute liability if and only if
goods carry a “badge qf fraud”. However, it is clear that the term is used in the stgnse of aofe:fldrjeth?‘
, na}me,’ mark or get-up inherently likely to deceive. 4
L'Oréal S4 v Bellure NV [2007] EWCA Civ 968; [2008] R.P.C. 9 CA.
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Jacob LT continued460:

«The next way passing off is advanced is via the claim of ‘instruments of deception’. It
is not suggested that the defendants’ actual packaging would deceive anyone. The sug-
gestion is that some vendors of the product will exploit the names and packaging and the
fact that the products are smell-alike to make false representations of their own. And that
if they do so, the defendants are to be taken as responsible for that,

Reliance is particularly placed on British Telecommunications plc v One in A Million
Frd i

The judge rejected the argument. He said, having examined the two key authorities
referred to by Aldous L.J., Singer Manufacturing Co. v. Loog ... and Lever Brothers Ltd
v Goodwin ... : “Where, therefore, in his general summary Aldous L.J. refers to “instru-
ments of deception”, he must, as I see it, have been confining himself to goods that
themselves made a false representation (usually by their name ot packaging); and, by
extension, to intangibles (such as domain names) which did the same thing. Accord-
ingly, [ accept Mr Wyand’s submission that an “instrument of deception” for the purposes
of passing off is an article or product which is so inherently deceptive that its existence
on the market place constitutes an actionable passing off. In effect an instrument of decep-
tion is a misrepresentation waiting to happen which only needs exposure to the eyes, ears
(or in this case1.0s2) of the ultimate consumer to complete the tort.”

1 agree wifi, the judge. If what is complained of does not inherently tell a lie, it is not
an instrurer Cof deception in itself. If it does tell a lie, it is no answer to say, as in effect
the defendants in BT and the two old authorities were arguing: ‘but there may be
circuinsiances where the lie will not in fact be understood as such.’ If a third party down
the line says something dishonest about a product honest in itself, the vendor of the hon-
est product is not liable in passing off. Nor do 1 think Aldous L.J. was saying anything
more or different, for he could not otherwise have explained Lever Brothers Ltd v

Goodwin in the way he did ... .”

Examples

In Payton v Snelling Lampard*® the House of Lords, affirming the Court of Ap-
peal, rejected the plaintiffs’ argument that although the coffee tins of the parties
could readily be distinguished, dishonest retailers could substitute the defendants’
when the plaintiffs’ coffee was asked for. It was said of the defendants’ tin that the
grocer “could wrap it up in paper and put his hand over it”” but there was no reason
to suppose retailers would be fraudulent in this way, and, if any were, it was through
no fault of the defendants who had done all that could reasonably be expected to
prevent it.

In Brinsmead v Brinsmead and Waddington & Sons*? the plaintiffs were well
known piano manufacturers. The personal defendant was a member of the same
family and went into the business himself, although his pianos were inferior,
cheaper and aimed at a different market. He marked his pianos with his full name
in a different style of lettering to that used by the plaintiffs. Despite this, there was
evidence that they were passed off as those of the plaintiffs by dishonest dealers.
The Court of Appeal held that he was not liable for the fact that his goods were be-

ing used to deceive. Vaughan Williams LJ said that it was the lies of the dealers
which had caused the passing-off, and that the fraud was committed not because,
but in spite of, his name being on the pianos. The other two members of the Court

40 [ 'Oréal v Bellure [2007] EWCA Civ 968 at [128]; [2008] R.P.C. 9 CA.
41 [1901] A.C. 308; 17 R.P.C. 628 HL.
2 (1913) R.P.C. 493 CA.,
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did not disagree in principle but found for the defendant on the narrow ground that
he had not been fixed with notice of the frauds being carried out by retailers,
Brinsmead v Brinsmead is therefore inconclusive as to what element is required tq
make the defendant liable for supplying goods which are passed off by dishonest
customers. The answer may well depend on how close the goods come to beip
inherently deceptive in their own right. It is clear that the Court of Appeal would
have found against the defendant if he had intended his pianos to be passed off a5
those of the plaintiff. Also, it is possible that mere notice that they were being used
in that way would have sufficed.

In Lee Kar Choo v Lee Lian Choon*s3 the defendant copied the plaintiff’s labels
closely enough to enable substitution, but not so closely that the labels on th
were liable to deceive. The differences were such that a claim for infringe
the plaintiff’s registered trade mark failed. Two retailers admitted deliberately pags-
ing the goods off to less astute customers. There was no doubt that the defendant

had acted dishonestly and the Privy Council found against him on the issue of
passing-off.

The doctrine of instruments of deception is clearly inapplicable if the goods wil|

only come to the attention of the public in a form which has no deceptive
significance at all. In Apollinaris Co v Duckworth?® the defendants sold salts from
which an imitation of Apollinaris Water could be prepared. The plaintiffs argued
that the salts reconstituted with water could be passed off as Apollinaris Water, but
the Court of Appeal held that the defendants were not liable for this possibility,
Even if the label on the defendants’ goods could be said to be deceptive, it would
never come to the attention of the customer buying made-up water. In Star Cycle
v Frankenbergs* Star for cycles was distinctive of the plaintiffs. They argued that
by selling Midland Star cycles to retailers the defendant was putting an instrument
of fraud in their hands. However, the defendant’s cycles were not marked with those
words, which would never come to the attention of the public. The defendant used
them only in his price lists, which circulated in the trade and trade advertisements,
Retailers could not be deceived. His motives were ot beyond suspicion but there
was no liability for passing-off.

eir own
ment of

“[The defendant] does not attach to the articles which he sells to the trade anything by way
of description of mark which in any way assists his purchaser to mislead the public as to
the articles they are buying from the person who has bought from the dzraniant. I agree
that if he makes misrepresentations to the purchaser, or if he puts iato *ie hands of the

purchaser a weapon to enable him to mislead the public there is a grouna for an injunction.
Neither of those circumstances exists here, 66

Exports of deceptive goods

When deceptive goods are exported from England liability can arise under two
heads. Under the doctrine of instruments of deception the tort of passing-off is
complete when deceptive goods are exported from or disposed of in England, even
though they may be destined for a foreign market. It is necessary to prove that the
goods are such as would deceive ultimate purchasers in that market. The claimant
must therefore prove that his mark (etc.) is distinctive in that market and that the

43 [1967] 1 A.C. 602; [1966] 3 ALl E.R. 1000 PC.
464 (1906) 23 R.P.C. 540 CA.

465 (1907) 24 R.P.C. 405 CA.

466 per Buckley L.

> &
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i i ly relevant as mat-

'3 conduct is calculated to deceive there. These are pure ’
defen%a?;ci‘ca?e claimant does not have to prove that the defendant’s ipl‘{jd;}ct
Fel‘;i]-?ges an.y local law. As an entirely separate matter, there may also be liability
in .

levant foreign law. . o

under t};; r?n of liability for exporting instruments of deception in modem 1a4\2; I"'?IE;Z

Th!een ags the decision of the House of Lor(_:ls in Lllohnston'v Orr-EwmIg.di 3
bf %it(iffs were a firm with a considerable business in expcn‘tmgrt ygrlgyt(t)herlln f‘gihe
B fendants copied the plaintiffs’ label for yarn exporte :
g T;igte. The House of Lords granted an injunction and an account of Eli)ig]s.
4 ‘:Ee oods of both parties were exported was significant only int la 2
o iffs Ead to prove distinctiveness and likelihood of deception in the re elv]an

o markets. There was no mention of local law or of private international law
fo?elgnles The case was treated as raising exactly the same legal issues as in cases

m{?ﬁ, Warherspoon v Currie, s in which a manufacturer disposed of deceptive
suc i) ie,™" 1

ilers within the jurisdiction. _

Olgngf)Dw?:g Johnston v Orr-Ewing, cases involving the expo? of glooﬁilst}rgagsg

i i 3 -outine that many refer only

: in a deceptive manner became so routine t
¢ gigégtg! mannerpto the fact that England was not the relevant marlge‘f.}]eﬁx;;np}es
k- Willinson v(Grijfith*® where French polish was exported to India; c;a away
ar,g‘mmha,»n470 vehere the plaintiffs’ industrial belting was appai_'ently exported to m;l:y
5 atries. but’the crucial evidence of fraud related to India; candles eylcportée tﬁ
;/(;u ocel -ir Price’s Patent Candle Co v Ogston & Tennanr‘m;_pens to various Sou :
A«OT'— 4 :uln inarkets in Perry v Hessin'™; and sweets to the United _States in Tavgnlfi
R.T'H fj‘ ev Specters.™ In George Ballantine v Ballantyne*™ pa}ssmg-oﬂ" o_f Whjl-ls y
‘ f‘;“fo%nd in England, but not, on the facts, al?rog(}. The rat1qnale bc?hmdt 1eie
:a;es though not often stated explicitly, is that liability for pzssmfi-ohff 1§]?§zimpe;ev:
, i England goods which will dece
latest upon the defendant exporting from ing _
?:1 tti;li foreigr? market. The tort has been committed by the time the goods leave
d, and English law therefore governs. = ‘ )
Enlgr:aélcotland, cgnﬁrmation that liability for the export of de.ceptlve goot(:lls_ ar ;;?[S
under the law of the place from which the goods are exportled isto be f{')un mt ‘ lz( f—:
liam Grant v Glen Catrine Bonded Warehouse.*” On an m}‘ienrr} 11102?}111 tgesic ; i
' i i [ rts, Lord Abernethy rejected the defend-
out the part of the claim dealing with exports, : 2 1
iabili i former double actionability rule
* aroument that liability arose, if at all, under th_e ‘

?)?Pzzlghps v Eyre.™ He ruled that the pursuets dld_not have to plead or prove gll?at
the defenders’ conduct would have been actionable in any of the' numerous juris ;:—
tions to which they exported and where the pursuers claimed, in general terms, to

i olli Cohen (1857) 69 E.R. 1174 are
5 . Cas. 219 HL. The Cellins Co v Brawnl, Colhr_fzs v ‘ _ ;
j Eegﬁgr} guﬁ?ﬂiir r:esasonjng, based solely on fraudulent intent, is obsolete and they contributed little
to how the law developed.
468 (1872) L.R. 5 H.L. 508 HL.
49 (1891) 8 R.P.C. 370 (Romer ).
a1 [1896] A.C. 199; [1895-9] Al E.R. 313: BPC 2]8‘ HL.
471 (1909) 26 R.P.C. 797 (Lord Johnston, Cpuﬂ of Session).
42 (1912) 29 R.P.C. 509 CA. The action failed on the facts.
413 [1959] R.P.C. 355 CA.
T 59] R.P.C. 273 CA. o o
<] [P}/?HiaLz Grant v Glen Catrine Bonded Warehouse (No 1 )1 ;Ngass gnLL\?sg%cgiifg;l.dmﬁj’lﬁ ;]}J_gmghlfe!:
i he claim in so far as it related to exports: T ety O
Eiosl;;;:l;'e (?\51; E)Ba: trial (Lord Cameron, 18 August 1999, unreported); (No 3) on reclaiming motion
to the Inner House 2001 SC 901; 2001 S.L.T. 1419 (Inner House).
416 (1870) LR. 6 Q.B. 1.

W
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have a goodwill to protect. At trial, the Lord Ordinary found that the defenders were
liable for passing off their gin and vodka as the produce of the pursuers both jn
Scotland and abroad, and these findings of fact were not challenged on appea],
Before the Inner House, the defenders renewed the argument that they should not
be interdicted from exporting to any countries where the applicable law did not
prevent them from passing off their sprits as those of the pursuers. The Inner Hoyge
dismissed the argument quite briefly*’”: interdicts in this form had been granted for
over a century, and there were no cogent reasons for departing from the practice,
The legal basis for the complaint was not that the defenders were passing off their
goods in overseas territories that might know no such law, but that a tort had been
committed in Scotland which was complete even before the goods were exported.
There was no need to consider whether a wrong would have been committed in the
foreign market. An argument that the interdict contravened art.29 (formerly art.34)

of the EC Treaty (in so far as exports to the European Union were affected) was alsq
dismissed.

Incautious printers, suppliers and agents

The doctrine of instruments of deception as it is normally understood imposes
liability on traders who release deceptively marked goods into circulation. The
question then arises of whether the concept is wide enough to cover not just
complete merchandise as it will be sold to end users, but labels, packages and the
like which carry indicia which will eventually deceive. Relatively few passing-off
actions have involved printers, packaging suppliers or similar third patties who find
themselves involved in passing-off directed by another. Although the authorities are
not entirely consistent, it is suggested that the concept of instruments of deception
only covers goods which are substantially complete and ready to be released into
circulation. Wrappers, labels, containers and packaging, even if they carry the
claimant’s marks, ought not to be regarded as instruments of dec eption in their own
right. On this analysis, the supplier of such items is not liable for passing-off as such
but only for joint tortfeasorship with his customer if he knew of the use of which
the material would be put and shared with him a common design to infringe Asa
separate matter, even innocent possessors of such material may be compelled io sur-
render it under the equitable protective jurisdiction. A fortiori, there shouid be no
primary liability in passing-off for supplying goods such as the saltsatapollinaris
Co v Duckworth*® which may perhaps be used for passing-off irtespective of any
indicia they may bear.

The best starting point is probably the decision of the Court of Appeal in
Paterson Zochonis v Merfarken. 4" Printers were instructed by a fraudulent third
party to make up cartons and leaflets in imitation of those used by the plaintiffs for
their Venus de Milo skin cream. The third party must have been guilty of passing-
off. As against the defendant printers the plaintiffs claimed for copyright infringe-
ment and for negligence in that the defendants supposedly owed a duty of care to
the plaintiffs which had been broken by failing to enquire as to the putpose to which
the cartons and labels would be put. The plaintiffs claimed to be able to recover,
as damages under one or both of these heads, the loss they had suffered from the

477 Citing the 2nd edn of the present work and appraving the interim judgiment of Lord Abernethy, 1995
S.L.T. 936.

478 (1906) 23 R.P.C. 540 CA.
9 [1983] F.S.R. 273 CA,
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mitted by the third party. The Court of Appeal struck out all of the
melltfi)(f:cél{rlainl excegt for the bare allegation of copyright infringement. On the
B that the defendants were liable in damages for the passing off committed by
clalmhjrd party, the Court held that to supply materials for incorporation into an
Fh;it ing artic’le was tortious only in extreme cases, not including the present one.
?he;gwas no general obligation upon a trader to sgtlsfy himself that goods sup-
lied by him would not be used to facilitate some dishonest purp-ose.. P
i Paterson Zochonis v Merfarken was followe_d by Falconer J in Ca urty :
Ulmer*® wherte the defendants successfully applied to strike out a sta_t]emen cle
im based on their supplying to middlemen bars (_Df choco_]ate \?vhlch retailers coul
E adbury’s Flake bars. It is also consistent with dicta of Harman J in
Saper v Specter 's*! in which he doubted if the manufacturers of sweet boxes sa‘ljd
to resemble those of the plaintiffs would have been_ liable even if }he first dt_sfen [-
ants, their customers, had not won the action on the_ issue of confusmn. !n Srr}ingffa ;
I wbv McCain® at first instance Whitford J dismissed the action against the firs
(iafendants’ advertising agents, saying he was at a loss to 1mder§tand why theyémd
been joined. The justification advanced was that lthey were said to have (E;Ctert as%
principals in bocking television time for a deceptive advertisement, T;le t ou ﬂoe
Appeal did nptaddress the issue because they found for Ehe first defen ?n sdon h
merits. In Zaverische Motoren Werke v Round & Me{frl 83 Ampld Jre VL\;SE Sl.(llr:&
mary judgment for passing off against a company which supplied BMW-bran
stickers with unbranded replica wheels, observing:

cl
pass offas C

“3MW’s passing off claim relates to the logo stick_ers. Tlhere is no dtspute, that Bll\/[\?\;itl;s
a substantial reputation in each of the logos. Th(_a issue is whether R&M’s sugpthytqt dig
stickers gave tise to an actionable misrepresentation. C_ounse} fo.r BMW argue g_ f;i :
... . Counsel for the defendants disputed this. In my vxewltlus dispute involves a difficu
area of the law of passing off, namely the doctrine of instruments Qf df:ceptlmi (see
Wadlow, The Law of Passing Off (4th edn) at §§5-140 to 5-1_?4), ye.t neither counse le:'ieg
mentioned that doctrine or cited any of the relevaqt authorities. SmFe [ have conclw i
that the acts in question infringe BMW’s Community Trade Ma_rks, it does not app;etardo
me to be necessary to reach a conclusion on the passing off claim, and prefer not to do
so in the absence of full argument.”

Printers, suppliers and agents (2)

There are some cases which might have imposed more stringent !lﬂblhty on ﬁhe
suppliers of deceptive labels or contaipers. Most of 'these hgve mvlolvled tllle qu:n ﬁg
of exporting Scotch whisky to countries where it will be m}xed_mth oca spn; g i
sold as genuine Scotch. However, it is convenient to begin with a dictum of Co
ton LI in quite different circumstances.

“[1]f a man does that, the necessary consequence of wh.ich (a]thoug]la it doesl not_detcewe
the person with whom he deals, and is therefo_re no misrepresentation tq him) tils tohel}—
able that other person to deceive and pass off his goods as somebody else’s, for al eis
answerable. But this is confined to those things which in their necessary or natural uses

40 [1988] F.S.R. 385 (Falconer J). .
2 El953} 70R.P.C. 1(73 (Harman I}, distinguishing Farina v Silverlock (1855) 69 E.R. 560, (1855) 1

Kay & J. 509 reversed (1856) 43 E.R. 1214; (1856) 6 De G.M. & G. 214; (1858) 70 E.R. 270; (1858)
4 Kay & 1. 650.

#2 11984] R.P.C. 501 reversed ibid., CA. i
4 [2012] EWHC 2099 (Pat); [2012] E.C.C. 28; [2013] F.S.R. 18 (Amold J).
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accompany the things sold. For instance, the corks of Ch
Chandon’ must be in the bottles sold, and must accompany the bottles. They must neceg.
sarily accompany the thing to the retail buyer, and so must labels to be put on the bottleg
The very reason for their existence is that they must be put on the bottles, and, if they aré

deceptive and fraudulent, then the person who prepares them is answerable for it, 484

ampagne marked ‘Moet &

This was cited in John Walker v Douglas McGibbon*®s as if it meant that the Sup-
pliers of the corks or labels were liable in their capacity as such, but it is doubtfy]
if this is what Cotton LJ intended. His purpose must have been to compare the
behaviour of Loog to a familiar and uncontroversial situation,*® and it ig sug-
gested he had in mind the liability of the person who caused the labels to be printed
the bottles to be filled and corked, and the whole assemblage to be released int(;
circulation. This was the interpretation implicitly given to the passage in John
Walker v Henry Ost*s” where Foster ] quoted it and went on to say that none of the
cases cited to him had dealt with liability arising before the mark was affixed to the
article sold.

Of the older cases, the few express authorities who would have imposed li-
ability do not take the matter much further. In Guinness v Ullmer s (which is ve
briefly reported) an injunction was granted against the engravers of blocks from
which counterfeit labels had been printed.*® The defendants appear to have been
innocent. In Farina v Silverlock* a complicated series of cases ended with an
injunction being granted against a printer who had printed copies of the labels on
the plaintiff’s Eau de Cologne bottles and offered them to all and sundry. There was
a slight legitimate market for re-labelling genuine bottles which had lost their labels,
although the case probably turned on the fact that the defendant asserted a right to
continue doing so despite knowing that they would be used fraudulently. In BTy

One in a Million Aldous LJ approved and explained the reasoning of the latter49!;

“Trade mark infringement and passing off was alleged in Farina v Silverlock ... . Sir Wil-
liam Page Wood V.-C. explained the law on trade marks and passing off. He went on to
point out that the defendants, when they sold the offending Eau de Cologne labels, h.d
made it clear to the purchasing retailers that they were produced by them and not hy i}
plaintiff. Thus no misrepresentation was made to the retailers; they were not dezaived,

However an injunction was granted against the defendants, Sir William Page Woou V.-C.
said ... :

‘But if it be stated that the defendant is manufacturing that which isniewn to be the

48 Singer Manufacturing Co v Loog (1880) 18 Ch D. 395 affirmed (1882) 8 App. Cas. 15 HL, per Cot-
ton L), distinguishing the facts of the case before him in which the defendant used the name Singer
only on his trade price lists which would never come to the attention of the public,

45 [1975] R.P.C. 506 (Lord Avonside, Court of Session).

% As James LJ did in the passage quoted at para.5-137.

“7 119701 1 W.L.R, 917; [1970] 2 All E.R. 106; [1970] R.P.C. 489 (Foster J).

48 (1847) 10 L.T. O.8. 127.

# In BT'v One in a Million [1999] 1 W.L.R. 903; [1999] E.T.M.R. 61; [1999] F.S.R. 1 CA, Aldous
Ll treats Guinness v Ulmer as an early case of unregistered trade mark infringement, rather than
passing-off in the modern sense. Another old case, Jameson v Johnston (1901) 18 R.P.C. 259
(Ireland), is hard to understand. The short judgment lacks proper reasoning and may have turned on
infringement of the plaintif’s registered marks, It is so treated in BT v One in a Million.

#0 (1855) 69 E.R. 560; 1 Kay & J. 50 reversed (1856) 43 E.R. 1214; 6 De G.M. & G. 214; (1858) 70
E.R.270; 4 Kay & J. 650. Page-Wood VC granted an interlocutory injunction but it was discharged
on appeal by Lord Cranworth LC until the plaintiff established his right at law. He obtained nominal

damages from a jury and the defendant was refused a new tral. Finally, Page-Wood VC granted a
permanent injunction.

“1[1999] 1 W.L.R. 903; [1999] E.T.M.R. 61; [1999] E.S.R. I CA.
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i inti the right to use, and the use of which on the
tradg m?;(tl\:;lrlf;a:]tl; Eﬁ?&lgea;(}?;llgajpon ﬁ]eg plaintiff; and tha_t the defendant is sell-
o Sc?h labels to anyone who asks for them, and is thus scatiering over the world the
i Sl:l; of enabling parties to commit frauds upon the plaintiff, and that such frauds have
glea:l] committed: that is, I think, a sufficient averment to entitle the plaintiff to an
itfjimction. The grjround of the jurisdiction being fraud, if the defendanlt. be c;)ﬁnmltt:g g
fraud, either by selling goods under the plaintiff’s trade mark, or lenab ing others i
S0 by’distn'buting the means of doing so, it clannot be salq that this com.t hatsh no ]pc_}w tieﬂf
to interfere by injunction to arrest the evil at its source, without compefllhﬂlg eg ain
to wait until the whole fraud is brought to a completion by the sale o t e gloc_) 5.

The defendant might have been a joint tortfeasor with the retailers, but S]g Wélham tPaEz
Wood V.-C. indicated that an injunction was gp}_)ro'pnate even where thed 'aL::l was | 1?1 be
committed by another person. He said the jurisdiction was based on il'r_au and an :)né
tion would be granted to, inter alia, prevent the defendant from enabling p?s?lmg ot b .

The injunction in Farina's case was dJ_ssolved on al?peal s biilt was ]'0 ?gn ﬂ)ryan
trial at which the jury found for the plaintiff. The plaintiff rf:qewed‘ his app 1cg lted o
injunction before Sir William Page Wood V.-C. and the injunction was gran
original form.”

ke# v Henry Ost4? itself involved the supp_ly by one.defendant to
Ecﬁgﬂ? 1[val i whisky?}bottles, ]abe_ls and cartons, knowmg t%le wh;skytwoqld l:g
adulterateawith local spirit and sold in the deceptive coniainers. Behorl?i tl}.;rrim%ort
the arzizmeant that there was any breachl of Ecuadorian law, Fpster ] eh' 3 ata o
had b?en committed in England by selling those goods knowing the whis %r \?;ol
{s= dulterated and sold in those containers as Scotch. No tort under Eng 1;5 t ?];w
would have been committed if the same good§ had beep sold for equrt wit ;}u e_:
supplier knowing they would be used deceptively. This cannot be_ ngf toét eafi?)l;
ship, because Foster J had yet to decide that a tort had been committe in cu;tt a
The reasoning is that the established doctrine of complete goods as instt u;ne 5%
deception should be extended to fit the'facts of the case, but at the cost of making
the defendant’s state of mind an essential 'element of the cause of actlcmé1 -
John Walker v Douglas McGibbon** virtually duphcated the facts an resui_ 0

the previous case. It is reported on what WOL_lld ha_ve been, in Englanc_l, anTaﬁ).p 1cac;
tion to strike out the statement of claim as disclosing no cause of fs.f:t}orlf.lI is \gat
rejected but the reasoning does not mark any advance on John Walker V. e;ryt ] fld
It amounts to saying that it is tortious under Scottish law to do any acts in ﬁq? da
which result in another party doing in Honduras what would be pgssmg-‘o le ‘ o?[c
in Scotland, but is not even alleged to be illegal where done. White Horse zgn -
ers v Gregson** did go one step further, but that step has §ubsequentlyu eer}
disapproved.*s The plaintiffs argued that ‘the defendants were liable, as a ma_tclalr ot
the English law of passing-off, for exporting bulk malt wh;sky to Urnguay w: ouf
taking precautions to see that it was not usled_ deceptwely n ’Fhe cri{.ln ;31/10
destination. Nourse J rejected such a wide submission but described the bulle w ds qi
as an “inchoate instrument of deception” for the export of which the defendan
could be made liable in appropriate circumstances. If the (_:lefendant not onlg sup-
plied the goods, but played a part in their deceptive marketing abroad, he had com-
mitted a tort in England.

®2 [1970] | W.LR. 917; [1970] 2 All E.R. 106; [1970] R.P.C. 489 (Foster J).

1 [1975] R.P.C. 506 (Lord Avonside, Court of Session).

494 19841 R.P.C. 61 (Nourse J). .

s }n BT]V One in a Million [1999] 1 W L.R. 903; [1999] E.T.M.R. 61; [1999] F.S.R. 1 CA.
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design, still less against one of a glass tumbler the sam -
Knal!xl; Klnol{l International?06 thg plaintiffs successful‘laysgsgﬁeids tt}}:;tflzzn-c:ﬁ .
truly distinctive half of their name Parker-Knoll, but in other circumstanc b th-e
be doubted that Parker, or its double-barrelled nature, would have been em ]i: i
. As there can be so many different expressions of the idea underlying 5113 msmkm?
sign, care must be taken on two counts. The first is that it is not sufficient far ]
clau_nant‘s sign in the precise form used to be prima facie distinctive Whaf o
ters is w.hetl?er the central feature or idea remains distinctive at wha.tevler de rmat-
abstraction is contemplated. As well as the pictorial mark cases this can ar% iy
verbal marks. In the Office Cleaning®’ case the plaintiffs traded as Office Csle 0
ing Services and the defendants as Office Cleaning Association. It could be saidean.
thelre was no real distinction between the names at all, as both provided servic o
ne:thgr was an association. If the names had been arbitrary then the diﬁerees .
the third x\ford could hardly have outweighed the identity of the first two Hmr:'ce 3
the only “idea of the mark” the plaintiffs could claim was that of cleam:n oﬂgver,
and that was wholly descriptive of the work both performed. What distincgtiv o
there was could 113_ only in the precise form of words used, and in that respectiﬁess
was sufficient distinction. The second point is that the absence of circumsta .
which woul;l destroy its distinctiveness does not prove that any particular ex .,
sion of thg 1df.:a behind a mark actually corresponds to what the public recopn':s-
as distinctive in the mark, and it is the state of the public mind that matters p

Examples

In Hodgson & Simpson v Kynock2®® the plaintiffs sold soap under various marks
incorporating the word “Lion” and in some cases the device of a lion.?®® The most
popular grade, Red Lion Soap was habitually ordered simply as Lion Soa T(I)'nse
_defendants were restrained from selling various brands of soap (such as Vi%m' )
in wrappets which were generally dissimilar to those of the plaintiffs but on w1 3
pictures of lions” heads were prominent. i

In Juggi Lal-Kamlapat v Swadeshi?'® the plaintiffs used a o1
words Lotus Brand for their cloth, They compfained of two labéfjstléigl?;:f;%i&:
One had a lotus flower as a prominent feature. The other included 2 rose instead ot.'
a lotus and the words “Flower Brand”, The Privy Council uplaid-injunctions on
both counts. The defendants’ marks “though if critically looked at by a person of
such literacy as to have critical powers of observation, would not be confused, yet
would be apt to l?e confused by the illiterate and unobservant.” 9

The plamﬁﬂ’s in Noordin v Kareem®"! imported sarongs which they sold under a
label carrymg a picture of a fez and the words “Chop Topi” meaning hat brand.
The plaintiffs sought, but failed, to prove that “their goods wére known and asked
for as Chop Topi goods ... so that sarongs offered for sale under Iany label which

contained, or contained as its distinctive featur
_ ; €, a hat or cap, woul
with and taken for sarongs of the plaintiff.” D warld be conliSy

26 [1962] R.P.C. 265 HL.
27 [1946] 1 All E.R. 320; 63 R.P.C. 39 HL.
8 (1898) 15 R.P.C. 465 (Romer I),

29 The plaintiffs” wrappers are not ill i g it i
o o pp illustrated in the report, and it is the word mark to which attention

0 (1928) 46 R.P.C. 74 PC, per Lord Dunedin.
M1 (1931) 48 R.P.C. 491 PC, per Lord Russell of Killowen,

S

2
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In Australian Woollen Mills v Walton*2 Caesar and the device of a Roman soldier
on horseback facing the reader were not likely to be confused with Crusader and
the device of a crusader on a horse sideways on. The plaintiffs failed to show that
the idea of the mark was simply that of a man or soldier on a horse.

[n Subbiah Nadar v Kumavaral Nadar? the plaintiff claimed that cheap
cigarettes whose label consisted of a pictute of him were known as Photo Marlk. The
defendant’s mark was a generally similar portrait of the defendant himself. A
defence of antecedent or concurrent user failed on the facts, the only possible infer-
ence being that the defendants were guilty of deliberate copying. The Privy Council
held that there was infringement of the plaintiffs’ trade mark but that the evidence
fell far short of showing that Photo Mark exclusively denoted the plaintiffs. The
refusal to grant an injunction against passing-off is surprising when the labels were
deliberately made deceptively similar. The plaintiffs seem to have set too high a
target for themselves and suffered accordingly.

The circumstances of the sale

The way in which goods or services are supplied has a major effect on the likeli-
hood of deception occurring. More generally, so does any other context in which
the parties’ Tespective names or marks will come to the attention of those likely to
be influeaced by them. Different issues may arise according to whether the goods
are bolight in person, by telephone or post, or by messengers such as children or
(form=sly) servants. Other circumstances are also to be taken into account. For
iastance pubs are crowded, noisy and busy, so mistakes are more likely to be made
and less likely to be noticed.?'* Cases involving newspapers and magazines show
a tendency towards the belief that readers will distinguish between the parties
through content and appearance despite strong similarities in name. This may prob-
ably be justified in so far as readers have strong loyalties and buy each title so often
as to recognise even small details.

If the goods are bought over the counter from an assistant then they are likely to
be requested by name, so that aural similarity assumes importance. Get-up and es-
sentially visual marks are likely to be relevant only to the extent that they would
obviate deception, and that depends on the customer having and exercising the op-
portunity to examine the goods. This is even more so if the purchaser is buying on
behalf of anothet or on recommendation. If self-service predominates, then get-up
and visual marks assume greater importance but without altogether displacing the
brand name. In the Jif Lemon case, Reckitt & Colman v Borden,? it was relevant
that the competing brands of plastic lemon would not often be stocked side by side
because supermarkets normally carried only one brand of lemon juice. Consumers
would therefore have no opportunity to compare one brand to the other to refresh
their memory. It was also relevant that the distinguishing feature between the two
brands was a label, which was in the form of an easily detachable collar. By the time
a customer came to replace an empty Jif lemon, the collar would probably have
disappeared and the immediate point of comparison would be a bare plastic lemon
without its label.

212 (1937) 58 C.L.R, 641 (High Court of Australia).

3 (1946) 63 R.P.C. 187 PC.

24 Monigomery v Thompson [1891] A.C. 217; 8 R.P.C. 361 HL, per Lord Macnaghten; Léwenbrau
Miinchen v Grunhalle Lager International Ltd [1974] R.P.C. 492; [1974] F.S.R. 1; [1974] 1
C.M.L.R. 1. Quotation marks around “mistales” may be implicit.

5 [1990] 1 W.L.R.491; [1990] | ALl E.R. 873; [1990] R.P.C. 340 HL.

~
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Sales assistants are in a position to substitute the defendant’

asked fpr, and if the goods are inherently deceptive or the de?é;dfr(:f fl;c]izl(‘itéms‘a
ﬁdes this may be taken into account. If orders are placed by telephone th pri
importance of aural similarity is increased,?'® but an ambiguous order can been] th'e
fied at once, which is not the case if the order is by post. In all cases ofc .
responding to postal or telephone orders the customer is put to major inconve -
in returning goods which are not what he wanted, even if he recognises the ?;ence

. The defendant may attempt to rely on the fact that his goods are suffici r
gllstmct for customers to recognise them before consuming them or puttin f}r;lt[y
into use. _However, if .there was deception at the time of sale, the possibilitygoff]in
googls being returned is no defence. This applies with special force to mail ord 21?
but it can also be true for ordinary retail sales. “Who would kick up a fuss over
4(! loaf which was to all intents and purposes what they wanted” asked Roxb o
J'in a case where loaves of bread clearly marked Nutrex were substitute?irg'h
response to ordets for the plaintiffs’ Procea.2'® In Kimberley-Clark v Fort Sterl; |11;
what mattt_ared was that at the point of sale the slogan “Softness guaranteed (or mgjlj
exchgngq it for Andrex®)” on promotional packs of the defendants’ Nouvelle bwe
o.f toilet tls§ue was likely to deceive significant numbers of consumers, Man wm;g
mmply notice the prominent use of Andrex, and pay little or no atter'ltion g;th -
the implication that Nouvelle and Andrex were rival brands, or to a disclaim:r i
very small type. There was uncontradicted evidence that the time taken b;zlg

consumer to select goods such as toilet paper in
a su
—_—_— pap permarket was about 10

Defendant’s goods or business distinguished

The law of passing-off does not create a monopoly in any name, mark or get-
up, no matter how prestigious or distinctive. In theory, it is alw;ys open t%)
competitor to use the claimant’s mark but to avoid liability by adep uat 13
dlst111_g11i§h1ng his own goods, setvices or business.22? Whether this is posqsiblee’%
practice is ar}other matter,”! and an injunction may be granted in unqualified f\l'll;l
if the court is convinced that any attempt to distinguish would be insit cv'; or
doomed to faﬂgre.m In Asprey & Garrard v WRA?® the Court of Appf-alh oiasérved
of an express disclaiming notice that Jacob J “was entitled to draw o iis'consider-
able experience in thjs field to say that such disclaimers hardly syer “;01'k i

If the claimant re}les primarily on verbal or device marks then it is corﬁmon for
the defendant to claim that his get-up or the appearance of the goods themselves is

26 Ag in Morcream Prod, ;
Hesmarmes 1 Products Ltd v Heatherfresh (Foods) Ltd [1972] R.P.C. 799 (Everfresh,

Eeg;c;dffs'[rlo;SZ )Vf;ée]]iﬁf_% ‘,&gg% Ei ?17) 34 R.P.C. 267; Purefoy Engineering Co Ltd v Sykes Boxall
Procea Products Ltd v Evans & Sons Lid (1951) 6 o i
{ 1691 J ACII zl_;?s(ﬁl;gi:é Cj;ﬁl HL. nd Dy Cros)s?(l;cj‘)f;'((llgi% §ge;];f)cﬁof romeryy T
See Lord Greene in Saville Perfium : ibi
E::Sifhv:s[{:' ];a?i?;gf:;ﬁh V.'lne{,%c;zei%évﬁ:ﬁ%ﬂ?ﬁ?#iﬂ? ;?OR{;([‘{ ;34(73(;/2\1 ?L%ﬁelg (;LI:sJI
use it without pr';ssing—off, \)wrfas in deue cguji‘]s?;?l—g)ii]gs.de mesicanladhestvamed t oU Ay
zi ggggg}o;zg?{f vj{])’h(?;tﬂiof)[lwl] AC. 217;8 R.P.C.'361 HL.

v S.R. affirmed [2001] EWCA Civ 1499; [2002] ET.M.R. 47; [2002] F.S.R. 31

=)
s
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=
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220
22

z
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sufficiently distinctive to avoid liability, but not often with success.??* The converse
argument more often prevails, in that differences in brand name are more likely to
outweigh similarities in get-up. Whether the distinguishing matter is effective or not
depends on all the circumstances in which it is alleged passing-off is liable to take
place.?**

The mistepresentation in the traditional form passing-off is that there is some con-
nection between the claimant and defendant which is likely to cause damage to the
claimant. The strongest example of this is where the public believe the parties to
be one and the same. What steps the defendant must take to distinguish himself
depends on this. If the public fail to distinguish the parties at all, then it must be
idle for the defendant to give his full name?* or to use forms of words such as “no
connection with any other business”, because the public do not recognise that more
than one business exists. Conversely, if the tenor of the misrepresentation is that
there is a connection between two separate businesses then use of the defendant’s
own name, mark or get-up will not necessarily correct the situation: the public
already appreciate the defendant’s separate identity and no amount of emphasis of
that will necessasily.rebut the belief that there exists a Tink with the claimant.

If goods ar¢ 1ot always collected by the customer in person, then even radically
different appesrance or get-up will not necessarily suffice to distinguish if the brand
names sie identical 27 The same applies if the claimant’s goods are well-known by
name but not by appearance, as may be the case for exotic or luxury goods
itfroquently purchased by any individual, or where the goods are purchased on
‘ecommendation. For appearance or get-up to distinguish effectively three require-
ments must be met: the claimant’s get-up must be sufficiently well-known to the
customer in advance, the defendant’s get-up must be sufficiently different for it to
be obvious that the goods are not those of the claimant, allowing for imperfect recol-
lection, and the sale must take place in circumstances where the difference will
come to the attention of the purchaser in time.

In Fisons v Godwin?® Brightman J observed:

“If the Fisons ‘Gro-bag’ had not contained the name ‘Fisons’ or if the name ‘Godwins’
had not been so prominently displayed, T might well have reached a different conclusion,
but I doubt whether the defendants could have done much more to signify to a buyer that
he was looking at a product of Godwins and not at a product of Fisons.”

When what is in issue is the get-up or trade dress of the goods themselves, as op-
posed to their packaging, then there are strong policy reasons for recognising the
distinguishing value of brand names or other marks, since otherwise the claimant
may obtain a de facto monopoly in a useful or attractive design or feature. In this

24 An unusual exception is TGI Friday's Australia v TG Friday's Inc [1999] FCA 304, 45 1.P.R. 43
(Federal Court of Australia, Full Court) in which dissimilarities in the get-up of premises outweighed
near identity of names.

25 See the judgment of Parker J in fron-Ox v Co-op (1907) 24 R.P.C. 425; compare Worid Athletics
and Sporting Publications Ltd v ACM Webb (Publishing) Co Ltd [1981] F.8.R. 27 CA.

26 Ag in Edge v Niccolls [1911] A.C. 693; 28 R.P.C. 582 HL and Saville Perfumery v June Perfect
(1941) 58 R.P.C. 147 HL. Far from removing the cause of the misrepresentation, this may lead the
public to believe that the person they know only by reputation is at last revealing himself under his
true colours.

21 Powell v Birmingham Vinegar Brewery [1897] 710; 14 R.P.C. 721 HL.

2 [1976] R.P.C. 563.

[577]

8-64

8-65




8-66

SIGNS

respect the Australian decisions in Parkdale v Puy22° ]
uxu®® and Philj i
are to be preferred to that of the South African Supreme Coulfl‘:!T lﬁf I];f Rbe i
Products Co v Alrite Engineering. 2 erer-Steniey
Comparative advertising, which is i in princi
_ : permitted in principle by the Ia i
og » I1Oore often involves use of the claimant’s name orpmar}li in thew d(;?fiésmf
a ]\(ertl_sn_lg than on the defendant’s goods themselves. Once again, an iss el
5121 ]_1[;:13; 1; ig;n:;lved altholljgh not]to the point of creating an absolute riéht to u;eet[? f
me or mark regardless of the consequences. In Kimb :

_ : € Ci : imberley-C
gﬁf;i}iqfi:‘ ;:hte defen_dflx_lnts flllse of the plaintiffs’ mark Andrex on prongljotif)ireﬁ ;ﬁ;of;

: ilet paper, though it may have been legitimate in princi
passing off because a significant number of consu I by amounied

, mers would h

defendants’ Nouvelle brand was one of the plaintiffs’ pmductsa.Ve femumed el

D. DESCRIPTIVE AND GENERIC TERMS

Introduction

The authorities on descripti i
ptive terms, which may be single words or
= . .’ . S
ﬁh\ﬁ?{, ;;sriﬁmuffe oMne of the Iafrgest individual categories of feported cagés\ﬂ]?}i:
_ . g-oll. Many are of interest only on their specific f i
ing their historical context. Since at least dowiyy Bt g
: ; ’ as early as Reddaway v Banham?» ¢
Ivlve;]saﬁgogi;llssd that a word or phrase which is apparently descriptive may afgzlll?:v
servicescgr 13) : :;?SrsldaHry meani nﬁ and become distinctive of the claimant’s goodse
- However, there are important differences in the :
3 - - . wa
treats descriptive terms as opposed to arbitrary marks such as “fancy” g the' o
marks and get-up, TR
© ﬁaileazlé (;:\lf]l:;gg ;s pnn(lia facie descriptive will only be protected if it can be shown
: econdary meaning: that is to say, if it has b istincti
the claimant. Of course, distincti i ek condttion o e
ant, , d 1veness 1s an essential precondition for all
ghithafr uut}ally de.scrlptlv'e or “fancy”, but the burden of proof is signiﬁ[::l;?*(ls\:
h ﬁ: er for E;ma .fagle gescrzpt_lve terms. So much so, that the decision to categuri e
tjveT]}' t:Ja:,e w}?zcl:rlpiiye or ;aﬁcy” has often been treated as virtually detar nina
¢ action, with the predictable consequence that th i dNMzy be
taken with one eye on the final 1 ously deseripte et o
esult. Many obviously descripti
4 e 1 ptive terms have b
;Eltjliellﬁd fhancy S0 as not to let an unmeritorious defendant off the ook, Tt is aree?
. nfl ; :1‘; tthe ]atw hashsorpetlmes been too ready to attribute distincr.jvene'ss to far%r:y
¢ sirength of very slight user, an i
i ry slig , and too slow to protect those which are
& éﬂ;'sa ile?ftg;j}é gggat:glte ma}‘ter, a[ term may be descriptive in the sense that it is
' § themselves. In other words, it is generic. alth
1s not often used in the older decided o e gl
- | us cases. Generic names are oft i
facie descriptive, although this i i o arisi
; gh this is no more than a coincid isi
tendency of traders in man i eriptive of ou; et
y fields of business to favour descripti i
terms, If a term is the name of the i mltenco
f goods as such, it cannot simultaneously d
: f
lz;ny particular t}‘ade source. It may therefore be used in respect of goods of{haﬁzr‘:
¥ any competing trader without there bein 2 passing-off,

#29 (1982) 149 C.L.R. 191, a decision under th i

i, .L.R. K ] e Trades Practices Act 1974,
2:‘ [2000] FCA 876; 48 LP.R. 257 (Federal Court of Australia, Full Cdurt)
=1 [1992] RP.C, 549; 1992 (2) SA 489, ’ '
22 [1997] F.S.R. 877 (Laddie J),

23 [1896] A.C. 199: [1895-9] AILE.R. 313; 13 R.P.C. 218 HL.,
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The defendant likewise cannot be prevented from unambiguously using a
Jescriptive term in its original descriptive sense, unless it has wholly lost that
descriptive sense and become distinctive of the claimant in every context. More usu-
ally, some vestige of descriptive meaning remains even after the term has acquired
enough secondary meaning to be protected as the claimant’s trade mark. Equivo-
cal or ambiguous use will be restrained and often indicates lack of good faith, but
if the defendant’s use of the term is clearly and accurately in a descriptive rather
than a trade mark sense then there is no misrepresentation to restrain, Passing-off
gives no monopoly rights to words or marks of any sort, and this is all the more
important when the term is (or was once) in common use outside its capacity as the
claimant’s trade mark.

Even if the claimant succeeds in proving that a prima facie descriptive term has
acquired some degree of secondary meaning, he will find that the scope of protec-
tion for his mark is narrower than for a wholly arbitrary term. There is a rule of law
that relatively minor differences will suffice to distinguish the defendant’s goods or
business when both use a mark which is descriptive of the goods or services they
provide. This applies even though the defendant is using the closely similar term
in a trade mark sense. Office Cleaning Association was sufficiently different to Of-
fice Cleaning Services even though it was the trading name of the defendant.? The
plaintiff. was free to choose a name of higher inherent distinctiveness, and the -
penali; for his failing to do so was that a degree of confusion would be tolerated
a: (he-only alternative to giving him an unfair monopoly.

“he term “secondary meaning” is often used as synonymous with “distinctive-
fiess” and to that extent is a term of art. However, it is potentially misleading,
especially when the sign in issue never had any or any relevant, primary meaning,
as with “fancy” words and most visual marks. In this work its use is avoided where
possible except in the context of prima facie descriptive terms.

Generic terms: the name of the goods

A trader who introduces goods ot services which are novel enough for the
English language not already to have a word to describe them does so at his own
risk if he fails to provide the public with a suitable generic term for-identifying the
new goods or services without implicitly referring to their source. This is not to say
that such failure is necessarily fatal. The public may invent a generic name for
themselves or simply may manage without, or it may be a rival whose chosen mark
suffers the fate of generic status. The rule was first applied in respect of goods which
were formerly patented, but the proposition applies equally to unpatented goods and
patented or unpatented services. In his own interest, the introducer should adopt
both a brand name and a generic name and should use each consistently.

“[The inventor] has sworn, that having invented a new substance, namely the solidified
or oxidised oil, he gave to it the name of ‘Linoleum’, and it does not appear that any other
name has ever been given to this substance. It appears that the defendants are now minded
to male, as it is admitted they may make, that substance. | want to know what they are
to call it. That is a question I have asked, but I have received no answer; and for this simple
reason, that no answer could be given, except that they must invent a new name. I do not

B4 Office Cleaning Services v Westminster Office Cleaning [1946] 1 All E.R. 320; 63 R.P.C. 39 HL;
discussed (with reference to harmonised trade mark law) by the Court of Appeal in JIW Spear & Sons
Ltd v Zynga Inc [2015] EWCA Civ 290; [2015] ET.M.R. 27; [2015] F.5.R. 19.
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take that to be the law. I think that if ‘Linoleum’ means a substance which ma b
by the defendants, the defendants may sell it by the name which that substancg be at
But then it is said that although the substance bears this name. the name h EFIII‘S.
meant the manufacture of the plaintiffs. In a certain sense that is tn’J.e. Anyone \:; T
Fhe stllbstance, and knew that the plaintiffs were the only makers of this substance e
in using the word, know he was speaking of a substance made by the plainti,i’fwou1
nevertheless, the word directly or primarily means solidified oil, It only secondaril e
the manufacture of the plaintiffs, and has that meaning only as long as the plaiu)t’ilf?em
the sole manl_.lfacturers. In my opinion, it would be extremely difficult for a persg o
has been by right of some monopoly the sole manufacturer of a new article anl::l ha e
a new name to the new article, meaning that new article and no ; o

: \ . thing more, to claim t
the name is to be attributed to his manufacture alone after hig competitors are at lih v
to make the same article,”’235 S

The treatment of new generic names in English law has been confused b afe
factors: tr.aders have failed to give new products generic names; they have)‘;r it
Fhe generic and brand names interchangeably; or traders have ciaimed exclu:iat'Ed
in what must objectively have been a generic name at its adoption. The other i :l;;y
for br.anfi and generic names alike traders have a stron g preferen-ce for the lu'S hi :
c'!escnptlve. In consequence, the courts have quite often had to deal with al]g
tions Qf passing-off based on the use of a word which appears to have been bg?l;
generic in its meaning and descriptive in its origins. Such cases have tendedot
concentrate on the prima facie descriptive quality of the term. 0

In cases of passing-off nvolving verbal marks, the converse of “distinctive” i
often taken to be “descriptive”. Unfortunately, there are really two differ li
concepts behind t'hat word, since “descriptive” is often used when “generic” woﬁ?d
be more appropriate. In English legal usage it is more consistent with the old
authorities to use “descriptive” as a term of art embracing “generic” as well as ii:

natural meaning.?¢ The existence of these two ' '
' 3 _ usages was recognised by J ]
in Phones 4U v Phone4U.co.uk, where he observed?7: ¢ Y

[;I;_]he name is not descriptive in the sense that anyone would describe a bisiness or shop
selling mobile phones as a “Phones 4u’ business or shop. It is that sort of nanie which tells

you what the business is, but is also obviously i i
/ ‘ , y intended to be an inverted
a particular business.” RN e o dess

k Conversely, in }.?ad.io Taxicabs v Owner Drivers Radio Taxi Services?® the
disputed name Radio Taxis (in the form of the domain name radiotaxis.com) was
both generic and descriptive of the services offered by both parties, and fhe claim-
ants even'cgnceded that it had not acquired secondary meaning, J u,st Employment
(for a solicitor’s practice specialising in employment law) perhaps falls clo);er to
Ph?nes 4 U than to Radio Taxis. Nonetheless, the action failed because the claim-
ant’s practice was extremely localised, the defendants operated in an entirely differ-

235

- per Fry Jin Linoleum v Nairn (1878) 7 Ch D. 834 at 836.
Of lilh‘f:dold‘e:r p_assing—olf cases, the very few to use the word “generic” at all do so interchangeably
gnt . escr lpnvel s see British Vacuum Cleaner v New Vacuum Cleaner [1907]2 Ch. 312: 24 R.P.C
41; Electromobile Co Ltd v British Electromobile Co Ltd (1907) 25 R.P.C. 149 CA and De Cordova

v Vick Chemical Co (1951 5 istinction i
Ma il ;16;1_ o ( ) 68 R.P.C. 103 PC. In recent cases the distinction is more likely to be

B7 [2006] EWCA Civ 244; [2007] R.P.C. 5.
#% (2001) [2004] R.P.C. 19 (John Randall QC, Deputy Judge).
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e country, and such confusion as has might have occurred, was attrib-
highly descriptive nature of the name: Bignell v Just Employment Law >

ent patt of th

utable to the
Names which are arbitrary, may still be generic

ct that one word has been used to cover two concepts which are related
put not identical has resulted in some confusion of thought, especially in respezcj;
of arbitrary generic names for new goods or services. Words spch as paraﬂip,
linoleum?*! and magnolia*? are wholly arbitrary in relation to oil, floot coverings
and alloys. However, that does not stop ‘Ehem being descriptive in the_ senfe that they
are the name of the article as such. With terms St.lCh as n}alted milk,?? shredded
wheat2# or oven chips?** the objection to distinctiveness is twofold. Those terms
indicate clearly enough what the produ[:t is and how it is made_ or may be used,
though the more fundamental objection is that they are th_e generic names _of those
products and this does not depend at all on anyone recognising the descriptive mes-
sage they were also designed to convey. Arguments that the pgbllc would not real_tse
soven chips” were potato chips for cooking in the oven, even if made out, are beside
int.
theh? Zssocim';'c’ Newspapers v Express Newspapers?¢ the defendants gllegeq that
“mail” wes generic, descriptive, ot both for newspapers. Both con?en_tlons rightly
failed biit both were logically separate from the rather stronger submission th_at there
wers sifficient newspapers with names including “mail” for thf_: latter on its own
10 he incapable of denoting the claimants. The argument ‘that “mall_” must be generic
kecause the word could be found in 781 newspaper titles published since 1800
(almost all of them either defunct, foreign, or both) was not only absulrd, bqt
provided its own reductio ad absurdum: on the same argument, n_elt_he.rlely Mail
nor Mail on Sunday could possibly be distinctive, although their distinctiveness had
been conceded. The generic word for a newspaper is “newspaper” perhlaps abbrevi-
ated to “paper,” but how many newspapers (apart from The Economist, a weekly
news magazine) include “newspaper” in their name or masthead.?
The two usages were recognised and identified by Lord Davey in Cellular Cloth-

ing v Maxton & Murray:¥7

The fa

“[A] man who takes upon himself to prove that words, which are merely desclnptlve or
expressive of the quality of the goods, have acquired the secondary sense to which [ have
referred, assumes a much greater burden ... than that of a man who undertakes to prove
the same thing of a word not significant and not descriptive, but what has been compendi-
ously called a ‘fancy’ word, )

The other observation which occurs to me is this, that where a man produces,.or invents
if you please, a new article, and attaches a descriptive name to it,. a name w_luch, as the
article has not been produced before, has of course not been used in connection with the

2 [2008] F.S.R. 6 (Robert Englehart QC, Deputy Judge).

0 Young v Macrae (1862) 9 Jur.N.S. 322.

4l Linoleum v Nairn (1878) 7 Ch D. 834 (Fry J).

M Magnolia Metal Co v Atlas Metal Co (1897) 14 R.P.C. 389 CA.

W Horlicks v Summerskill (1916) 34 R.P.C. 63 HL.

¥ Canadian Shredded Wheat v Kelloge [1938] ALLE.R. 618; 55 R.P.C. 125 PC.
85 McCain International v Country Fair [L981] R.P.C. 69 CA.

M6 [2003] EWHC 1322; [2003] F.S.R. 51 (Laddie J). o
247 [1899] A.C. 326, 343; 16 R.P.C. 397 HL, per Lord Davey. The majority of the House seemed to

concentrate on the fact that the word was prima facie descriptive. The passage deleted from the first
paragraph would now be considered obsolete.
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article, and secures for himself sither the legal monopoly ora monopoly in fact of th
of that article for a certain time, the evidence of persons who cor
the name in question suggests to their minds and s associated by them with the plaintifpg
goods along, is of a very slender character ... . He brings the article before the world, he
gives it a name descriptive of the article all the world may make the article, and al| ha
world may tell the public what article it is they make, and for that purpose they may primg
facie use the name by which the article is known in the market.”

€ sale
me forward and say tha

Lord Davey’s speech was followed by Parker J in British Vacuum Cleaner Cov
New Vacuum Cleaner Co?8 in which the plaintiffs had obtained a patent for cleap.
ing articles by suction. He called the apparatus a vacuum cleaner and the Procesg

vacuum cleaning. Once again the term was prima facie descriptive but Parker J
expressly referred to its generic nature as well.

“The name which he chose, however, for his machinery,
by means of such machinery was not a specific name d
feature of his patent, but was a generic name applicabl
means of the creation of a vacuum and of suction caused by means of such vacuum
through pipes, and [he] must have known when he applied a generic description to his
machinery and his process that other people might devise, and bring upon the market,

other means of vacuum cleaning not protected by his patent, in fact different species of
the same genus.. . .

[1]t appears to me that there is nothing,

and for the process of cleansing
enoting in any way the essentig]
e to all processes of cleaning by

in principle, to prevent the defendant company
from using the words *Vacuum Cleaner’ as part of its name. Having a new species of

vacuum cleaner which it proposes to bring before the public, it desires, in order to bring
itself before the public as dealing with that article, to use a name involving a description

of that article distinguishing it from all other articles of the same genus by usin g the term
iNE‘-V,,”

Generic names: examples

It is not easy to be confident in giving examples of cases which turned on Ty

plaintifi’s or claimant’s alleged mark being the generic name of the goods; 2s op-

posed to those in which it was simply a prima facie descriptive term which might

in principle have acquired secondary meaning with more intensive or eytended use
of the same kind. The problem arises from the habit of concentrating on the self-
evidently descriptive character of most of the terms in issue and tlie ot that neither
“generic” nor any cognate term has been used more than occ:

2sionally. The most
telling expression to look for is that the term is “the name of the article”, although

even this is often subordinated to its inherent descriptiveness. With this reserva-
tion, it is suggested that the following are some instances of generic names which
the respective defendants were entitled to use.

Paraffin in Young v Macrae?®; James’s Blister in James v James®®; Linoleum in
Linoleum v Nairns'; Liebig’s Extract of Meat in Liebig’s Extract of Meat Co v
Anderson®? and Liebig’s Extract of Meat Co v Hanbury®>; Native Guano in Na-

8 [1907] 2 Ch, 312; 24 R.P.C. 641 (Parker J).
2 (1862) 9 Jur. N.S, 322. Strictly, “paraffine oil”; “paraffin” was already in use for wasx,
0 (1872) L.R. 13 Eq. 421 (Romilly MR). The name of the inventor, patentee or introducer of new

goods was once a prime candidate for generic status, but the cases are now of historical interest only.
=1 (1878) 7 Ch D, 834 (Fry J).

2 (1886) 55 L.T. 206 (Chitty J).
23 (1867) 17 L.T. (N.S.) 298 (Page-Wood VC). But there was passing

[582]

G

-off by imitation of get-up and

DESCRIPTIVE AND GENERIC TERMS

; Mai in National Starch Manufactur-
; Co v Sewage Manure Co¥*, Maizena in _
.f:ve guinjil’unn '8 Pateit Maizena & Starch Co?33; Flakec_l Oatmeal in Parsl:;?ffs Sv
e i 256; Magnolia in a group of cases?7; Aerator ml/.lemtors v Tollit?™¥,;
Gl”esﬁle er; in Hommel v Bauer®; Vacuum Cleaner in British V_acm;m Clec.zr.:er
}-[aem;\i/:‘ﬁ Vacuum Cleaner Co0; Electromobile in Eiectromob{!e Cq v Brz;;tsh
i . .. i
. Vtromobile Co%'; Diabolo in Philippart v William W?ur'e!eyzﬁ-, Slip-on uzN Iiur teirn
E[ecv Cording™?; Malted Milk in Horlicks v Summerskzll%ﬁ‘*; Shredciledb tleat n
ggﬂadian Shredded Wheat v Kellogg®ss, Vﬂpolg Ru%}(;:ﬂ Engf::‘;l‘% Zzinu]nla};'na-
aica) i dova v Vick Chemical Co*®; Oven Chips in
P o ] 7 i Pizza in My Kinda Town v Soll2%¢; Jaffa
1 Country Fair Foods®"; Chicago Pizza in My & To ‘ :
tg;rlgi ?n Unite; Biscuits v Burtons Biscuils®®; and Radio Taxis in Radio Taxicabs
“ivers Radio Taxi Services.*™ ‘ o
t ?wzggi?i;n Siesert v Findlater® (Angostura Bitters) and Powell v Bir mmgﬁfrﬁ
Vinlelgar Breu:erv E‘om (Yorkshire Relish) may be earlybexgmﬁlist }?f rc:ias%z]s] 211; :t wm; X
" ic but relief was granted on the basis that the de ; )
B ecacnting the chr ity of hi ds. The Yorkshire Relish case is
i esenting the character or quality o 1is goods. .
E::éigrreconcife with Horlicks v Summerskill, 23 among otkiers, on ?ny gﬁiigﬁi
' i the inaccurate use of ge
ks Cases provide clearer examples of ; netic
Thcilz)ig(’;h?ﬂ‘ne gn}é in Bollinger v Costa Brava Wine Com; Scotch Wl'igky in John
E;ilﬁl' ler v Hc&}y Ost25: and Advocaat in Erven Warninck v T{)wnend.- o
ri\ cstoiul class of case exists in which the name of the cla(limanlt g(%fla_ pi letuzat:ieosl;
> i f the product.?” This s1
vy hag itself come to be used as the generic name of't | 5 si
Sb j bbvliously disadvantageous that in modern condj_tlons few traders are l;kely to
L‘lzw themselves to fall into the trap, and the authorities are therefore of little more
41 ;

; i i - id (1896) 13 R.P.C. 736 CA.
substitution in Liebig's Exnf‘czcr of Me.ar Co Lid v Chemists Co-op Soc Lid ( )
The three cases are not entirely consistent.
154 (1891) 8 R.P.C. 125 HL.
25 [1894] A.C. 275; 11 R.P.g. gglP(P:c.
] C.239 5 RPCE ; ) . ‘
i; glg\?ﬁl(j:]t She l?’ast was Magnolia Metal Co v Tandem Smelting | yndma..re Lid (I_‘)OO)fl? Hl:“[;it:;'i'
HL. The decision holding that Magnolia described the metal as such irrespective of m
is Magnolia Metal Co v Atlas Metal Co (1897) 14 R.P.C. 389 CA.
2% [1902] 2 Ch. 319; 19 R.P.C. 418 (Farwell J).
39 (1904) 22 R.P.C. 43 CA. ) . o
124 R.P.C. 641 (Parker I). The word “genus” was u L ‘ L
;:[" Hgg% g.SC]]i..IilC%,lztw CA. Tt was (admitted that the word had been generic five years previously.
22 [1908] 2 Ch. 274; 25 R.P.C. 565 (Parler J).
263 (1909) 26 R.P.C. 693 (Parker J).
24 (1916) 34 R.P.C. 63 HL.
%5 [1938] AIl E.R. 618; 55 R.P.C. 125 PC.
%6 (1951) 68 R.P.C. 103 PC.
%7 [1981] R.P.C. 69 CA.
<5 P.C. 407 CA. ) o
§s Hggg ]}}.S.R. 14 (Vinelott I). The case was argued on get-up, the defendants” right to use the name
not being challenged.
270 [2004] R.P.C. 19 (John Randall QC, Deputy Judge).
211 (1878) 7 Ch D. 801 (Fry J).
2 11897] A.C. 710; 14 R.P.C. 721 HL..
M (1916) 34 R.P.C. 63 HL. _ ,
an El%(}} Ch. 262; [1959] 3 All E.R. 800; [1960] R.P.C. 16 (Danckwerts J).J
75 11970] 1 W.L.R. 9117; [1970] 2 All E.R. 106; [1;)‘7;0](‘5{3.1;.([3{.389 (Foster J)
7 y : [1979] 2 All E.R. 927; [1680] R.P.C. 7 . ‘ '
;’: {tl 21?1]aﬁfhzl§;]>ér[ that Jthe claimant, if a company, chooses to name itself after the product, as in
Canadia]u Shredded Wheat v Kellogg [1938] Al E.R. 618; 55 R.P.C. 125 PC.,
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than historical inter
Pae?; Iit?:logzz;i;;ei e;‘& 5Xﬂ2;1£188_ are {ames’s Blister in James v Jamess: Cheayip?
i e i i OE;)I 5 Liebig’s Extract of Meat in Liebig’s Extr::ct of }Ydm 3
P i trze z'zggg Extlr'act Of Meat Cov Hanbury®'; Winser Inter, eat
s 5 ong*, Dalmlel" in Daimler Motor Car Co v British MCEP
i Um‘versai inog en in l;’ow_def? Wire v Bowden Brake Co (No. 2)284; and e
e thatzltlversa Wmdmg Cov G_eorge Hattersley 255 Howe’ver tgus-
by ot e fbab erlz)eggglof an I1r:vent0r, introducer or patentee is open,to.:;e
A md p y at least as many examples of such use bein;
A di . y
toﬂjzssi}gz’rﬂe;g 61;11;?;;15?59 thl;ggnﬂzlgeo SEfegc}a?gtz uses expressions such as “similap
e 2 ", % “model? ' or “system™®?2 in conjuncti i
e 3}1]1; z ;;rézz (rnm malx;kl.)C_ases in TWhlf:h relief has been refused ar(Ja sti(jr:(t)ln:?tth
ety aime ot ]alr_‘ eing distinctive of the claimant. If it is clear that t;“
o, mfp 1};{3 18 own goods, tlhen thefe iS no misrepresentation ag te
e Thers \ one as to qualllty but it is only recently that "
< 5 ” :gbe;tu}u would have been considered actionable. ek
manufgi:t j;ere acs)r ; agen};:nc term to lose that status and become distinctive of g
P Al,thou v %{h ave happened to Singer?3 and certainly happened 8
D ter.m g 1ese cases are explained as turning on a change in th i
s were understood, there seems to be underlying them a fhat?ge .'am“t/;y
e

78 (1872) L.R. 13 Eg. 421 (Romi
z ; iq. milly MR).
¥ (1877) 5 Ch D. 850 CA. —
22:’ E{ggg) ;55 L.T. 206 (Chitty J).
)17 L.T. (N.S.) 298 (Page-Wood
2 (1899) 16 R.P.C. 167 (Byme fg) SR
% (1901) 18 R'P.C. 465 (Buckley J ‘
PC. v J). But by 1907 it | istinctive: D
» Lid v London Daimler Co Lid (1907) 24}‘ R.P.Cl 3]7a9d(]? f\come NS e e
™ (1913) 30 R.P.C. 609 (Warrington J). R
i 1(? 1915) 32 R.P.C. 479 (Joyce J).
or example Massam v Thorley’
. : y's Cattle Food C
- It;y Co v Britannia Batteries Lid (1931) 48 R.P.C[‘). 2158080) o B
" Broad & Cco LLM Iy Cast Iron Drainage Co L1d [1970] F.SR. 363
c Co Lid v Graham Building Suppli 969] :
‘ 1 : . pplies Lid [1969] R.P. ] ‘
Broadstel” not passing-off when it was clear the defendant \]Jvas Sugpl;ifrfg l[llisgg?.x] 1F R.};. e
M goods.
B Co Ltd v Patent Axelbox ¢ :’7 i
j(n . Df) Armsg.ncn, 362. lCustnmers knew the defendants would supply their mff ;,Lidsolb f:ﬂl}: e
i bgr :’:1 1tj:r ;wn was left undecided. Alligator Pattern was restrained 2: iy cle o
tl?of: nwas s hav:bi,elf jcgﬁfy[g‘.‘d v .S’rezlace Mfg Co Ltd (1929) 46 R.P.C. 406 CA bfllt fh?:;k
M st iy ismissed as regards passing-off. ;
i ; £ isposal C “
}Il%t e i fi Disposai Co Lid (1920) 37 R.P.C. 249, “Avro type” was allowed, but
ough in Bechsiein v Barker & Barker (1
: ‘ . 910) 27 R.P.C. 484. i 22 i
o 1‘13:1:1; was F:ade e_v1dcnce that “X model” for pianos meant a pialf)erill;snte:“n i
o :”1 eﬂ:aqgus Singer cases at n.293, il
i e a B} 1 /|
o ]l:e 1—(])2:;; [.':;'cLléllcgmclu‘swe. In Singer Machine Manufacturers v Wilson (1 877)3 App. Cas. 376
e TS e dsﬂ\;va.s u_nab]e ,to say whether or not Singer was distinctive beca Pl}' asl_
b lsg HLE; }}:Iﬂ(; H]E‘Lﬁi[ case before hearing the defendant’s evidence, In L;:gesseLMR
A App. Cas. ¢ defendant was allowed to use “Sinper” i : pheee
g o ' : as al e “Singer” {o describe {]
o o iﬁsr:lizli-gneg]aut in a context in lwh;ch it could not have deceived. H!::ﬁﬁ?;iystmn Df: i
iy _a Ed ;?f‘;;ronM the ?achmes themselves. Singer Manufacturing Co v gj;:z?_‘r; I(DIJ;;];)
BC. anufacturing C itish Empir |
3 g_p_(j. . li)deaﬂy i st ‘ig.av : u; British Empire Manufacturing Co Ltd (1903) 20
Z D B I pr y
Dgl%?fMg;Z:{eé Ma;go: Car Co Ltd v British Motor Traction Co Lid (1901) 18 R.P.C. 4 itl
o VBO (! 04) Ltd v London Daimler Co Lid (1907) 24 R.P.C 379 CA 0 548
oulton Macro Ltd (1915) 32 RP.C. 173 where the whoel turmed ful] sialer -
circle.

; Edison Storage 2.4
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nstituted a genus deserving a name of its own. In the earlier
cases, the genus was not sewing machines or motor cars, but specific models of
each. In the later ones, the need for a generic name for every particular design had

imp]icitly been abandoned.

law’s attitude to what co

pescriptive terms and secondary meaning

As an entirely separate matter, a trader who chooses to use a name or mark which
is prima facie descriptive of his goods, services or business runs the risk that the
public will continue to use the term in its descriptive sense rather than identifying
it with him. He must prove that the mark has acquired a secondary meaning as
denoting his goods, and the burden of doing so is higher in proportion to the
descriptive quality of the mark. Even if secondary meaning is proved, two problems
remain. The first is that no trader can be prevented from using the word in its old
descriptive sense if he avoids misrepresentation. The second is that other traders
may use similar and equally descriptive names or marks as their own and will be
allowed to do so even if a degree of confusion results.

Although there ave practical difficulties confronting the trader who chooses a
descriptive word ar'phrase, there ig no rule of law that marks which are descrip-
tive in their liicral meaning can be used with impunity by other traders. In Red-
daway v Beniiam,?s Camel Hair Belting was held by the House of Lords to be
distinctive s the plaintiffs, although the belting of both parties was predominantly
comiosd of camel hair. The Court of Appeal had held that in those circumstances
the dsfendant could not be restrained from using it, even in bad faith. Lord

pherschell replied:

“T think the fallacy lies in overlooking the fact that a word may acquire in a trade a second-
ary signification differing from its primary one, and that if it is used, to persons in the trade
who will understand it, and be known and intended to understand it in its secondary sense,
it will, none the less be a falsehood that in its primary sense it may be true. A man who
uses language which will convey to persons reading or hearing it a particular idea which
is false, and who knows and intends this to be the case, is surely not to be absolved from
a charge of falsehood because in another sense, which will not be conveyed and is not
intended to be conveyed, it is true. In the present case the jury have found ... that the
words ‘Camel Hair’ had in the trade acquired a secondary signification in connection with
belting; that they did not convey to persons dealing in belting the idea that it was made
of camel hair, but that it was belting manufactured by the plaintiffs. They have found that
the effect of using the words in the manner in which they were used by the defendants
would be to lead purchasers to believe that they were obtaining goods manufactured by
the plaintiffs, and thus both to deceive them and to injure the plaintiffs.”

In the absence of proof that the term chosen by the claimant has become distine-
tive of him by acquiring a secondary meaning, there is no reason why the use of
that or a similar term by another trader should involve any misrepresentation as to
source. Thus Cellular was descriptive rather than distinctive in Cellular Clothing
v Maxton & Murray.2% In addition to the fact that it was prima facie descriptive of
the plaintiffs’ cloth, the plaintiffs had used it descriptively in advertisements and had
very little trade in Scotland, which was the relevant market. Flaked Oatmeal was

25 [1896] A.C. 199; [1895-9] All E.R.313; 13 R.P.C. 218 HL.
26 [1899] A.C. 326; 16 R.P.C. HL.
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descriptive of a cereal in Parso ] '
' ns v Gillespie.®" Slip- i
?é};;eeog :tgat bt};1 Par;oa.r J in Burberrys v Cording,? iF hgr\;igg &l;)::l:rfldilfiss?
ore the plaintiffs adopted it. As pass1in
! : ; g-off was form
ta}-?:?j%i‘e odt secondar){ meaning was necessarily fatal to the plaiutig'{ éyc;
T tt;rrlt ﬂ;lt wa:_s using th[e descriptive term accurately or not. In the
> an action may lie for misuse of a descriptive o neri
. - r
or services which do not deserve it, though it is Encertau'ge]:tz1 el
developed. mhow
. réi ;Zts’ntnodosf }r:qt have to be a literal or accurate description of the good;
iy which it applies for it to be descriptive for the purposes of passi -
el nzg}alssaryagg)r the term to be the only one which could be a}f li l‘;lgg;oﬂ.
Pa roS v : zdespze_ ‘the plaintiffs unsuccessfully argued that Flaked Oalljt ol
grou]?qd Peg)ff] escriptive of a breakfast cereal consisting of oats which hmija]bwas
gro Oatsarslo tattenzt?l. The Pnyy Council held that it was “a natural and obvic?u teen
poadlei Threate ; one wh_u:h ev.erybody would accept at once as appr i
g % 1g ; e:ie was insufficient evidence that the primary descriptive mleJallJm_Oprlate
& Horﬁ]caface Sand the dgfendqnts’ goods were clearly distinguished. The ln'g l‘}ad
oo Mr__;lv ummersikil[>0! ]1k_ew1se failed to persuade the House of Lp 31ntlﬁs
- e ilic cogld not be descriptive because it was impossible to malt ?I:jlithat
des{; o gn;oye 1a de facto monopoly of milk combined with malt. and had alw .
1bed 1t as “Horlicks Malted Milk,” malted milk must al ! h i
generic name of the product. o ave beerily
I : , 5
w urlldzll;fggmi 1;1 Country Fair*® the plaintiffs had introduced potato chips which
could b ooT; in the oven and had called them Oven Chips, always prefaced it
s (rin?: ¢ Court of Appeal held there was no arguable case of passi .
Ogven s ]flj:nd@}: iiv‘ho sold Country Fair Oven Chips and Birds Eye OI:{eSnSl(Ile'-OfT
might be ungrammatical and meanin i i
Chi 1 _ : gless in the abs
:Ic])f :ﬂ:ﬁi{ 1: ;:Igltjestg, but it l(\iva?1 an ingenious and apt description of tlf:iltC;rg(fiicl:I:ﬁlcclf
i : omer of what it was, Neither the nature of
its duration were consistent with its acquiring secondar; (t)n;:::iﬁze ofthe o i8

ptive ofy
ona Small
nderstog

S€, Whether
modern forp,
rm for gogds
" the law hag

Descrinti &
escriptive and “fancy” words compared

A distinction is sometime i i
s drawn in which “fancy” wor
' . 1 v v” words are conirn '
{t)l:l(;s&:e\la;hlch are prima facie descriptive. A fancy word is one whi *i;r;lasszad \gn’h
—s itv}_a;ns: tdo the character or quality of the goods or business in reIatign\:(;
e T nfe} s%ch as 1Eur]sijkrcl for shirts, June for toiletries, 3 and Puffin or
‘ s of unpalatable seabirds both) for ch ,
: ar nj . ocolate-c i
bls\c;}.l]itst.hlt is “of an arbitrary and fanciful nature™s in that contex(’zated i
ether a word is fancy or descriptive may depend on how it is us.ed. Health may

7 [1898] A.C. 239; 15 R.P.C. 57 PC
28 (1909) 26 R.P.C. 693 (Parker J).

7 ) Aerat Lt it [1
99 e rarors d v Tollit 902 2 Ch. 319; 19 R.P C.418 d Horli ks Surmmer Sklu 1916) 34
& Ch 5 an rlic v 1 ( )

300
- gg?g 3A4(j{]233(54? éi EE’C 57 PC per Lord Hobhouse.
32 T1981] R.P.C. 69 CA.
;f: For_d v Foster (1872) L.R. 7 Ch. 611 CA.
iz;;giffg{;w& vJune Perfect (1941) 58 R.P.C. 147 HL.
" Ma;-_m; ;&ﬂe [1898] A.C. 239; 15 R.P.C. 57 PC per Lord Hobhouse. See also Celluiar Cloth-
urray [1899] A.C. 326; 16 R.P.C. 397 HL, especially the speeches oflilof::l Sh(;;d
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sibly be called a fancy word in respect of fishing gear but not for cocoa.?% The

ficance of the difference is that distinctiveness is very much more easily

ed for fancy words, and it is inappropriate to speak of secondary meaning

rd has no ptimary meaning to displace.’®” Some authorities, such as

llespie, almost appear to treat fancy words as if the mere fact of adop-

t fot protection by virtue of the plaintiffs having invented or ap-

d. However, this cannot be correct. Others, including Cellular
Clothing v Maxton & Murray perhaps go too far in creating difficulties when the
words in issue are not fancy. It is not the law that prima facie descriptive words are
distinctive only as against fraudulent defendants. The decision to categorise a word
as fancy or descriptive is only one part of the wider issue of whether there is a mate-
rial representation to restrain. Inherent ability to distinguish is always a matter of
degree with there being a continuous spectrum between the highly fanciful and the
obviously descriptive. Wherever the name may fall on that range, what matters is
whether the name is distinctive in fact.

The distinctions to be found in the law of registered trade marks between marks
which may be registered on application and those which require proof of acquired
distinctiveness, are ot relevant to passing-off, nor is liability for passing-off decided
according to th= same criteria as those appropriate to establishing whether a trade
mark had a suificiently distinctive character to qualify for registration.’®® So
PhonesAl; was not so descriptive (for a chain of shops selling mobile phones) that
it was 1+ be denied protection, though the trial judge had thought otherwise. Rather:

Jau
signi
acquir
when the wo
parsons v Gi
tion were sufficien
propriated the wor

“Iyqs that sort of name which tells you what the business is, but is also obviously intended
to be an invented name to denote a particular bu siness.’™%®

This is reminiscent of the way Parker J had already treated the distinction
between fancy and descriptive words in British Vacuum Cleaner v New Vacuum

Cleaner?1%:

“Now with regard to questions such as arose in Reddaway v Banham and Cellular Cloth-
ing Co v Maxton and Chivers & Sons v Chivers | think a distinction must always be drawn
between cases in which the word in question the word which it i proposed to restrain the
defendant from using is a word of ordinary use, descriptive of an article, and cases in
which the word complained of more or less, partakes of the character of a ‘fancy word’,
or, primarily, does not relate to the atticle but to the person who makes the article.”

Prima facie descriptive terms: examples

The authorities on ptima facie descriptive terms are very numerous, what they
have in common being that each one turned on its own set of facts.3!! To give an
exhaustive list would be neither practical nor useful. The following is a summary

and Lord Davey.
35 Dictum of Neville | in Thorne & Co v Sandow (1912) 29 R.P.C. 440.
37 per Lord Shand in Cellular Clothing v Maxion & Murray [1899] A.C. 326; 16 R.P.C. 397 HL.

Phones 4U v PhonedU.co.ul [2006] EWCA Civ 244; [2007] R.P.C. 5 CA.

=

30

=

W Phones 4U v PhonedU.co.uk [2006] EWCA Civ 244; [2007] R.P.C. 5 CA.

30 [1907] 2 Ch, 312, 321; 24 R.P.C. 641 (Parker J).

Though in Phones 4U v Phone4U.co.uk [2006] EWCA Civ 244; [2007] R.P.C. 5 CA, the errors of
at the Court of Appeal had no difficulty in deciding that the trial judge had
n the limited competence of the Court

3

judgment were so gross th
misdirected himself in law. The distinction is important, give

of Appeal to review findings of pure fact.
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of some of the more influential or illustrative cases. Cases listed below as those i
which the plaintiff or claimant prevailed include some in which the term in issue
was distinctive but the action failed on other grounds.

Cases in which the claimant prevailed

Exactly Twelve Yards written in Greek, Turkish and Armenian was distinctive
for being in three foreign languages, even though the goods were exported:
Broadhurst v Barlow.'? Camel Hair Belting was protected both before3!? and after
it was realised that the belting in question really was made of camel hair: Reg.
daway v Banham.*" Several other cases by the same plaintiffs on the same mark
culminated in Reddaway v Hartley®'s in which the Court of Appeal affirmed that the
words had never been used descriptively and held that Lechat’s Camel Hair Belt-
ing was calculated to deceive. Silverpan was distinctive for jam in Faulder y
Rushton®'6 although the jam was boiled in silver pans and the plaintiffs’ advertise-
ments drew attention to the fact. Incorporated Accountant meant a member of the
plaintiff society in Society of Accountants & Auditors v Goodway 3V Tron-Ox wag
distinctive of the plaintiffs’ medicine in fron Ox v Co-op Wholesale Soc*' and the
defendants were restrained from selling Iron Oxide tablets, Parker J holding that
they were not using the term in a descriptive sense. The plaintiffs’ tablets were not
made from iron oxide, which had no medical value. There was passing-off when
the defendants sold oil out of a barrel marked Vacuum Motor Oil A Quality despite
an argument that Vacuum Quality denoted quality and would not deceive: Vacuum
Oil Co v Gooch & Tarrant 319
Minties for mint-flavoured sweets was distinctive in Angelides v James Stead-
man Henderson Sweets’ and infringed by Mentes. Radio Rentals restrained Rent-
als on its own in Radio Rentals v Rentals.>*! Brine Baths meant the plaintiffs’ baths
in Hesketh Estates, Southport v Droitwich Brine Baths®? and an interlocutory
injunction was granted against Droitwich Brine Baths. In Delavelle v Stanley’® Biue
Orchid meant the plaintiffs’ brilliantine (and a wider range of toilet goods) and was
not used descriptively by either party. Although the brilliantine was coloured blue
it did not smell of orchids. Many orchids had no smell at all, and thote that did
ranged in fragrance from “sugary sweet” to “the smell of a dead fat? by way of
“new mown hay” and “freshly cut cucumbers”. Vapour Rub was rict aescriptive in

12 Unreported. Summarised and commented on in Raggeit v Findlater (18/3) L.R. 17 Eq. 29.

3 Reddaway (F) & Co v Bentham Hemp Spinning Co Lid [1892] 2 Q.B. 639; 9 R.P.C. 503 CA. The
Court of Appeal ordered a new trial when the judge withdrew the case from the jury. The defend-
ants thereupon submitted to an injunction; see the headnote to Reddaway v Banham [1896] A.C. 199;
(1896) 13 R.P.C. 218.

34 [1896] A.C. 199; [1895-9] AILE.R. 313; 13 R.P.C. 218 HL.

(1930) 48 R.P.C. 283 CA. The other cases are Reddaway (FF) & Co Lid v Ahlers (1901) 19 R.P.C.

12; Reddaway (F) & Co Lid v Frictionless Engine Packing Co Lid (1902) 19 R.P.C. 505; Red-

daway (F) & Co Lid v Stevenson & Brother Lid (1 902) 20 R.P.C, 276.

36 (1903) 20 R.P.C. 477 CA.

317 T1907] 1 Ch. 489; 24 R.P.C. 159 (Watrington J).

318 (1907) 24 R.P.C. 425 (Parker I).

319(1909) 27 R.P.C. 76 (Neville I).

320 (1927) 40 C.L.R. 43 (High Court of Australia, Full Court),

321 (1934) 51 R.P.C. 407 (Clauson J).

22 (1934) 52 R.P.C. 39 (Farwell J).

(1946) 63 R.P.C. 103 (Evershed J). An earlier Australian case, Helena Rubenstein Pty Ltd v Von

Bronneck (1943) S.R. (N.5.W.) 283 (Apple Blossom) is comparable in result and the arguments
raised.
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Jamaica, though in England it was generic.3?! -VapoRub was distinctive l;)f the
|aintiffs, and the defendants were guilty of passmg—pff by usjmg Vapour Rub even
Pv)vith the preface Karsote: De Cordova v Vick Chemical Cc{.” . .

The Legal and General Assurance Society obtalr_wd an Lnterlocutor;l/ injunction
. the Court of Appeal against a detective agency 1n Legal & Geneml A_ssurance‘
¢ v Daniel 32 The combination of the two words was unusual and dlt%tmctwe of
tslfec plaintiffs. A New Zealand court granted an injunction against Wellmgtop Pest.
Control in Pest Control Service v McClellarfd”f but 1e{_’[ open the question :i
whether an order of mandamus could issue against thelReglstrar of Compames.l -
injunction was also granted in Effluent Dispo.?al v Midlands Effluent Dz;p(_}sa ;
ivljidlands being said to be insufficient djstinc.tlon. Top. of the POPS. was dlstmctln;e
for records and Pick of the Pops restraine_:d in Piclﬂmc:"c Irjzter’natzonal v Mulrzpte
Sound Distributors 3 Style was distinctive of the plaintiffs dl:ess—makmg pfa j[
terns and Style’n Fit restrained in Style Patterns v K- Tel] 220 Brassenn? fora ;?s]gaucllant
was not descriptive in British Columbia in Blades Enfgrpmes v Thibault. Sul ge
Rent-a-Car for car hire was distinctive in the Australian caselof BM Auto ;_es y
Budget Rent-a~Caw Systems .2 Hikers for shoes was regtramed 15 Boot :1 ei 1;
Robinson.3(1ve Court of Appeal in Mothe_rcare_ v Penguin Bpoksﬁ allow;c1 1[1.aF
Mothercare was distinctive of the plaintiffs in thenl' ﬁ’eld of business although relie
was refased because the defendants had not used it in a trade mark sense.

T Fluid for an agricultural liquid disinfectant was .prqtected both on an ap;T
plication for an interim inj unction and subsequently at mal in Antec [nternaa_fr(mak
v South Western Chicks.335 Denim Company (for dlemm J_eans). as well a:*z Prmiar!
wete the subject of summary judgment for the clalmaqt in Prm?ark Stor eshv : t(; -
Iypop Clothing 6 However, the only defence argued with any vigour was1 tha Ie
defendant had obtained the goods from one of the claimant’s suppliers. hn
Temporary Roadways and Access Co v Trax Portable Access_337 acase basedfon Ihe
similarity between the trading names TRAC and TRAX (in both case:s:: or ke
provision of temporary road surfaces at events) was stren,gtheqed by the rem?:h—
ably close” similarity of the appearance of the defendapts vehicles to those o (ei
claimants. An interim injunction was granted in terms directed both to the name an

the livery of the vehicles.

24 A rare example of that word actually being used, and making it clear that the term “descriptive” may
embrace “generic”.

25 (1951) 68 R.P.C. 103 PC.

326 [1968] R.P.C. 255 CA. _ »

e %1968% N.Z.L.R. 482 (Wild CJ). Follewing National Timber Co Lid v National Hardware Timber
and Machinery Co Lid [1923] N.Z.L.R. 1258 CA.

w [1970] R.P.C. 238; [1969] F.SR. 468 (Stamp J).

0 [1972] R.P.C. 786 (CA opposed ex parte; Megarry J inter partes).

30 [1974] F.8.R, 499 (Graham J). o )

A EICJ’IS) 65 D.L.R. (3d) 378 (Anderson J). The plaintiff failed an other grounds.

2 (1977) 12 A.L.R. 363; 51 A.L.JR. 254 (High Court of Australia, Full Court).

W [1984] F.S.R. 545 (Nourse I).

34 [1988] R.P.C. 113 CA. _ .

= %1997% F.S.R. 278 (Laddic I); [1998] F.5.R. 738 (Michael Hart QC,FDepug L_l;dge), The products

tively marketed as Antec Farm Fluid 8 and SWC Super Farm Flu L .

U ‘[Z%rglﬂe?.)g.cl{v §7y(51:3hn Martin QC, Deputy Judge). The defendant abbreviated “Denim Company
to “Denim Co”.

7 [2002] EWHC 1728 (Blackburme J).
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