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Chapter IT1 The European Patent Organisation

Art.5 Legal status
Art. 5(1) The Organisation shall have legal personality.

Art. 5(z) In each of the Contracting States, the Organisation shall
enjoy the most extensive legal capacity accorded to legal persons
under the national law of that State; it may in particular acquire or
dispose of movable and immovable property and may be a party to
legal proceedings.

1 Legal capacity of the European Patent Organisation
The Organisation can take part in legal actions and in economic transac-
tions because it has legal personality.

Art. 5(3) The President of the European Patent Office shall represent
the Organisation.

1 Representation of the Organisation
The President may, according to this provision, represent the European Pat-
ent Organisation. This is one of his functions but not one of his powers. The
President may only represent the Organisation by performing a legal act,
such as the signing of an agreement, if he has the power to perform that act.
His powers are governed by the EPC in articles other than Art.5(3), such as
Art.10 and Art.33(4). (G5/88 hn.I, r.2.2-4, see also Art.10:1)

Art. 6 Headgquarters
Art. 6(1) The Organisation shall have its headquarters in Munich.

Art. 6(z) The European Patent Office shall be located in Munich. Tt
shall have a branch at The Hague.

1 Branch of the EPO in The Hague
The EPO has set up a branch at The Hague to avail itself of the search tacili-
ties of the Institut International des Brevets (IIB) in The Hague, which had
an excellent search department (O] 1978, 2z0z). When the Netherlands start-
ed to provide protection for inventions in 191z, they could avoid the defi-
ciencies of the search systems already set up in France and Germany. They
devised a new system and had sufficient funds to copy the entire French and
German patent documentation. Before the institution of the EPQ, France
already cooperated with the Netherlands in the IIB, because of the disor-
ganized system in France. The ITB was incorporated into the EPO in1978.
It should be noted that in 1973, at the time of drafting the Convention,
the offices of the IIB that were to become the EPO branch were located in
The Hague, When the EPO started its activities in 1978, the offices had been
set up in Rijswijk, a city neighbouring The Hague. There has never been any
EPO office in The Hague.
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The revision of the EPC in zooo did not change the location of the
branch. The legislator held in an oral clarification that any geographical lo-
cation in the EPC should be interpreted broadly, e.g. The Hague should
mean the province of South Holland and Munich the country of Bavaria.
Any geographical allocation would at some point restrict the reallocation of
offices.

2z Sub-office of the EPO in Berlin

Under the Protocol on Centralisation, Section I{3)(a), a sub-office was created
in Berlin in 1978 for searching Eurepean patent applications under the di-
rection of The Hague (O] 1978, 195, 245). The Protocol is part of the EPC ac-
cording to Art.164(1). The Berlin sub-office was set up to give West Berlin, at
that time an exclave in East Germany, more ties to West Germany. Although
the ties are no longer necessary after the reunification of East and West Ger-
many in 1990, the relatively small sub-office is maintained because of its low
operational costs.

Since 1989 the Berlin sub-office is also a filing office in the sense of
Art.75(1)(a) (Dec. of Pres., based on his power acc. to Art.1o(z)(a), O] 1989,
218).

3 ALoczcion of the EPO in Haar
Uit 09.10.2017 the Boards of Appeal Unit was relocated from the EPO head-
quarters in Munich to Haar, 2 municipality neighbouring Munich. The re-
location is part of the reform of the boards of appeal to strengthen the
perception of their independence (see R.12a:1). The office in Haar is not a
filing office.

4 Filing with incorrect office
In Munich and Berlin the EPO and the German Patent Office are located in
neighbouring buildings. The filing date of documents intended for the EPO
but received by the German Patent Office and forwarded to the EPO will be
the date of their actual receipt at the EPO (O] 2005, 444.).

Art.7 Sub-offices of the European Patent Office

By decision of the Administrative Council, sub-offices of the Europe-
an Patent Office may be created, if need be, for the purpose of infor-
mation and liaison, in the Contracting States and with
intergovernimental organisations in the field of industrial property,
subject to the approval of the Contracting State or organisation con-
cerned.

1 Sub-offices
Following a decision by the Administrative Council taken in 1992, a sub-of-
fice was opened in Brussels for liaison with the European Union to support
industry and ensure competitiveness of the European economy (OJ 1993,
4043 2004, 88).

In 1990 the International Patent Documentation Centre (INPADOC) in
Vienna was integrated into the EPO as a sub-office (Not. of Pres. O] 1990,
4g2). The sub-office is in charge of the EPO’s bibliographic data bases and
has as its task to provide public access to patent information. Note that the
Vienna sub-office is not a filing office of the EPO (Dec. Pres., Spec. Ed. 3 of O]
2007, A1 Art.1(z)).
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Art.8 Privileges and immunities

The Protocol on Privileges and Immunities annexed to this Conven-
tion shall define the conditions under which the Organisation, the
members of the Administrative Council, the employees of the Euro-
pean Patent Office, and such other persons specified in that Protocol
as take part in the work of the Organisation, shall enjoy, in each Con-
tracting State, the privileges and immunities necessary for the per-
formance of their duties.

1 Protocol on Privileges and Immunities

The Protocol on Privileges and Immunities is an integral part of the EPC
(Art.164(1)). The Protocol defines the inviolability of the premises of the Or-
ganisation and the immunity of the people working in the Organisation. It
ensures that the Organisation is not restricted in the execution of its tasks
by national laws. The protocol also applies to members of the epi having
specific duties (O] zoog, 28). The text of the Protocol has not been repro-
duced in this book.

Art.9 Liability

Art. 9(1) The contractual liability of the Organisation shall be gov-
erned by the law applicable to the contract in question.

The will of the parties as [aid down in contracts is, in principle, decisive.

Art. 9(z) The non-contractual liability of the Organisation in respect
of any damage caused by it or by the employees of the European Pat-
ent Office in the performance of their duties shall be governed by the
law of the Federal Republic of Germany. Where the damage is caused
by the branch at The Hague or a sub-office or employees attached
thereto, the law of the Contracting State in which such branch or
sub-office is located shall apply.

1 Indemmnities

The board of appeal is not competent to decide on indemnities foi loss or
damage allegedly caused by the EPO in the course of proceedings (;14,/87). A
Board of Appeal has no power to make an order against the EPO to pay costs
incurred by parties due to proceedings unjustifiably delayed by the EPQ
(T315/03 1.15.8; ten years to dispose of first instance opposition proceedings).

Employees of the EPO cannot be tried for neglect of duty (Art.14(a) Proto-
col on privileges and immunities); any claim must be made against the EPO.

Art.9(3) The personal liability of the employees of the European Pat-
ent Office towards the Organisation shall be governed by their Ser-
vice Regulations or conditions of employment.

1 Personal liability of employees of the EPO
The EPO can recover damages in whole or in part from an employee when
such damages have been caused wilfully by him or her or result from serious
negligence. No recovery is possible of damages caused by a decision of the
board of appeal or the Enlarged Board of Appeal.
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Art. 9(4) The courts with jurisdiction to settle disputes under para-
graphs 1 and z shall be:

{a) fordisputes under paragraph 1, the courts of the Federal Repub-
lic of Germany, unless the contract concluded between the par-
ties designates a court of another State;

(b) for disputes under paragraph 2, the courts of the Federal Re-
public of Germany, or of the State in which the branch or sub-of-

fice is located.

Articleg
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Chapter ITT The European Patent Office

Chapter ITT deals with the management of the Office, the use of languages
and the organisation of some departments. The EPO has approximately six
thousand employees, who remain citizens of their contracting state of ori-
gin. An EPO salary is only subject to a low, internally levied tax.

Art.10 Management

1 Powers of the President

The President directs the EPO according to Art.10{1), which is to be inter-
preted in its context, in particular having regard to Art.10(z) and Art.5(3).
Art.ao(2) contains a list of functions and powers of the President essentially
concerned with internal matters of the EPO. It is notclear to what extent the
President can direct the EPO in any external activity not directly related to
one of the powers and functions listed in Art.io(z) without the supervision
of the Administrative Council. However, it is clear that concluding an agree-
ment with another patent office which has no connection with the function-
ing of the EPO and merely serves to satisfy political interests of that office is
not within the President’s power. Such an agreement requires authorisation
and approval from the Administrative Council under Art.33(4). Hence, an
agreement of the President with the German patent office on mail intended
for the EPO but erroneously addressed to the German patent office in Berlin
ata time the EPO did not yet have a filing office in Berlin (O] 1981, 381) was
beyond the powers of the President. See also Art.23(1):2. (G5/88 hn.Il, r.2,
G7/88 and G8/88)

Art. 10(1) The European Patent Office shall be managed by the Presi-
dent, who shall be responsible for its activities to the Administrative
Council.

Art. 10(z) To this end, the President shall have in particular the fol-
lowing functions and powers:

(a) heshall take all necessary steps to ensure the functioning of the
European Patent Office, including the adoption of internsi ag-
ministrative instructions and information to the public;

(b) unless this Convention provides otherwise, he shall pr=scribe
which acts are to be performed at the European Patent Office in
Munich and its branch at The Hague respectively;

(c) he may submit to the Administrative Council any proposal for
amending this Convention, for general regulations, or for deci-
sions which come within the competence of the Administrative
Council;

(d) he shall prepare and implement the budget and any amending
or supplementary budget;

(¢) he shall submit a management report to the Administrative
Council each year;

(f) he shall exercise supervisory authority over the staff;

(g) subject to Article 11, he shall appoint the employees and decide
on their promotion;

(h) he shall exercise disciplinary authority over the employees
other than those referred to in Article 11, and may propose disci-
plinary action to the Administrative Council with regard to em-
ployees referred to in Article 11, paragraphs 2 and 3;

(i) he may delegate his functions and powers.
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1 Guidelines for Examination in the EPO (Art.10(2)(a))
The President has issued under sub-paragraph (a) the Guidelines for Examina-
tion in the European Patent Office to ensure a proper functioning of the EPO.
The EPO has a policy of annually revising the Guidelines to keep them in
Tline with legal and procedural developments.
The functions and powers specified in sub-paragraphs (b) to (i) are essen-
tially concerned with the internal operations of the EPO (G5/88 1.1.2).

Art. 10(3) The President shall be assisted by a number of Vice-Presi-
dents. If the President is absent or indisposed, one of the Vice-Presi-
dents shall take his place in accordance with the procedure laid down
by the Administrative Council.

1 Vice-Presidents
There are three Vice-Presidents, one for each Directorate-General. See the
decision of the Administrative Council on deputisation for the President of
the EPO (O] 1978, 326).

Art. 11-appointment of senior employees

"I 'his article sets out the appointment of the President and higher personnel
and lays down the powers of the President in the latter.

Art. 11(1) The President of the European Patent Office shall be ap-
pointed by the Administrative Council.

Art. 11(2) The Vice-Presidents shall be appointed by the Administra-
tive Council after the President of the European Patent Office has
been consulted.

Art.11(3) The members, including the Chairmen, of the Boards of Ap-
peal and of the Enlarged Board of Appeal shall be appointed by the
Administrative Council on a proposal from the President of the Euro-
pean Patent Office. They may be re-appointed by the Administrative
Council after the President of the European Patent Office has been
consulted.

1 Appointment of members of boards of appeal

The powers of the president of the EPO under Art.11(3) have been delegated
to the president of the Boards of Appeal under R.12d(z). The persons to be
appointed as members of boards of appeal are proposed by the president of
the BoA on merit and appointed by the Administrative Council under
Art.11(3). Once appointed, 2 member cannot be removed by a decision of the
president of the BoA alone.

The board members are appointed for a term of five years according to
Art.23(1), after which they may be re-appointed by the Administrative Coun-
cil after consultation of the president of the BoA.

Art. 11(4) The Administrative Council shall exercise disciplinary au-
thority over the employees referred to in paragraphs1to 3.
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Art. 11(5) The Administrative Council, after consulting the President
of the European Patent Office, may also appoint as members of the
Enlarged Board of Appeal legally qualified members of the national
courts or quasi-judicial authorities of the Contracting States, who
may continue their judicial activities at the national level. They shall
be appointed for a term of three years and may be re-appointed.

1 External legally and technically qualified members
The participation of external legally qualified members from the EPC con-
tracting states in proceedings before the Enlarged Board of Appeal has
proved to be a success. It is expected that the involvement of national judges
will further the harmonisation of patent case law in Europe. (Spec. Ed. 4 of
0] 2007)

The EPC 2000 does no longer allow the appointment of external techni-
cally and legally qualified members for the technical and legal boards of ap-
peal, because since the early days of the Office sufficient knowledge has
become available in house. (Spec. Ed. 4 of OJz007)

Art.12 Duties of office

Employees of the European Patent Office shall be bound, even after
the termination of their employment, neither to disclose nor to make
use of information which by its nature is a professional secret.

Art.13 Disputes between the Organisation and the
employees of the European Patent Office

Art. 13(1) Employees and former employees of the European Patent
Office or their successors in title may apply to the Administrative Tri-
bunal of the International Labour Organization in the case of dis-
putes with the European Patent Organisation, in accordance with the
Statute of the Tribunal and within the limits and subject to the con-
ditions laid down in the Service Regulations for permanent employ-
ees or the Pension Scheme Regulations or arising from the condiicns
of employment of other employees.

Art. 13(2) An appeal shall only be admissible if the person concerned
has exhausted such other means of appeal as are available to him
under the Service Regulations, the Pension Scheme Regulations or
the conditions of employment.

Art.14 Languages of the European Patent Office, European
patent applications and other documents

See for the implementation:

R.3 Language in written proceedings

R.4 Language in oral proceedings

R.5 Certification of translations

R.6 Filing of translations and reduction of fees

R.7 Legal authenticity of the translation of the European patent application
R.36(2) Language of divisional application

I I S S -
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1 Transitional provision EPC 2000
The revised Art.14(1) and (z) shall apply to European patent applications
filed after entry into force of the EPC zooo (Art.7(1) Revision Act, Spec. ED.
no. 4, OJ 2007, p. 217). Hence, a filing date will be accorded for a European
application filed in any language only if the application has a filing date on
or after date of entry into force of the EPC 2000.

The revised Art.14(3) to (6) shall apply to European patent applications
pending at the time of entry into force of the EPC zooo0 and to European
patents already granted at that time (Art.1(1) Dec. Adm. Council, Spec. Ed.
no. 4, 0] 2007, page z19).

2 Language restrictions

The framework of language restrictions in the EPC is based on three catego-

ries of languages:

1 the three official languages of the EPO, i.e. English, French and German
(Art.14(1), first sentence)

2 the official languages of the EPC contracting states other than English,
French or German (Art.14(4), first sentence). These languages are also
cai'ed ‘admissible non-EPO languages’.

3 a'vother languages.

Fo1 the purpose of according a date of filing, a European patent application

may be filed in any language (see R.40), thereby implementing Art.5(z) PLT.

For the prosecution of an application by the EPO, the application must be

available in one of the official EPO languages (Art.14(z), first sentence). If the

application was initially filed in an another language, it must be translated
into one of the official EPO languages (Art.14(2), first sentence), the choice of
the official EPO language being at the option of the applicant. The official

EPO language of filing or translation becomes the language of the proceed-

ings (Art.14(3)). In all proceedings before the EPQ a party must use the lan-

guage of the proceedings. However, another official EPO language may be
used in written and oral proceedings, provided a translation or interpreta-

tion is provided where required by R.3 and R.4.

R.6(3) provides a reduction of fees where an admissible non-EPO lan-
guage is used for filing patent applications to compensate for the burden of
providing a translation into an official EPO language. Art.14(4) and R.6(4)
restrict the fee reduction to certain persens.

Art.14(1) The official languages of the European Patent Office shall be
English, French and German.

Art. 14(2) A European patent application shall be filed in one of the
official languages or, if filed in any other language, translated into
one of the official languages in accordance with the Implementing
Regulations. Throughout the proceedings before the European Pat-
ent Office, such translation may be brought into conformity with the
application as filed. If a required translation is not filed in due time,
the application shall be deemed to be withdrawn.

1 Language of the patent application
The requirements for obtaining a date of filing for a Eurepean patent appli-
cation in R.40(1) do not contain a restriction on language. Hence, the appli-
cation may be filed in any language, such as Chinese, Dutch or Latin. This is
supported by the words ‘any other language’ in Art.14(z). The documents of
the application need not all be in the same language (A-VII,1.1; EPO practice
changed in 2014, see Guidelines edition November 2014).
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The content of a European prior right, i.e. a prior art document under
Art.54(3), is determined by the original text as filed, not by any translation
into an official EPO language (A-VIL7)

Itis in principle possible to file a computer translation if there is not suf-
ficient time to prepare a proper translation within the time limit of R.58 and
to correct the translation subsequently. However, this may cause the search
to be based on an incorrect translation or the issue of a declaration of an in-
complete search, affecting the following proceedings. The EPO may ask a
certificate of translation under R.5 if it has doubts as to the accuracy of the
translation.

Art.14(3) The official language of the European Patent Office in which
the European patent application is filed or into which it is translated
shall be used as the language of the proceedings in all proceedings
before the European Patent Office, unless the Implementing Regula-
tions provide otherwise.

1 Language of the proceedings
The official EPO language in which the application is filed or translated be-
comes the language of the proceedings. The language of the proceedings
cannot be changed during the proceedings concerning an application or the
resulting patent, because this is not provided for in the EPC.

The language of the proceedings must be used in all proceedings before
the EPO (Art.14(3)). Hence, in written proceedings all documents should be
filed in the language of the proceedings. Derogations for written proceed-
ings are provided in R.3, which allows that documents may be filed in any
official EPO language (R.3(1)), except for amendments of the application or
patent, which must be in the language of the proceedings (R.3(2)). Docu-~
ments to be filed within a time limit may also be submitted in an admissible
non-EPO language and subsequently translated into an official EPO lan-
guage (Art.14(4)). Documentary evidence may be filed in any Ianguage
(R.3(3))-

In oral proceedings the default language is the language of the proceed-
ings (Art.14(3)), but any official language of the EPO or a contracting stae
may be used, provided the provisions for interpretation in R.4 are observed.

Art.14(4) Natural or legal persons having their residence or pxincipal
place of business within a Contracting State having a language other
than English, French or German as an official language, and nation-
als of that State who are resident abroad, may file documents which
have to be filed within a time limit in an official language of that
State. They shall, however, file a translation in an official language of
the European Patent Office in accordance with the Implementing
Regulations. If any document, other than those documents making
up the European patent application, is not filed in the prescribed lan-
guage, or if any required translation is not filed in due time, the doc-
ument shall be deemed not to have been filed.

1 Language of further documents and translation
Further documents, i.e. documents other than those making up the Europe-
an patent application, must be filed in the language of the proceedings
(Art.14(3)). By way of exception, a further document may also be filed in an-
other official EPO language (R.3(1)). When the document concerns amend-
ments of the patent application, it must be filed in the language of the
proceedings (R.3(2)).
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Art.14(4), first sentence, allows a restricted class of persons to file further
documents in an official language of an EPC contracting state. These docu-
ments must subsequently be translated into an official EPO language
(Art.14(4), second sentence) in accordance with R.3: for most documents into
any official EPO language (R.3(1)) and, where the documents concern
amendments, into the language of the proceedings (R.3(z)).

Art.14(4) defines the persons that may file those further documents that
have to be filed within a time limit in an official language of a contracting
state. A translation in any official EPO language must normally be filed
within one month of filing the document (R.6(z)).

Whereas a mistake in the translation of a patent application can be cor-
rected using Art.14(z) second sentence, the translation of a further docu-
ment can only be corrected as an error under R.139 (G6/91 r.10).

Admissible non-EPO language
The official languages of contracting states in which further documents in
the meaning of Art.14(4) may be filed with the EPO are referred to in this
book as ‘admissible non-EPO languages’, or “admissible languages’ if the lat-
ter dz=s not cause confusion (see A-X,9.2.1(ii)). The terms ‘authorised lan-
giag’ and ‘allowed language’ sometimes occur in case law.

The official languages of the contracting states are listed in NatLaw table
11, column 4. A few special cases of official languages:

Belgium Dutch, French and German

Finland Finnish and Swedish

Ireland Irish and English

Liechtenstein German

Luxembourg French, German and Luxembourgish

Switzerland German, French, and Ttalian.

Where a contracting state has several official languages, the cheice of lan-
guage is up to the party. A party who has several nationalities may choose
between the official languages of the contracting states of which he is a na-
tional and the contracting state where he has his residence (Miinchner Ge-
meinschaftskommentar, K. Haertel (Heymanns) Art. 14, p. 15, Randnummer
18 und 22). For example, a Swiss party may choose Italian aslanguage for the
fee reduction of R.6(3), even though his own language is German or French.

Entitled persons

Under Art.14(4), first sentence, a person is entitled to use an admissible non-

EPO language if:

- hehas his residence within the territory of the state,

- he has his place of business within the territory of the state, or

- he is a national of the state and is resident abroad, inside or outside a
contracting state.

Neither the EPC nor the Guidelines indicate how to apply Art.14(4) in the

case of several applicants or proprietors having different nationalities. On

the ground of the liberal interpretation of the language provisions of the

EPC use of an official language of a contracting state other than an official

EPO language should be admissible if at least one of the applicants is enti-

tled to use this langnage. (Miinchner Gemeinschaftskommentar, K. Haertel

(Heymanns) Art, 14, p. 15, Randnummer 23)
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(d) Opposition Divisions;

(e) alegal Division;

(f) Boards of Appeal;

(g) an Enlarged Board of Appeal.

2

B b oo T R R EEEEEEEE————m————S——————=—=,

See for the implementation:

Art.16 Receiving Section

Art.a7 Search Divisions

Art.18 Examining Divisions

Art.19 Opposition Divisions

Art.zo Legal Division

Art.z1 Boards of Appeal

Art.2z Enlarged Board of Appeal

Art.23 Independence of the members of the boards
Art.24 Exclusion and objection

R.g-13 Organisation of the European Patent Office

Reorganisations of the EPO

The departments of the EPO mentioned in Art.15 were grouped in Directo-
rates-General (R.g(1)). Three reorganisations have changed the grouping
from five Directorates-General to three and changed locations of the depart-
ments.

In 1990 the EPO started the BEST project (Bringing Examination and
Search Together), which aims at improving quality and efficiency of search
and examination. Before Best, the search and the examination were per-
formed by two different persons, a searcher in the Hague and an examiner
in Munich. Under BEST both the search and the examination are performed
by the same examiner, who may be located in the Hague, Berlin or Munich
(07 1990, 333 and EPO Annual Reports). The search examiner is also the pri-
mary examiner in the examining division (Not. Pres. O] 2003, 206 §1; B-1,2).
The BEST project was completed in 2006. The distinction between search
divisions and examining divisions has not yet been removed from Art.1s,
because there was insufficient preparation time for the diplomatic confer-
ence to include such a change into the EPC zooo; it should be part of a next
Diplomatic Conference.

In 2016 the departments of second instance, the Boards of Appeal an-t ti¢
Enlarged Board of Appeal, formerly Directorate-General 3, became vart of
the Boards of Appeal Unit as of 01.07.2016, a separate organisatior al anit to
emphasise their perceived independence. The Boards of Appeal Unit has
moved from the city of Munich to Haar. See R.1za and CA/43/16 Rev. 1.

In zo1y a further reorganisation combined the former Directorates-Gen-
eral DGi (search, examination and oppesition) and DGz (patent administra-
tion) to have the entire patent granting process in one Directorate-General
(CA/65/17). The proposed renumbering of DG4 and DGj5 to DGz and DG3
has not yet been implemented (situation 01.11.2018; see e.g. the vacancy no-
tices for vice-presidents DG4 and DGs in O 2018 Asg and A6o).

Administrative structure of the EPO

Since 2017 the EPO is divided administratively into three Directorates-Gen-
eral, to which the departments of Art.15(a) - (¢) are assigned (R.9(1)), and a
Board of Appeal Unit to which the departments (f) and (g) are assigned.
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The examiners, forming the search, examining and epposition divisions,
are part of Directorate-General 1 (DG1), which is divided into three principal
directorates according to technology. About the same number of examiners
should be located in Munich and in the Hague (see the Protocol on the Staff
Complement of the EPC 2000, reproduced in Of zoo1, Special Edition no. 1,
p-45). The examiners are assigned to a separate search division and examin-
ing division set up for cach patent application filed; similarly, they are as-
signed to a separate opposition division set up for each patent for which a
notice of opposition has been filed. The Receiving Section is also part of
DG1.

Each principal directorate of DG1 includes formalities officers, which are
responsible for examination on filing and examination as to formal require-
ments, tasks the EPC has allocated to the Receiving Section (Art.16 and
R.10(1)).

Directorate-General 4 (DG4) is Corporate Services, comprising human
resources, general administration, central procurement and finance.

Directorate-General 5 (DGs) comprises the Legal Division and legal and
international affairs, located in Munich.

Desartments (a) till (e) are departments of first instance, departments (f)
and  g)departments of second instance.

A though the EPC distinguishes the Receiving Section, search divisions,
ovamining divisions, opposition divisions and the Legal Division as depart-
ments of the EPO, they are no longer indicated as separate organisational
units in the Organisational Structure of the EPO. To ensure greater flexibil-
ity in allocating specific tasks, the EPC zooo has removed several references
to the Receiving Section and search divisions and replaced wording such as
‘the Receiving Section shall ... by ‘the EPO shall ...’ (compare Art.g9o(1), 92,
93(1)).

A case is transferred from one department to another at the moment of
receipt of the appropriate message and a possible payment, e.g. the request
for examination (see e.g. R.10). The department to which the case is trans-
ferred becomes competent to handle the case.

Art.16 Receiving Section

The Receiving Section shall be responsible for the examination on fil-
ing and the examination as to formal requirements of European pat-
ent applications.
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See for the implementation:
R.10{1) Limitation in time of responsibility of Receiving Section

Responsibilities of the Receiving Section
According to Art.16 the Receiving Section is responsible for the examina-
tion on filing, i.e. whether a filed application can be accorded a filing date
(Art.go(1), R.55) and the examination as to formal requirements (Art.9o(3),
R.56-60); according to A-VI,2.1, it also takes care of the publication of the
application (Art.93, R.67-69). The Receiving Section is composed entirely of
formalities officers (G1/oz, r.6.1)

The Receiving Section is not competent to decide on a request for an
amendment or correction of an application that requires a technical exami-
nation; the decision on such a matter must wait until the case has been
transferred to the examining division, because the latter is competent in
such matters (J4/85).
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Art.19 Opposition Divisions

Art.19(1) The Opposition Divisions shall be responsible for the exam-
ination of oppositions against any European patent.

Art. 19(z) An Opposition Division shall consist of three technically
qualified examiners, atleast two of whom shall not have taken partin
the proceedings for grant of the patent to which the opposition re-
lates. An examiner who has taken part in the proceedings for the
grant of the European patent may not be the Chairman. Before a deci-
sion is taken on the opposition, the Opposition Division may entrust
the examination of the opposition to one of its members. Oral pro-
ceedings shall be before the Opposition Division itself. If the Opposi-
tion Division considers that the nature of the decision so requires, it
shall be enlarged by the addition of a legally qualified examiner who
shall nothave taken part in the proceedings for grant of the patent. In
the event of parity of votes, the vote of the Chairman of the Opposi-
tion Division shall be decisive.

1 Composition of opposition division

Art.19(z) establishes the collegiate nature of opposition divisions. The pres-
ence of one member who may have taken part in the grant proceedings is a
compromise. On the one hand the purpose of an opposition is the examina-
tion of new facts and/or arguments added to the proceedings, for which ex-
amination there is no reason to deprive the opposition division of the
available knowledge of the case, and on the other hand the members of the
opposition division should be unbiassed as in appeal proceedings. The pos-
sibly biased member is always in a minority position. (Empel no. 465)

A composition of an oppositien division not complying with Art.19(z) is
a substantial procedural violation in the sense of R.103(1)(a) (Tz51/88;
T382/92; Gs/o1L.5).

The examiners must be impartial. If an examiner is suspected of partial-
ity, he may be objected to as set out in Art.z4:2.

Art.20 Legal Division

Art. 2z0(1) The Legal Division shall be responsible for decisicusan re-
spect of entries in the Register of European Patents and in respect of
registration on, and deletion from, the list of professional represent-
atives.

1 Duties of Legal Division
The Legal Division has the sole responsibility for the following duties re-
garding the Register of Patents (Art.1z7): entitlement procedure (Art.61(1}
and Art.99(4)), interruption of proceedings, registration of licences and
other rights, registration of transfers of rights and changes of name, and
rectification of the designation of the inventor (Dec. Pres. OJ 2013, 600).

The duty of registration of transfers of rights and changes of name and
rectification of the designation of the inventor is entrusted to formalities
officers of examining divisions and epposition divisions under R.11(3) if the
request can be granted directly (Dec. Pres. OJ 2013, 601).

The Legal Division has also the sole responsibility for entries, registra-
tions and deletions in the Register of Representatives (Art.134(1)) and for
assessment of the legal incapacity of a professional representative (Jgo1/86
hnz) (O] zo013, 600).

31 Part1  General and institutional provisions

Art.20(2) Decisions of the Legal Division shall be taken by one legally
qualified member.

1 Decisions of the Legal Division
Decisions of the Legal Division can be appealed before the Legal Board of
Appeal (Art.106(1) and Art.z1(2), see J1/78 as an example).

Art.21 Boards of Appeal

See for the implementation:

R.1za Boards of Appeal Unit and President of Boards of Appeal
R.12b Presidium of the Boards of Appeal

R.1zc Boards of Appeal Committee and Rules of Procedure
R.izd (Re-)appointment of members of boards

1 Competence of boards of appeal
Art.z1 governs the competence of the boards of appeal. The boards are re-
sponsitle for the examination of appeals from decisions of first instance de-
pariments and have jurisdiction to interpret the EPC. The boards have also
fLricdiction to refuse enforcement of legislation which has been defectively
=nacted, for example if passed by an insufficient number of contracting
states or delegations of the Administrative Council, or enforcement of a
Rule which conflicts with an Article in the sense of Art.164(2) (T315/03 1.5.8).

Aboard of appeal has the status of an internationally recognized judicial
authority, because its members are only bound by the EPC (Art.z3(3)), they
are appointed for a fixed term (Art.23(1)), their impartiality is safeguarded
(Art.z4), at least one of the members is legally qualified (Art.z1), they have
their own rules of procedure (R.12¢(2)) and they issue written, reasoned de-
cisions (R.10z) (G1/g7 t.5(c)).

Duties are allocated to the departments of second instance by the Presid-
ium of R.1zb(4), and not by the President. The Administrative Council can
delegate disciplinary matters against a professional representative to an ex-
isting board of appeal (R.12b(6)). However, until now these matters have
been dealt with by a separate board. The Rules of Procedure for the Boards of
Appeal are adopted by the Boards of Appeal Committee (R.12¢(2)).

Cases from examining divisions not handled by technical boards of ap-
peal as specified in paragraphs (3a) and (3b) of Art.21 are normally handled
by the Legal Board of Appeal (paragraph (3c)), €.g. a decision from an exam-
ining division consisting of fewer than four members and not relating to
the refusal of a patent application, the grant, limitation or revocation of a
patent, but for example to re-establishment (Gz/g0 r.3.2, adapted to the re-
vised wording of Art.z1(3)(a)). See Art.21(3):1.2 for an exception.

Art. 21(1) The Boards of Appeal shall be responsible for the examina-
tion of appeals from decisions of the Receiving Section, the Examin-
ing Divisions and Opposition Divisions, and the Legal Division.

1 Competence to examine appeals
The search division does not issue decisions. Hence, an opinion of the search
division, e.g. on lack of unity of invention, cannot be appealed. There is also
no possibility to appeal a decision of the President or a decision of a board of
appeal, because these decisions are not comprised in the exhaustive list of
Art.106(1).

Article 21
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caused by the introduction of new lines of attack by a new party. (Gz/o4,
r.z.1.z,r.z.2.2, hn.Ta; see also G3/97, r.2.2)

The EPO has the duty to consider the opponent status at all stages. The
validity of a transfer of opponent status may therefore be raised at all stages
during the proceedings, even for the first time in appeal. If the alleged oppo-
nent files an appeal, his status as opponent is not protected by the prohibi-
tion on reformatio in peius. If the board denies the validity of the transfer,
the opposition procedure has to be redone from the time of the transfer, this
time with an entitled opponent. (T1178/04)

Examples of universal succession are siuccession from a deceased person
and incorporation and merging of legal persons (T355/86; T349/86;
T475/88). G4/88 also allowed the transfer of opponent status to a third party
in a case where a company filed an opposition in the interest of a part of the
company without legal personality and subsequently transferred the assets
of that part to the third party. The opposition, which is an inseparable part
of the assets, must be regarded as transferable when the assets are transfera-
ble in accordance with the principle that an accessory object follows the
principal object. Hence, an opposition may be transferred as part of the op-
ponent’s assets together with the assets in the interest of which the opposi-
tion was filed. Case law has not extended the rationale of G4/88 to other
situations. See also Té70/95 and T711/99. In T74/00, it was held that, unlike
alegal transfer of an opposition, a transfer arising from the death of the op-
ponent need not be accompanied by any specific assets of the deceased. The
new opponent gains its status purely from being the heir of the previous
opponent.

Gz/o4 refused the transfer of opponent status to a third party where a
company filed an opposition in the interest of one of its subsidiaries having
legal personality and subsequently transferred the assets of the subsidiary
to the third party. Since the company in G4/88 was the sole legal entity and
could not file an opposition in the name of the part of the company, whereas
the company in Gz/o4 could file an opposition in the name of its subsidiary,
the Beard concluded that the two cases are essentially different. The Board
decided to interpret G4/88 restrictively and not to extend its rationale o
other situations because there was no overriding interest of the pariier ur
the public. (Gz/o4 1.2.2; see also Ty11/99, reaching the same con-lusion
based on G3/97)

The status of party may be transferred within the above henids at any
stage of the opposition and opposition appeal; the right t I61ge an appeal
may also be transferred (T563/89 r.1.1). The transfer must be substantiated
(T670/95). The previous party retains its rights until the required proof has
been provided (R.22(3); T870/92a). If a purported notice of appeal does not
indicate how a transfer of status has taken place, it is not the duty of the
Board of Appeal to investigate further (for example, by examination of ap-
propriate trade registers) to substantiate the transfer (T428/08). A transfer
may be to only one successor party to avoid other persons becoming party to
the proceedings after expiry of the time limits and without payment of fees
(T298/97 1.7.6).

The following precautions can be taken to avoid problems in a transfer.

- File the opposition or opposition appeal in the name of both the compa-
ny and the subsidiary if the latter has legal personality; the company can
withdraw from the opposition after the transfer (Gzfo4 r.2.1.2). See
T960/08 1.3.1 for necessary conditions and Tg/oo for a failed variant of
this precaution.

- Filethe opposition or opposition appeal in the name of the company asa
main request and in the name of the subsidiary as an auxiliary request
(G2/041.3.2; see e.2. T1877/08 1.1),
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- AsktheEPO foradvice before filing the oppositien or appeal, noting date
and persons contacted for later proof. In case the EPO refuses the trans-
fer, the principle of good faith may be invoked to correct the name of the
opponent (see Art.125:2).

- Filethe opposition and opposition appeal through a straw man as legally
accepted by G3z/gy, because any transfer of the straw man’s principal
need not be entered in the Register of the EPO.

WITHDRAWAL OF THE OPPOSITION
Withdrawal of an opposition does not directly end the opposition proce-
dure, as the opposition division may continue the proceedings of its own
motion in the public interest (Art.114(1) and R.84(2)). Moreover, the Division
must take a decision to be entered in the Register (R.143(1)(r)). (T197/88)

The opposition proceedings are also continued if one or more common
opponents withdraw from the opposition, since otherwise a single one of
the common opponents, not being the common representative, could of its
own motion end the opposition (Gz/99 r.13). The common representative
should notify the EPO of any withdrawal. A withdrawal of the common rep-
resentative should also be communicated to the EPO; the new common rep-
resentative must be appointed either by the remaining common opponents
or by application of R.151. See also R.151(1):2.

See also R.84 for surrender of the patent, death of the opponent and
withdrawal of the opposition during first instance proceedings and
Art.108:1 for withdrawal in opposition appeal.

Filing
PERIOD FOR FILING
Opposition can only be raised against a granted patent within nine months
from the publication of the mention of the grant under Art.o7(3) (Art.g9(1)),
not from the publication of the patent specification under Art.98. An oppo-
sition filed before the mention of the publication of grant of the patent is
not regarded as an opposition. In that case the opposition documents be-
come part of the public file and the opposition fee is refunded (D-1IV,1.1).
Since the nine-month period and the payment of the opposition fee are
regarded as essential requirements, they are provided in the Convention
and not in the Implementing Regulations.

FORMAL REQUIREMENTS
The notice of opposition must be in writing (R.76(1)) and signed (R.76(3),
R.50(3), D-111,3.4). It must be filed with an EPO filing office using a method
permitted under R.2(1). The notice may be filed e.g. by fax (R.2(1):6) or elec-
tronically (R.z(1):7), but not using Web-Form Filing (D-I1L,3.2).

The notice must be in one of the three languages of the EPO, not neces-
sarily the language of the proceedings (R.3(1)). Since the notice is a docu-
ment to be filed withina timelimit, it may also be filed in an official language
of a contracting state according to Art.14 if the opponent (not his represent-
ative, T149/8s) has his residence or place of business in that state or is a na-
tional of that state. In that case a translation in one of the three EPO
languages must be filed within the longer of one month from filing the no-
tice and the end of the opposition period (R.6(2)). Failing the time limit for
filing the translation cannot be corrected according to Art.121 or 122, be-
cause the opponent is not an applicant or proprietor (T702/89).

Article 99
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Procedure after filing
An opposition division is the competent department of the EPO to assess

the notice of opposition (Art.19(1)). It first assesses whether the notice of.op_-
position is deemed to have been filed or not, next it CXﬂmiI.ICS the :%dmlssr
bility of the opposition (Art.101(1) and R.77) and finally it examines thlc
allowability of the opposition, i.e. whether the invoked grounds for opposi-

2.3 OPPOSITION FEE AND LATE FILING 4
The opposition will be deemed not to have been filed until the opposition
fee has been paid (Art.99(1), second sentence). The amount of the opposition
fee is fixed in Rfeesz{1)10. A single opposition filed by two ot more persons
acting in common is admissible on payment of only one opposition fee
(G3/99 r.10). A late filing of the notice of opposition or a late payment of the
opposition fee cannot be remedied with Art.121, Art.122 or R.139, because an tion prejudice the maintenance of t_he patent (_Al‘t-lol(l))- o
opponent is not an applicant or proprietor as required by Art.121 and 122 The following four cases may arise from filing an oppos:tlon. o
and the acts of late filing and payment are not errors or mistakes in docu- - No opposition has been started, because thel notice of op_posmon is
ments as required by R.139. (T702/89 1.3, T323/87 1.5, T128/87 r.2) deemed not to have been filed, e.g. due tolate filing of the notice of oppo-
sition or late payment of the opposition fee. An already paid opposition
3 Notice of opposition deemed (not) to have been filed fee will be refunded. See Art.101{1):1 and D-IV,1.4.1. .
On receipt of the notice of opposition the EPO assesses whether the opposi- - An opposition has been startzef:l but not yet the procedure du_e to malgl
tion is regarded as filed on the basis of the received documents (D-1V,1.2.1). errors in the notice of opposition. The errors must be remedied accord-
Ounly after the notice is regarded as filed will the EPO assess the admissibili- ing to R.77(1) within the opl;‘)osinon tllﬂlﬂ hn%lt,.otherwlse .tl_le opposmori
ty of the opposition under Art.101. All cases where a notice of opposition is is inadmissible. The fee paid for an inadmissible opposition is not re
regarded as not filed can be derived directly from the EPC. See T765/08, 1. funded. See R.77(1):1 and D-1V,1.2.2.1. .
9-11for the legal status of a document deemed not to have been received. - An opposition has been started and a procedure has been started condi-

An opposition will be regarded as not filed if:

The opposition fee is not paid in due time (Art.99(1)), causing the opposi-
tion being deemed not to have been filed.

The notice has no signature (R.76(3) in conjunction with R.50(3)), or the
signature has not been provided in time, causing the notice being

tianally, because of small errors in the notice of opposition. The errors
roust be corrected according to R.77(2) within a period to be.set. by the
LPO (normally 2 months) (D-1V,1.3.2, 1.4.2), otherwise the notice is inad-
missible. See R.77(z) and D-1V,1.2.2.2. _

An opposition and procedure have been started according to Art.101.

deemed not to have been filed (D-IV,1.2.4(ii)). Further processing and
re-establishment are not available for the opponent. If, after invitation
by the formalities officer, it is provided in due time, the notice retains its
date of filing (R.50(3)). The reproduction of the signature on a notice of
opposition by fax will be accepted as signature (D-IT11,3.4). i

- Thenotice has been sent by fax and no confirmation copy has been filed
in due time after invitation, causing the notice being deemed not to have
been received (R.2(1); OF 2007 ses p.7 Art.7(2)).

- When the opponent is represented and the authorisation has not beer.
filed on invitation by the EPO within the time set (R.152(2)). The act ot
filing is deemed not to have been carried out (R.152(8)).

- The notice of opposition is not in an official language of the EPO accord-
ing to R.3(1) nor in an admissible non-EPO language ac-oiding to
Art.14(4), e.g. in Japanese. The opposition will be regarded as niot filed,
unless the opposition is filed in an admissible language Cafure the end of
the opposition period (Art.14(4)). Beware, R.6(z) does not apply to an op-
position filed in Japanese, because the filed opposition is not a transla-
tion relating to a document filed in an admissible non-EPO language
according to Art.14(4).

- The notice of opposition is filed in an official language of a contracting 1
state but the opponent is not entitled to use the language according to
Art.14(4). Hence, 2 notice of opposition in Dutch of a German opponent
is deemed not to have been filed, even if the opponentis represented by a
Dutch representative (Art.14(4); T149/85).

- The notice is filed in an admissible non-EPOQ language but the transla-
tion of the notice required under Art.14(4) is not filed within the longer
of one month after filing the notice or the end of the opposition period
(R.6(2)). Hence, the notice is regarded as not received (this applies to all
further documents entering the EPO) (Art.14(4)). (T193/87; D-1V,1.2.1(v))

Art. 99(2) The opposition shall apply to the European patentin all the
Contracting States in which that patent has effect.

Territorial extent of opposition N .
The opposition is in respect of all designated states. An oplyp?sumn filed in
respect of only some of the designated states is treated as if it were filed in
respect of all designated states (D-1,3). The outcome_ of Fhe opposition pro-
ceedings also applies to the extension states and validation states, based on
their national law (see Art.169:4 and e.g. O] 2016 As §17 for MoroF:cq)

The patent in opposition may have different claims, descrlpnon_ and
drawings for different designated states because of national prior rights
(R.138), European prior rights under EPC 1973 (see Art.54(3):3?, ora transfer
of the patent to an entitled third party for some but not all designated states

(R.18(z); R.78(2)).

Art. 99(3) Opponents shall be parties to the opposition proceedings
as well as the proprietor of the patent.

Parties to opposition proceedings )
In the formal examination by the formalities officer of the notice of opposi-
tion to assess whether the notice is deemed filed and admissible, the propri-
etor is not involved. This part of the examination is in fact ex parte (D-IV,3;
Empel no. 472). The subsequent substantive examination is ir.m?r partes.

If an opposition is withdrawn or finally rejected as inadmlsmblf:, th.e op-
ponent is no longer a party in the proceedings (D-L6). An assurned.u}frmger
who intervenes according to Art.io5 becomes party to the opposition prq—
ceedings. A third person who has filed an observation according to Art.115 is
nota party to the proceedings.
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Art. 99(4) Where a person provides evidence that in a Contracting
Stage, following a final decision, he has been entered in the patent
register of such State instead of the previous proprietor, such person
shall, at his request, replace the previous proprietor in respect of such
State. Notwithstanding Article 118, the previous proprietor and the

person making the request shall not be re joi i
garded as joint ¥
unless both so request. ’ proprietors

Art.118 Unity of patent
See for the implementation:
R.78 Procedure where the proprietor is not entitled

1 Opposition and entitlement procedure
If du.ring the opposition period or the opposition procedure a third person
Prowdes proof to the EPO that he has started court Proceedings seeking a
Judgement that he is entitled to the patent, the opposition procedure will be
stayed, unless the third person consents to continuation of the opposition
procedure (R.78(1)).

Th.e Protocol on Recognition, according to which entitlement decisions
of national courts must be recognized in all EPC Contracting States, applies
olnly to patent applications and not to patents. Therefore, a national deci-
sien on entitlement to a patent is not recognized by the other states desig-
nated in the patent on the basis of the Protocol. However, such a decision
can be recognised in the EU based on EU Regulation 1215/2012 and in most
EFTA countries based on the Lugano Convention.

When the entitled person has replaced the first proprietor for some but
not all designated states and the entitled person and first proprietor do not
request to become joint proprietors, there will be two apposition proce-
dures running at the same time before the same opposition division. This
a'llows the new proprietor to defend independently the part of the patent
right transferred to him against the opposition. In such a case, the outcome
of the opposition can be different for the respective states (see R.78(2)).

Art.100 Grounds for opposition

Opposition may only be filed on the grounds that:

(a) the subject-matter of the European patent is nint vatentable
under Articles 52 to 57; i

(b) the European patent does not disclose the invention in a man-
ner sufficiently clear and complete for it to be carried out bya
person skilled in the art;

(c) the subject-matter of the European patent extends beyond the
conteqt pf the application as filed, or, if the patent was granted
ona divisional application or on a new application filed under
Article 61, beyond the content of the earlier application as filed.

Art.5z Patentable inventions

Art.53 Exceptions to patentability

Art.54 Novelty

Art.55 Non-prejudicial disclosures

Art.56 Inventive step

Art.57 Industrial application

Art.61 Application filed by non-entitled person

Iil_lml_]“]“m“mmlnlnm S
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Grounds for opposition
The list of grounds for opposition in Art.i00 is exhaustive in view of the
word ‘only’ in Art.100.

The grounds for opposition must, in principle, be set outin the notice of
opposition. The EPO has restricted the possibilities for introducing new
grounds during the opposition procedure, i.e. after expiry of the o-month
opposition period (see R.76(z)(c):3). Sce R.76(2):4.3.3 for a discussion what
grounds are regarded as separate grounds.

PATENTABILITY (ART.100(A))
The ground of Art.100(a) applies if the subject-matter of the claims of the
patentas granted is considered not to be an invention under Art.5z2, if it falls
under one of the exceptions to patentability (Art.53), if itis not new (Art.54),
if it does not inveolve an inventive step (Art.s6) or if it is not susceptible to
industrial application (Art.57). The opposition procedure is especially suita-
ble for revealing unpatentability in view of oral disclosure or prior use.

A notice of opposition indicating only national prior rights is inadmissi-
ble, because these rights are not European prior rights within the meaning
of Arr.5:4(3) and are accordingly not comprised in the state of the art; they
comy therefore, not support the ground of Art.i0o(a) (D-1ILs; T550/88 hni
and/nnz). Nevertheless, during the opposition proceedings the patent may
ve amended in view of national prior rights (R.138, H-11,3.3, see also R.80).

DISCLOSURE (ART.100(B))
Art.ioo(b) relates to not compliance with the requirement of sufficiency of
disclosure of Art.83.

If an embodiment of the invention is not sufficiently disclosed, that em-
bodiment should be deleted from the patent. If the proprietor does not re-
moveit, the embodiment itself cannot be revoked, because the EPO can only
decide on the patent in the text submitted or approved by the proprietor
(Art.113(2)); in this case the entire patent has to be revoked.

EXTENSION (ART.100(C))
Art.aoo(c) corresponds to Art.azz(z) and provides a sanction in case the
claims of the patent lack basis in the application as filed, and for a patent
granted on a divisional application also in case the claims as granted lack
basis in the earlier application as filed (Art.76(1)).

If the application as filed is in a non-EPQ language, the claims as granted
must have a basis in the application as filed in the non-EPO language
(Art.70(z)). The opposition division may assume that the translation of the
application filed during the grant procedure is correct (R.7), unless evidence
to the contrary is provided, for example by the opponent (D-V,6.1).

Invalid grounds for opposition

Other grounds than those of Art.100 cannot be used in the notice of opposi-

tion. Examples of invalid grounds:

- Theclaims do not comply with the unity requirement of Art.82 (T162/85
r.g; see Art.82:3).

- The claims are not clear and concise in the sense of Art.84 (see Art.84:4
and T4og/91 for the relation between Art.83 and Art.84). Art.84 was not
included as ground of opposition, because the other grounds for opposi-
tion were regarded adequate to deal with these issues and clarity objec-
tions would delay the opposition proceedings too much (Travaux
Préparatoires EPC 1973, see G3/14 1.69).

Article 100
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3 Preparation of the examination
If the opposition is regarded as admissible, the formalities officer will start
the_ preparation of the examination and will invite the parties to file obser-
vanon‘s regarding the opposition. The formalities officer will first invite the
proprictor to file his observations and any amendments to the patent
(R.79(1)). The amendments must comply with R.80. The EPO forwards the
response of the proprietor to the opponent and invites him to reply, if con-
51deref1 expedient (R.79(3)). The dossier is subsequently forwardeti to the
opposition division. During the examination the EPO may invite parties to
reply on specific issues (R.81(z), (2).
_ The usual period for responding to communications under R.yg and 81
is four months for matters of substance and two months for other matters.

This perieds may be extended i
e g E_VHLyI & exceptionally on a reasoned request (see
4 Acceleration of the procedure
The total time needed for a decision in straightforward cases
from expiry of the opposition period (OF 2016 A43).

The processing will be accelerated if an infringement action is pending
before a.national court of a contracting state and a party to the opposition
proceedings files a reasoned request with the EPO or the national court in-
forms .the EPO. The EPO will make every effort to issue the next procedural
step erhin three months from the request. The parties should cooperate in
irﬁa:‘lnng thlefir submissglon promptly and in full. Extension of periods above

hormal four months wi i i i
it will be granted only in exce ptional, duly substanti-

]::'1..11'th61‘ reasons for acceleration are given in D-VII,1.2, e.g. where the op-
position proceedings are of a considerably longer duration than usual. The
PACE program is not applicable in opposition (O] 2015 Ag4 §g)

is 15 months

Extent of substantive examination

The egt;nt of the substantive examination is restricted by the extent of the
opposmor_l stated in the notice of opposition according to R.76(2)(c). The
grougds g_wen in the notice of opposition define the legal framework ¢f vhe
exzu.nmatlon. Addition of grounds during the procedure is restricted as sét
outl1r_1 R.76(2):4. Facts and evidence should be provided in the natice of op-
position (R.76(z)(c)). If filed later, they may be disregard-a (Art.114(2);
R.76(2):4.3). Amendments of the patent made during the o;pu 91ti0n'proce:
dure are open to all possible objections according to Art.101(3).

".[]EIC opposition division is not obliged to consider all the grounds for op-
POSIEIOI‘I referred to in Art.100. The examination of grounds for opposition
is guic}ed by the following principles developed by the Enlarged Board, The
q pposition division is obliged to examine only those grounds for opposition
listed ?n the opponent’s statement under R.76(2)(c). In addition to this, the
0pp951tion division may in accordance with Art.114(1) examine of its Jown
motion any ground for opposition under Art.100 not invoked by the oppo-
nent where said ground is relevant and prejudices the maintenance of the
European patent, (Gio/91 hi.2)

The practice of the office is to consider mainly the grounds set out in the
notice of opposition, following Gio/g1 and laid down in Art.101(1) and
R.81(1). However, the EPO will not be very strict in restricting the grounds to
those of the notice of opposition; it will make an effort to consider as many
grounds as possible as compliant with a fast procedure.
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6 Substantive examination of the opposition
The substantive examination of the opposition must be carried out in ac-
cordance with R.81. Chapter D-V of the Guidelines gives details of the exam-
ination of the grounds of Art.100.

The patent may be amended only when the amendments are occasioned
by grounds of Art.100 (R.80). The amendment may not extend the sub-
ject-matter of the patent beyond the original disclosure (Art.100(c)) nor ex-
tend the protection conferred (Art.a23(3)). It is permissible to replace a
granted single independent claim by two or more independent claims, if
thisis the mostappropriate response to the grounds of opposition (Tz63/05).
Subject matter in the description of the application which was deleted dur-
ing prosecution as no longer relevant to the claimed invention will not gen-
erally be allowed to be reinstated during opposition (T684/0z).

If parties in an opposition procedure take different views, the burden of
proof is on the opponent (T219/83). If the opponent proves that the teaching
of the patent does notlead to the claimed result and the opposition division
shares this view, the proprietor must prove to the contrary (F-1IL4).

According to Art.101(1) and R.79(1), the proprietor has a right to file ob-
servaticns on a notice of opposition. Any further observations of parties are
onlv admissible if the opposition division deems them necessary and expe-
21=n_. This is in the interest of the efficient conduct of the opposition pro-
c2cdings. The parties must follow the guidance of the opposition division,
and not proceed of their own motion. (T295/87)

The opposition division may invite parties to file further observations to
clarify issues. All communications and replies thereto are communicated to
all parties (R.81(2)). The proprietor will be invited, where appropriate, to file
amendments to the patent (R.81(3)). To comply with the requirement of
Art.113(1), any communication to the proprietor will contain a reasoned
statement, covering all grounds against maintenance of the patent, where
necessary (R.81(z)). Oral evidence may be taken (Art.iy, Raiy, D-VLi;
E-IV,1.2 and 1.4) or an additional search may be carried out, where necessary
(D'VI,S)-

The format of the documents sent to the EPO must comply with R.35-50
according to R.86; for example the documents must be signed (R.50(3)).

The period for filing the observations is normally fixed at four months
(D-VL3.1 & E-VIIL1.2(ii)), which may be extended on request to six months
(E-VIIL1.6). No direct loss of rights occurs when failing the time limit fixed
for filing observations in epposition proceedings (Gifgo r.8). The EPO re-
gards submissions and requests from parties as received in time when they
have been filed before closure of the proceedings (see Giz/91 hn); however,
facts and evidence may be disregarded under Art.114(z) when not filed in
due time (E-VIIL1.8, similar to R.83, second sentence). To speed up the pro-
cedure, the EPO may send the proprietor a courtesy reminder if he has not
filed observations in due time; if the proprietor does not respond to the re-
minder, the proceedings will be continued without his observations.

Oral proceedings are being held if requested by a party or considered ex-
pedient by the opposition division (Art.116(1)). The parties will be sum-
moned in accordance with R.115(1) and their attention will be drawn to the
points to be discussed (R.116). The conduct of oral proceedings has been set
outin Art.116:3.

Art. 101(z) If the Opposition Division is of the opinion that at least
one ground for opposition prejudices the maintenance of the Euro-
pean patent, it shall revoke the patent. Otherwise, it shall reject the
opposition.
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2 Revocation of the patent

_II;he patent will still be revoked in s pite of the Division’s favourable opinion

if:

1 The fee for publishing the new batent specification has not been paid in
3 r,lnonths (R.82(2)), nor has the fee far publishing with surcharge been
paid within 2 months of notification of the failure to pay (R.82(3))

2 Thetranslations of the amended claims in the other two languages of the
EI.’O have not been filed in 3 months (R.82(2)), nor have they been filed
with surcharge 2 months after notification (R.82(3)).

3 No newt representative has been appointed within 2 months after an in-
terruption of the proceedings because of death or legal incapacity of the
representative (R.142(1)(c)), while representation is necessary accordin
to Art.133(z). (R-142(3)(a)) ¥

The.propnetor can remedy failure to meet the above time limits with re-es-

tablishment (Art.122), Further brocessing is not available because the peri-

odsdo notrelatetoa patentapplication but to a patent. ’

Art.102 (deleted)

Art.103 Publication of a new specificati
patent pecification of the European

If the European patent is maintained as amended under Article 101
garagraph 3(a), the European Patent Office shall publish a new speci:
cation of the European patent as soon as possible after the mention

of tlle (3] osition de 1S10N nas bee]l ub]ISllEd 1 tll Eut opean Pat
€ P

Arta01(3)(a) Maintenance of the patentin amended form
See for the implementation

R.87 Contentand form of the new specification

1 Publication

The Words ‘as sopn as possible’ in the provision indicate that iti< notalways
technllcally possible to publish the new specification on the s410e @ ay as the
mention of the opposition decision is published in the Builatin \OJ 2007 se4

(EN) p.112). The new specification is i i i
- published in electroni -
e ik cform (R.87 refer

Art.104 Costs

1 General

Each party to proceedings pays its own costs unless the opposition division
ordersa differentapportionment of costs (Art.104(1)), where one party hasto
pfay some or all of the costs incurred by another party. For example, the divi-
sion may {_)rder an opponent to pay to the proprietor the costs inc,:urred by
the proprietor for attending oral proceedings. A cost apportionment is
glvenl where reasons of equity demand 50, i.e. for reasons of fairness. Since
the different apportionment is the only exception in the EPC to the I;rinci—
ple_ that each party pays its own costs, there is no room for a practice that the
losing party reimburses the costs of the winning party.
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Art. 104(1) Each party to the opposition proceedings shall bear the
costs it has incurred, unless the Opposition Division, for reasons of
equity, orders, in accordance with the Implementing Regulations, a
different apportionment of costs.
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Reasons for apportionment
A decision to apportion costs differently requires special circumstances such
as improper behaviour which make it equitable to award costs against one
of the parties (T170/83). A cost apportionment can be given in case of con-
duct of a party which is not in keeping with the care required to assure the
effective exercise of the rights involved or which stems from culpable ac-
tions of an irresponsible or even malicious nature (T765/89). Since appor-
tionment of costs is a matter of equity, no absolute rules can be given for
when a cost apportionment is justified or not. Costs may even be appor-
tioned against the winning party ; e.g. in case a prior art document is filed
late by the opponent without justification and the revocation of the patent
is based on that document, a cost apportionment may be given against the
opponent.

Art.a5(1) RPBA gives a few examples where a different apportionment of
costs may be given in appeal: amendment of a party’s case, extension of a
perind, acts or omissions prejudicing the timely and efficient conduct of
ordl proceedings, failure to comply with a direction of the board, abuse of
procedure. Additionally, the requirement of equity of Art.i04 must of
course be complied with.

Examples from the Guidelines and case law:

- The proprietor requests revocation of the patent (see Art.99(3):1) just be-
fore the proceedings and it was already clear that the proprietor had no
case when the summons were issued. The unnecessary costs for prepar-
ing oral proceedings incurred by the opponent may be charged to the
proprietor. (see D-1X,1.4)

- Relevant facts and evidence, including prior art, are submitted at a late
stage without a good reason (T117/86); the same applies for requests.

- Notification just prior to the oral proceedings that a parcy will not ap-
pear and the non-attendance renders the oral proceedings unnecessary
(To37/04 r.5.2). A different apportionment may not be appropriate in
cases as sudden serious illness. A party summeoned to oral proceedings
has the equitable obligation to inform the EPO as soon as he knows that
he will not be attending (Tz1z/o7).

- Culpably making inaccurate or false statements, thereby requiring the
other party to incur cost for gathering further evidence (Tg52/00).

Apportionment of costs cannot be based on withdrawal of an appeal, be-

cause such withdrawal is an absolute right. Based on the principle of free

party disposition, this right may not be restricted, not even implicitly by the
threat of costapportionment (T490/05). The Board can decide onapportion-
ment of costs even after withdrawal of the (sole) appeal (T765/89).

Art.104(z) The procedure for fixing costs shall be laid down in the Im-
plementing Regulations.

See for the implementation
R.88 Procedure for fixing cost

Article 104
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1 Procedure

The procedure for fixing costs has been set out below for the opposition di-

vision. Boards of appeal can also apportion costs according to Art.a04(1) and

also fix the costs under Art.104(z) directly in appeal (see e.g. Tozo/9z r.4.1

and Tg34/91 hnt). They derive such power from Art.111(1), second sentence.

Adecision of a board fixing the costs cannot be appealed (T934/91 hnz).
The procedure for apportioning and fixing costs involves the following

three steps.

1 Thefirst step in a cost apportionment is a decision taken by the opposi-
tion division under Art.104(1) which orders an apportionment of costs
different from the one where each party pays its own costs (R.88(1)). The
EPO may take such a decision of its own motion or on request of a party
(D-IX,1.2). The decision states which costs are differently apportioned.
See R.88(1) for the kind of costs that can be taken into consideration. The
costs ordered to be paid may be all or part of the costs incurred by the
party, e.g. 75% of the opponent’s costs for attending oral proceedings.
The actual amounts are determined in the second step.

A Board may express the costs ordered directly as a specific amount
(Art.16(2) RPBA). The decision appertioning costs cannot be the sole sub-
ject of an appeal (R.g7(1)).

2 Inthe second step at least one party requests the opposition division to
fix the actual amount of the costs to be paid under the above decision
apportioning them (R.88(2)). The request may only be filed after the deci-
sion apportioning the costs has become final (R.88(2)), i.e. after any ap-
peal, or unavailed appeal period, and directly if the decision cannot be
appealed under R.97(1). The request must be accompanied by a bill of
costs and supporting evidence (R.88(2)). A formalities officer with spe-
cialist knowledge examines the credibility of the costs (R.88(2)), fixes the
costs and notifies the parties (D-1X,z2.1).

3 The third step provides the possibility for a review by the opposition di-
vision of the costs fixed by the formalities officer, The party desiring such
areview must file a reasoned request for a decision by the opposition di-
vision and pay the prescribed fee within one month of the communica-
tion on the fixing of costs (R.88(3)). The opposition division takes its
decision without oral proceedings (R.88(4)). The decision is appealable,
but only if the amount of the costs exceeds the amount of e 2 ppeal fee
(R.97(2)). It is not clear whether the amount of the cosis relaves to the
total amount to be paid by a party or the amount whick is in dispute.

Art.104(3) Any final decision of the European Patent Office fixing the
amount of costs shall be dealt with, for the purpose of enforcement in
the Contracting States, in the same way as a final decision given by a
civil court of the State in which enforcement is to take place. Verifica-
tion of such decision shall be limited to its authenticity.

1 Enforcing payment

Art.104(3) provides means to enforce payment of the apportioned costs.
Since the EPO cannot enforce payment from an unwilling party, the final
decision by the EPO is given the same status as a national decision, allowing
enforcement under national law. The decision referred to also covers the
final fixing of the costs by the opposition division, according to D-1X,3. A
party that wishes to enforce payment under national law should request a
review of the fixing of the costs, because only such a review results in a deci-
sion that will have national effect.
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Art.105 Intervention of the assumed infringer

_--l’.II-;--_f

General .
The purpose of Art.105 is to safeguard an assumed infringer as far as possi-
ble against costly and time-consuming revecation proceedings before vari-
ous national courts by relying on the centralised procedure before the EPO
aslongas itis within the competence of the EPO to deal with the quest_ion of
validity of the patent concerned. Because the g-month opposition period of
Art.99(1) has often lapsed before infringement court proceedings are sta_lrt—
ed, Art.105 gives the assumed infringer a period to intervene in a pendmg
opposition procedure or pending opposition appeal procedure concerning
the patent (Gi/g4); after a valid intervention the intervener is treated as an
opponent, The intervention may be based on any ground for o ppos.mon
under Art.100, even a new ground (Gi/94). A new ground raised by an inter-
vention during appeal proceedings may cause the case to be remitted to the
first instance (G1/94 r.13). The intervenor cannot challenge any board of.ap-
peal decision taken in the opposition and which has become final at the time
of the intervention (T694/01 hn).

Art.1050) Any third party may, in accordance with the Implementing
Regulaiions, intervene in opposition proceedings after the opposi-
tic:: period has expired, if the third party proves that

N
(e

(b)

proceedings for infringement of the same patent have been in-
stituted against him, or

following a request of the proprietor of the patent to cease al-
leged infringement, the third party has instituted proceedings
for a ruling that he is not infringing the patent.

See for the implementation:
R.8¢g Filing of notice of intervention

Person and time limit for intervention
An alleged infringer must file the notice of intervention within three
months (R.89(1)) from the institution of the first action between him and the
proprietor, and pay the opposition fee in the same period (R.Sg(z)).The first
action is either proceedings for infringement instituted by the proprietor or
proceedings for a ruling on non-infringement instituted by the alle.ged in-
fringer (Art.1o5(1Xa) and (b); T296/93 hn). In the former case the servingof a
writ under national law, making the alleged infringer aware of the proceed-
ings, is regarded as the institution of the proceedings from Wll'liChl tl:le thrlee—
month period runs (T694/o01, r.2.3). Likewise, for an interim Ln)upctlpn
granted in ex parte proceedings, i.e. without the alleged infringer being in-
volved, the date the order is served on the intervener is regarded as the trig-
ger for the period, on the basis that the intervener is not aware of the ex
parte proceedings until service of the order (T452/05 r.1.2). '
Under Art.105(1)(b), the intervener must show both that he has received
a ‘request’ of the proprietor and that this demands the intervener to ‘cease’
infringement. A criminal complaint against the alleged infringer may also
be accepted as a trigger (T1713/11 t.2). Mere warnings of infringement and
threats of legal action are however insufficient (T'887/04 1.2.1). National law
determines whether the proceedings for a non-infringement ruling are to
be instituted before a court or before another body (O] zoo7 se4 (EN) p.114).
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1.1 INTERVENTION DURING OPPOSITION PROCEEDINGS

According to Art.105(1) a third party may intervene ‘in opposition proceed-
ings’; hence, opposition proceedings must be in existence at the time of fil-
ing the intervention (G4/91 hni1). The intervenor must pay the opposition
fee (R.89(z)).

An intervention filed before expiry of the g-month opposition period
will be regarded as a normal opposition according to Art.gg.

After the intervenor has complied with all requirements of Art.105, his
status corresponds to that of an opponent under Art.99. In particular, he is
entitled to file an appeal under Art.1oy, first sentence, or participate in an
appeal as party as of right under Art. 107, second sentence. A valid filing of
the appeal requires that the intervenor pays the appeal fee as required under
Art.108. (G3/04 1.4, 10, 11)

The above intervenor has an independent right to continue the proceed-
ings in case all other oppositions are withdrawn. The intervenor who has
filed an appeal also has the right to continue the appeal proceedings on his
own when the other appellants have withdrawn their appeals. (Gz/o4 r.10)

1.2 INTERVENTION DURING TWO-MONTH APPEAL PERIOD

If the intervention is made after the decision terminating the opposition
proceedings has been issued by the opposition division but before the expi-
ry of the two-month appeal period, and the decision is not appealed, then
the intervention is inadmissible because there are no pending proceedings
as required by Art.105(1) (G4 /91 hn.TV). The decision is regarded asissued in
written proceedings on the day the decision is handed over to the EPO post-
al service (T631/94, G12/91, notes ante R.111). An intervention filed after the
announcement of the decision of the Opposition Division in oral proceed-
ings, but before the notification of the written decision, was held in T791/06
to be filed in the appeal proceedings, not in the opposition proceedings. If
the decision is appealed, opposition proceedings are still pending and the
intervention is admissible (G4/911.6; D-VIL6).

1.3 INTERVENTION DURING APPEAL PROCEEDINGS

An intervention filed during pending appeal proceedings is admissiisie, as
the term ‘opposition proceedings’in Art.105(1) also includes subsequentap-
peal proceedings (G1/94, following T338/89, overruling T390/40).

According to Art.107, the entitlement to appeal is restri ced o parties ro
the first instance proceedings that led to the decision unaer appeal. A party
thatintervened during the appeal proceedings has notbeen party to the first
instance proceedings, and, hence, has no right to appeal; he becomes party
as of right. If the sole, or each, appeal are withdrawn, he may not continge
the proceedings and the appeal proceedings are terminated for all parties as
regard the substantive issues, including any new grounds raised by the in-
tervenor. (G3/o4 1.6, 10)

The question of the independent right to continue was also referred in
G4/o3, but the proceedings have been terminated because of the withdrawal
of the remaining intervention in the referring decision (OJ 2004 p.542).

If the precise time of filing on the same day of the sole a ppellant’s notice
of withdrawal of appeal and a notice of intervention can be established,
their chronological order must be taken into account (Tsi7/97). Withdrawal
of an appeal is a procedural act which has imumediate effect; its effect is not
postponed to midnight of the date of filing (T517/97 1.4).

Art. 105(2) An admissible intervention shall be treated as an opposi-

L e

265

PartV  Opposition and limitation procedure

Formal requirements for notice of intervention . o .
A valid intervention requires the filing of a notice of mterventlon_ 1r1_c]ud1lng
the proof of institution of the proceedings (Art.105(1)), an ad.rmsable_, ie.
written and reasoned notice of opposition and pgyment of the oppos1t_10hn
fee (R.89(2)), all before the end of the 3 month period (R.8g(1)). Be-establ}s h-
ment after failing this period is not possible, becau§e re—estabhshrm_ent isin
principle only available for an applicant and proprietor, not for an interve-
ﬂOl"-thn the intervention is filed during pending appe.al proceefil.ngs, 1—?‘0
appeal fee need be paid, because the EPC has no provisions reqmrting t l.f
(G3/o4 r.11; overruling Tio11/92 and T517/97 1.2). Note, that R.89(z2) does re_
quire payment of the opposition fee in such a case _(G3 /o4 r.5). The interve
nor becomes party as of right in the appeal proceed1ng5_(G3/o4 r.6). )
Although the intervention is treated as an oppos.mon, as an exccpt.ion
the opposition division may dispense with forwarding some co_mmumca—
tions and invitations to the intervenor (R.79(4), DTIVf,s.G). The intervenor
can obtain copies of these documents by file inspection.

Art. 1054 Request for limitation or revocation

Z;tl.lf;;;-c provide for a central limitation and revocatic_)n of European pat-
ents by an administrative procedure before the EPO. An 1mprrtant r.ea.SS)n tc;
introduce the limitation procedure in the EPC 2000 was the 1mpos§1p111ty [}
a central review of the patent by the proprietor after sclf—opposltmln was
prohibited by Go/93. The examining division is competent to take decisions
in the limitation and revocation procedures (R.g1). "
Art.1o5a—c are applicable to European patents already granted a_t the
time of EPC zooo entry into force and to European patents granted in re-
spect of European patent applications pending at, or filed on or after that
ime. 2007 Se4. (EN) p.118) ) ]
ﬁm;h(f {imitZtizi (pro)csla)dure is designed to avoid costly national _dlsputes
over the validity of a European patent and to cnhal_lce legal certainty. The
procedure may be useful where relevant prior art is discovered after grantf of
the patent, or the patent is granted with too broad. a scopola. A regues; ?r
limitation must include amended claims that copstn:ute_ a 1_1m1ltat1on vis-a-
vis the claims as granted or amended in opposition or 111:.111tat1on proceed-
ings (R.95(2)). The limitation may relate to a dependent claim only (D-X,4.}31).
The amended claims may be tailored to products that have come on the
market. It is not permissible to introduce non-limiting amendr_nel:tts }n thi‘
description or in the claims that are not a cons_equence of the hrmt_anon 0
the claims, e.g. tidying up unclear claims, making amfandr_nent.s to 1mpr0_ve
the patent or cosmetic changes. Adding depenFlent claims is neither Permjl;
sible if not directly caused by the limitation introduced in the claims. (D-
X,4:f3]ie provisions also create a centralised revoc_ation procedure. Th-e revo-
cation has ex tunc effect. The revocation proceedings allpw the proprlietor to
react immediately in the case of controversial psjlt_ents in technolo_gles that
attract a good deal of public interest, thereby limltllng dmage to his reputa-
tion. Another reason for central revocation is to minimise the .costs for pro-
prietors without sufficient funds to defend their patents in numerous

national proceedings.
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ﬁé'tr el‘?gﬁgé é&;: ]gh?_requzs; of the proprietor, the European patent may
€ limited by an amendment of the clai
shall be filed with the Eur, o
opean Patent Office in accord i
Implementing Regulations. I o s boa e
) 1tin . It shall not be deemed to
until the limitation or revocation fee has been paid naveeen il

See for the implementation:

R.90 Subject of proceedings

R.91 Competence of the examining division
R.9z Requirements of the request
Rfeesz(1)i0a Limitation and revocation fee

1 Requirements of the request
;J;Sleg Art.mia(]i} a European patent may be revoked or limited (by an
ndment of the claims) at the request of the propri j
! broprietor, subject to pay-
;rljle;g 2111 a fte?). Ri.i_ciz ;ets out the criteria for admissibility. In particular 211) ri
ust be filed in writin g i ing i i .
: i g (R.92(1)). Electronic filing is possible (see
Whle“?ee request 'must inclu.de details of the patent proprietor (R.gz(z)(a)).
4 a pat.ent is held by different proprietors in different states, details of
€se proprietors and evidence that the requester is entitled to act on thei
behalf must also be included (R.92(2)(c)). =
The patent number must be identi i
_ entified, and a list of contracti i
which the patent has effect given (R. 92(2)(’13}) cngsatesin
The amended claims, and wh 4
; L ere appropriate descripti i
must be given (R.9z(2)(d)). ’ priom and drawings
. R.bgo rillakesb clear that only the patent as granted or amended by the EPO
ay be the subject of limitation or revocatio i
_ n proceedings. Amendments
;Illta}tl:le before nanon_al courts or patent offices will not be taken into account
ordecﬁghbﬂlle pr(})lpnetor may of course request limitation before the EPO ir;
0 bring the European patent i i i
ot D patent into line with amendments made na-
- The flquest is deemed not filed until the limitation Or revocation fea has
en paid (Art.105a(1)). The amount of the limitation and revocation 1=

fixed in Rfeesz(1)10a. e
A request for revocation or limitati i
o or limitation may be withdrawn at any time (D-

Art. 105a(2) The request ma i
¢ . y not be filed while oppositi
Ings in respect of the European patent are pendinl;.p PR el

See for the implementation:
R.93 Precedence of opposition proceedings

1 Precedence of opposition proceedings
g;t.;(_)sa(z) governs the relation between the limitation procedure and op
sition proceedings. The priority it gi iti )
1 proc glves to opposition proceedi
vents limitation procedures oc i & been
curring where opposition has alr
] ; eady been
i;,dgeqé'm thllil Ica.se, the request is deemed not to be filed (R.93(1)) Wtferc an
position is filed while limitation proceedi i -
s edings are pending, the limitati
. lon. pre ation
p_roceedmgs Fermmate and the limitation fee is refunded (R.gjs(z)) If revoca-
tion proceedings are pending, the revocation continues,
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The European limitation procedure does not however take precedence
over national proceedings (revocation proceedings in particular). Where
parallel cases do occur, the national proceedings can be stayed or continued
in accordance with the provisions of the relevant national law. Where na-
tional proceedings resulting in limitation have already been concluded, the
limitation can be extended to further contracting states via European limi-
tation proceedings. It is also emphasised that limitation of a European pat-
ent in proceedings before the BPO does not preclude further limitation in

national proceedings. (O] 2007 se4 (EN) p.116)

Art.105b Limitation or revocation of the European patent

Art. 105b(1) The European Patent Office shall examine whether the
requirements laid down in the Implementing Regulations for limit-
ing or revoking the European patent have been met.

See for the implementation:
R.94 Fej=ction of the request as inadmissible

1 ‘ZExczaination of the request
Gider R.94 the requirements of R.g2 are examined, and any deficiencies
noted. The requester will be notified to correct any such deficiencies within
a period to be fixed by the EPO. If they are not corrected, the reguest will be
rejected as inadmissible. If admissible, the proceedings progress to the next
stage.

The limitation procedure requires the EPO to examine whether the re-
quirements laid down in R.gs for a requested limitation or revocation have
been met. With limitation, this means in particular establishing whether
the requested amendment of the claims actually limits the patent or is de-
signed to protect something else, and whether the requirements of Art.84
are met. Here too, moreover, the EPO has to apply the Convention’s relevant
general rules of procedure, in particular Art.i23(z) and (3) EPC. The EPO is
not required to examine whether the aim of the limitation - e.g. delimita-
tion with respect to a particular prior art- is achieved, or whether the subject
matter of the limited patent is patentable under Art.52-57 EPC.

In the event that the requirements of R.gs are not met, the examining
division will offer one opportunity to correct deficiencies and to offer fur-
ther amendiments to the claims (and description and drawings, if appropri-
ate). The time limit is to be specified by the division (R. 95(2)).

Art, 105b(2) If the European Patent Office considers that the request
for limitation or revocation of the European patent meets these re-
quirements, it shall decide to limit or revoke the European patent in
accordance with the Implementing Regulations. Otherwise, it shall
reject the request.

See for the implementation:
R.95 Decision on the request

Article 105b
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If the deficiencies are not remedied within two months of notification of
the invitation, no filing date will be accorded and the application will not be
dealt with as a European patent application (Art.go(2), R.55). The Receiving
Section informs the applicant by means of a R.112(1) communication; if the
applicant regards the communication as inaccurate, he may ask for an ap-
pealable decision. Further information on the filing date requirements and
correction can be found in the notes to R.40.

The two-month period of R.55 is not extendable under R.132, because it
is notan office time limit. R.135(z) excludes the two-month period from fur-
ther processing. Re-establishment (Art.122 and R.136) is possible. The estab-
lished practice of the Receiving Section is to accord a date of filing
corresponding to the last day of the two-month period of R.55 where re-es-
tablishment is granted.

Instead of applying for re-establishment, the applicant may file a correct-
ed application, provided the date of filing is not critical. This remedy is
cheaper than re-establishment and does not have the uncertainty of re-es-
tablishment. Any fees paid in respect of the earlier application will be re-

funded as lacking legal basis (A-IL4.1.4).

R.56 Missing parts of the description or missing drawings

Implementation of: Art.90(4)
EPC1973: R.41+R.43

Correction of missing parts by later filing

The purpose of R.56 is to correct parts of the description or drawings that
are missing in the filed applications, caused by e.g. faulty fax transmission
or received only after midnight. It implements Art.5(6) PLT. The provision
should be used for correcting true errors and not for amending the applica-
tion after filing by incorporating specific parts from an earlier application,
the priority of which may even have been added after the date of filing (43-
1V,2.2; Jz7/10 hn.1).

If during the examination on filing the EPO finds that any pacts of the
description or drawings appear to be missing, it will invite th= applicant
under R.56(1) to file these parts within two months from in\itarion. The ap-
plicant may also file missing parts of his own motion wihin tvo months of
the date of filing (R.56(2)). The application will be re dared to the date of
receipt of the missing parts (R.56(z)). The applicant may withdraw subse-
quently filed parts of the description or drawings in order to retain his orig-
inal filing date (R.56(6)).

If the application claims priority and the missing part of the description
or drawings was completely contained in the priority application, that miss-
ing part may be included in the application without loss of the original date
of filing, provided the requirements of R.56(3) are met. (Spec. Ed. 1 of OJ
2003, P. 159)

R.56 refers only to missing parts of the description and missing draw-
ings. Hence, inclusion of claims from a previous application using R.56 is
not permitted. See A-1V,5.1 for a missing sequence listing. R.56 cannot be
used to amend or replace originally filed documents; it can only be used to
supplement missing parts of the description and missing drawings (Jis/iz
r.4). However, in a case where the drawings filed with the application were
obviously incorrect, the applicant was allowed to file a new set of drawings,
because there was no doubt that the drawings referred to in the description
were missing; the drawings filed with the application remained part of the
application, thereby avoiding the prohibited replacement of the drawings
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(Jz/12 r.10, 11). R.56 cannot be used to add drawings of proper quality, be-
cause the original low-quality drawings were not missing (Jiz/14 £.7). o

The ‘content of the application as filed’ for the purpose of determining
extension of subject-matter under Art.123(z) includes missing parts of the
description and missing drawings allowed under R.56(3) (H-IV,2.2.2).

Where the applicant has filed missing parts, the publication under
Art.93 contains the description, the claims and any drawings_ as filed
(R.68(1)) and any late-filed missing parts of the description or drawings, pro-
vided that these were not subsequently withdrawn (A-VI,1.3).

2 Correction of missing drawings under R.139 .

since R.56 does not exclude application of R.139 (J4/85), an applicant may
try to insert a missing drawing or replace one or more erroneously filed
drawings by way of a correction under R.3g, second sentenf:e, without
re-dating the application. The applicant must prove that the skilled persfon
would have derived the correction from the application at the date of filing
(‘obvious’ in the sense of R.139) and that the application conr:ain.ed the mat-
ter of the correction already at the date of filing (no extension of s:ub-
ject-matrer as required by Art.123(z2), G3/89). The disclosure of the draw1lngs
inzuriority document may not be used as evidence, making the.pro.of diffi-
;ujf‘{Gsf 89 1.7, G11/91 1.7; H-IV,2.3.5). The description of the apphcaqon may
beuseful as evidence, if it discloses a good portrait of the drawings. Since the
correction may not add new subject-matter to the application, the useful-
ness of adding a drawing under R.139 is doubtful.

A request to add a drawing by way of correction under R.139 should be
accompanied by an auxiliary request either to add the c_irawing gnd re-date
the application or to delete the references to the missing dr_slwmgs qnder
R.56. In cases where the decision on the request for correctmn_ requires a
technical examination, the Receiving Section must leave the decision to the
examining division (J4/85). The publication of the application will not be
delayed by this procedure (J4/85).

R.56(1) If the examination under Article g0, para'lgraph 1, rev-eal_s that
parts of the description, or drawings referred to in the description or
in the claims, appear to be missing, the Europeaq Patent Office shall
invite the applicant to file the missing parts within two mlcmtps. The
applicant may not invoke the omission of such a communication.

Art.go(1) Examination on filing

1  Nomenclature _ o .
R.56 refers to “missing parts of the description’ and ‘missing drax_vmgs -

A drawing means a single numbered figure. If part of a drawing is miss-
ing, the drawing will be regarded as completely missing for the purpos{? of
R.56 and the EPO will invite the applicant to resubmita complete drawing
(A-I1,5.3; CA/PL17/06). The EPO does not want to assemble a complete draw-
ing by cutting and pasting. ) o

A drawing of low visual quality is not considered a missing part and can-
not be remedied under R.56 (Ji2/14). o _

The missing parts of the description and the missing drawings are re-
ferred to together as ‘missing parts’ or, once filed with the EPO, as ‘late-filed

parts’ (A-IL,5).
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1.1 PRIORITY CLAIM (ITEM II)

The priority claim in question must have been in existence no later than the
filing of the request in iii) above. Hence, the missing parts may also be based
on a priority added after the original date of filing. The priority may not be
added after the filing of the request in iii) above. An added priority claim
must be filed within the period of R.52(z), i.e. sixteen months from the ear-
liest priority date. (see also A-IL,5.4.1)

R.56(3) uses the term ‘earlier application’ intentionally to ensure that the
paragraph covers only the case of missing parts contained in priority appli-
cations and not in any previously filed application (CA/PL17/06).

1.2 COMPLETELY CONTAINED IN EARLIER APPLICATION (ITEM 1V)

The requirement of R.56(3) that the missing part be ‘completely contained
in the earlier application’ is met only if the parts of the eatlier application
identified according to R.56(3)(c) contain the same drawings, with the same
annotations ot, for missing parts of the description, contain the same text,
The missing part must be inserted in the description in a manner that does
not add technical content. (A-11,5.4.2)

If a translation of the earlier application is required under R.56(3)(b), the
missing parts must be completely contained in the translation. (A-11,5.4.2)

The assessment of ‘completely contained’ is a formal martter that can be
carried out by an examiner who is not technically qualified. The EPO may
require photographic identity.

Lawyers in the EPO hold that an addition to the description of an appli-
cation must be taken from the description of the priority application, not
from the claims of the priority application.

1.3 COPY AND TRANSLATION OF EARLIER APPLICATION (ITEM IT1, VI)
If no copy of the priority application is available to the EPO under R.53(2),
the applicant must furnish a copy (R.56(3)(a)), which need not be certified
(A-1L5.4.2).

Where the priority application is not in English, French or Germar; the
applicant must file a translation into one of these languages, unless tuch a
translation is already available under R.53(3) (R.56(3)(b)). Instead uf 2 trans-
lation, the applicant may file a declaration that the Iate-filed n. SS10g parts
of the description, or drawings, are an exact translation of tic identified
parts of the priority application (A-I1,5.4.4). See A-IL5.4:4 where the priority
application and the application under examination arein two different
EPO languages.

At this stage the language of the proceedings may not yet be known;
hence, the EPO cannot require filing of the translation into the language of
the proceedings and therefore requires a translation into one of the official
languages. In the unlikely case that the applicant translates the priority ap-
plication into another official language than the priority claiming applica-
tion, the EPO will probably request a translation into the language of
proceedings of only those parts of the priority document that correspond to
the missing parts or a declaration that the late-filed missing parts are an
exact translation of the corresponding parts of the priority document (A-
I1,5.4.4 last paragraph mutatis mutandis).

1.4 INDICATION OF MISSING PARTS (ITEM VII)
The indication facilitates the processing of the missing parts of the descrip-
tion and the missing drawings by the EPO (CA/PL17/06).
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2 Effect of non-compliance
Where criterion i) is not complied with, i.e. the missing parts have been filed
after expiry of either of the two-month periods of R.56(2), the missing parts
are deemed not to have been filed and any references to these missing parts
will be deemed deleted according to R.56(4)(a). The application will not be
re-dated and the missing parts will not be introduced into the application.
Non-compliance with one or more of the criteria ii)-iv) leads to redating
of the application to the date on which the missing parts were filed under
R.56(z). )
Non-compliance with one or more of the criteria (v)-(vii) results also in
redating to the date on which the missing parts were filed, but in this case
under R.56(5).
The EPO will inform the applicant of the non-compliance and the conse-
quences under R.56(4)(a), (2) or (5), whichever applies.

3 Decision on late-filed missing parts

The Receiving Section will inform the applicant of its decision on late-filed
parts, in particular the requirement that the missing parts are ‘completely
contayned’ in the priority document. The decision will be reviewed by the
scarvl division (B-XI,2.1) and the examining division (C-I1L,1), who may also
chck any translation of a priority application, which may resultin a change
of the date of filing. An opposition division is probably not allowed to
change the date of filing, since this is not covered by Art.100, to which it is
bound.

R.56(4) If the applicant: o
(a) fails to file the missing parts of the description or the missing
drawings within the period under paragraph 1 or 2, or )
(b) withdraws under paragraph 6 any missing part of the descrip-
tion or missing drawing filed under paragraph 2z,
any references referred to in paragraph 1 shall be deemed to be _de!et—
ed, and any filing of the missing parts of the description or missing
drawings shall be deemed not to have been made. The European Pat-
ent Office shall inform the applicant accordingly.

1 Latefiling or withdrawal of missing parts

The missing parts are deemed not to have been filed if the applicant files the
missing parts after expiry of two months from invitation under R.56(1) or
from the date of filing under R.56(2), or if he withdraws any missing part
under R.56(6). In that case any references in the description or claims to
these parts will be deemed to be deleted.

When a reference to a missing figure is deemed to be deleted, then refer-
ence signs referring to that figure are also deemed to be deleted. Technical
information still meaningful without the reference will be retained. (A-

IL,5.5)

R. 56(5) If the applicant fails to comply with the requirements re-
ferred to in paragraph 3(a) to (c) within the period under paragr_apl.l 24
the application shall be re-dated to the date on which the missing
parts of the description or missing drawings were filed. The Europe-
an Patent Office shall inform the applicant accordingly.
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1  Non-compliance with requirements of R.56(3)
R.56(5) provides for the sanctions applicable where the requirements re-
ferred to in paragraph (3)(a) to (c) are not complied with in due time. In such
a case, the application will be re-dated to the date on which the missing
parts of the description or missing drawings were filed. Alternatively, the
applicant can withdraw the missing parts of the description or missing

drawings under R.56(6) so as to avoid any modification of the filing date,
(CA/PL17/06)

R. 56(6) Within one month of the notification referred to in para-
graph z or 5, last sentence, the applicant may withdraw the missing
parts of the description or the missing drawings filed, in which case
the re-dating shall be deemed not to have been made. The European
Patent Office shall inform the applicant accordingly.

1 Withdrawal of missing parts or missing drawings

Where an applicant files missing parts of the description or missing draw-
ings under R.56(2) thatare notbased on a priority document, the EPO sends
a communication informing him of the new date of filing. The applicant
may reconsider the filing of the missing parts or missing drawings and
withdraw the late-filed parts within one month of the notification of the
communication. As a result, the re-dating is deemed not to have been made
and all references to the missing parts of the description and missing draw-
ings are deemed deleted under R.56(6). (A-11,5.5)

Where the late filed parts are based on a priority application and one or
more of the criteria ii) to (vii) in the notes of R.56(3) are not met, the applica-
tion will be re-dated. If the applicant prefers the original date of filing, he
may withdraw the late-filed parts within one month of the communication
informing the applicant of the re-dating. In such a case the re~-dating will be
deemed not to have been made (R.56(6)) and all references to the missing
parts of the description and missing drawings will be deemed to be deleted
under R.56(4)b).

The examining division may review the finding of the Receiving Section
concerning the added missing parts or drawings. If the examining division
finds that the "completely contained"-criterion is not satisfied, it will in-
form the applicant accordingly and invite him to comment. The applicant
can reply by withdrawing the added missing parts or drawins, or by argu-
ing on why they are indeed "completely contained™ in the pricrity applica-
tion. If in the latter case the examining division is not convinced, it will
inform the applicant of re-dating of the application. Thereafter, the appli-
cant can still withdraw the added missing parts or drawings within two
months from the communication. (C-III 1.1.1)

The publication under Art.gg will not contain any late-filed missing
parts of the description or drawings if these were subsequently withdrawn

under R.56(6) (A-VL1.3). See R.56(3):3 for the taking of a decision on late-
filed missing parts.
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R.57 Examination as to formal requirements

1f the European patent application has been accorded a date of ﬁli1'1g,
the European Patent Office shall examine, in accordance with
Atrticle 9o, paragraph 3, whether: .

(a) atranslation of the application required under Article 14, para-
graph 2, under Rule 36, paragraph z, second sentence, or_under
Rule 40, paragraph 3, second sentence, has been filed in due
time;

(b) the rzsquest for grant of a European patent satisfies the require-
ments of Rule 41; )

(c) theapplication contains one or more claims in accordance with
Article 78, paragraph 1(c), or a reference to a previously filed ap-
plication in accordance with Rule 40, paragraphs 1(c), 2 and 3,
indicating that it replaces also the claims; .

(d) the application contains an abstract in accordance with
Article 78, paragraph 1(e);

(¢) the filing fee and the search fee have been paid in accordance
with Ru'e 17, paragraph 2, Rule 36, paragraph 3, or Rule 38;

(f) the Azsignation of the inventor has been made in accordance
with Rule 19, paragraph 1; _

(g).. where appropriate, the requirements laid down in Rules 52 and
£3 concerning the claim to priority have been satisfied;

h) where appropriate, the requirements of Article 133, paragraph z,
have been satisfied; )

(i) the application meets the requirements laid down in Rule 46
and Rule 49, paragraphs 1 to 9 and 12; )

(j) theapplication meets the requirements laid down in Rule 30.

Amended by decision of the Administrative Council of 21.10.2008, which en-

tered into force on 01.04.2009. (O] 2008, 513)

Amended by decision of the Administrative Council of 25.03.2009, which
entered into force on 01.04.2010 (O] 2009, 296)

Art.14(2) Application filed in non-EPO language

Art.78(1) Requirements for application

Art.go(3) Examination as to formal requirements

Art.133(2) Compulsory representation

R.17(2) Period for paying filing and search fee for new application

R.19(1) Content of designation of the inventor )

R.30 Requirements of application relating to nucleotide and amino acid se-
quences

R.36(2) Language of divisional application

R.36(3) Period for paying filing and search fee for divisional application

R.38 Period for paying filing and search fee for application

R.40(1)(c) Replacement of application by previous application

R.40(2) Bibliographic data of previous application

R.40(3) Translation of previous application

R.41 Content of Request for Grant

R.46 Form of the drawings

R.49 General provisions governing the presentation of the application doc-
uments

R.52 Declaration of priority

R.53 Priority documents

Implementation of: Art.go(3)
EPC1973: Art.91(1) + R.40
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Formalities examination

Examination as to formal requirements under R.57 concerns the formalities
examination to be conducted under Art.go(3) after a date of filing has been
accorded.

In addition to the ten requirements listed in R.57, the Receiving Section
also checks (A-I11,1.2; A-TIL8):

i) clarity and conciseness of the title (R.41(z)(b)), preliminary check;

ii) payment of claims fees under R.45(1) where appropriate;

iii) the certificate of exhibition under R.25 where the invention has been dis-
played under Art.55(1)(b);

iv) whether the information pursuant to R.31(1)(c) and (d) is complete where
the application relates to biological material;

v) check where required a sequence listing has been filed (R.30);

vi) matter prohibited by R.48, preliminary check.

The check of payment of the designation fee and extension fees is part of the

formalities examination. This examination can only be made after expiry of

the period for payment of these fees, i.e. six months after publication of the

search report.

The examination set out below applies to direct European patent appli-
cations, including divisional and new applications. Euro-PCT applications
are examined on entry into the European phase according to R.159, rather
than to R.57.

Where the EPO notices non-compliance with one of the requirements of
R.57(a) to (d), (h) and (i), it will send an invitation under R.58 to correct the
deficiency, the sanction on non-compliance being refusal of the application
unless another sanction is provided (Art.9o(s)). There are special provisions
for an invitation to correct and a sanction for non-compliance with each one
of the requirements of R.57(e) to (g), (j) and the above further requirements
itov,assetout in the sections below.

See Art.9o(s):2 for the time a sanction takes effect.

Translation of application (R.57(a))

Where afiled application is notin one of the official EPO languages, a trans:
lation into such a language must be filed according to Art.14(z) within two
months of filing the application (R.6(1)). Where a divisional application is
filed in the language of the earlier application and this langurage is not an
official EPO language, a translation must be provided withi. t o months of
filing the application (R.36(2)). Where the application is filea by reference to
a previously filed application as allowed by R.40(1)(c) and the previous ap-
plication is not in an official EPO language, a translation into one of these
languages must be filed within two months of filing the application accord-
ing to R.40(3).

The EPO will check under R.57(a) whether the translation has been filed
at expiry of the two months; if not, it will invite the applicant to rectify the
deficiency under R.58 within a further period of two months (A-111,14).

Non-compliance results in the application being deemed withdrawn
under Art.14(2), last sentence. The EPO will notify the applicant of the loss
of rights according to R.112(1). Where applicable, the applicant can prove
within two months of the notification that he did file the translation in due
time (R.112(2)) or request re-establishment under Art.122.

It should be noted that the Travaux Préparatoires of the EPC 2000 state
that non-compliance with filing the translation of R.40(3) will result in the
application being refused under Art.go(s) (Spec. ed. 5, OJ 2007, p.106). The
EPO has admitted that this statement is not correct.
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The periods of R.6(1), R.40(3) and R.58 are excluded from further pro-
cessing by R.135(2). Re-establishment in the periods is possible under
Art.i22 and R.136. It is also possible to convert the European application to
a national application under Art.i35(1)(b).

See also A-I11,16 and Art.14(z):3.

Request for grant (R.57(b))
The Receiving Section examines whether the Request for Grant form com-
plies with the requirements of R.41, several of which are dealt with below
(A-IL1,4.2).

Use of the appropriate Request for Grant form is mandatory (R.41(1)).
The form already contains a preprinted petition for the grant of a European
patent, which is required under R.41(2)(a).

The Request must contain the title of the invention (R.41(2)(b)). See the
separate section below on examination of the title.

The Request must properly identify the name, address and nationality of
the applicant (R.41(z)(c)), and, if a representative has been appointed, his
name and address (R.41(z)d), see also R.57(h)). When there are several appli-
cants, the name, address and nationality of each of them must be given (A-
TIL4.2.1):

‘Where applicable, the Request must indicate that it relates to a divisional
apnlication and state the number of the earlier application (R.41(z)(e)). The
same applies to a new application under Art.61(1)(b) (R.41(2)(f))-

The Request must be signed (R.41(2)(h)). The description, claims and
drawings are not stated as requiring a signature; hence, they need not be
signed separately. Other application documents requiring a signature are
the separately filed designation of inventor (R.19(1)) and the authorisation
(R.152). The documents, with the exception of the authorisation of a repre-
sentative, may be signed by an appointed representative instead of the ap-
plicant. (A-VIIL3.2)

If there is more than one applicant, each applicant or his representative
must sign the request for grant and, where applicable, the appointment of a
common representative. This also applies if one of the applicants is consid-
ered common representative under R.151(1), first sentence. The common
representative may sign the designation of inventor and all further docu-
ments. An authorisation on behalf of more than one applicant must be
signed by all applicants. (A-VIIL,3.4)

The Request must identify the documents annexed to the application
(R.41(2)(i).

The Request must contain the designation of the inventor where the ap-
plicant is the inventor (R.41(2)(j)). Otherwise, the designation must be filed
in a separate documentaccording to R.19(1). The inventor may renounce his
title as inventor, in which case his name does not appear on the front page of
the published application, and is not entered into the Register (R.zo(1),
R.143(1)(g)). The examination of the designation is provided in R.57(f).

If the Receiving Section notes that the Request for Grant form has not
been filed or any error in the Request for Grant form (with the exception of
designation of inventor (see R.57(f)), priority claim (see R.57(g)) and title (see
section below)), it will invite the applicant under R.58 to remedy the defi-
ciencies within two months of invitation. Further processing is excluded by
R.135(2); however, re-establishment according to Art.12z and R.136 is availa-
ble. Non-compliance will result in the application being refused under
Art.9o(5). An applicant may request correction of his own volition under
R.139, first sentence.
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4 Claims (R.57(c))

Since the presence of one or more claims in the application is nota prerequi-
site for accordance of a date of filing under the EPC 2000, the presence of
claims is not examined on filing but in the subsequent formal examination
(see A-II1,15).

Anapplicant has three opportunities to file claims. On filing the applica-
tion documents he may also file claims, either by supplying a set of claimns or
referring to claims in a previous decument. If no claims are available on fil-
ing of the application, an applicant may file claims of his own volition up to
the time the EPO invites him to do so under R.58. If he has not provided
claims on the date of filing or later of his own volition, an invitation under
R.58 will be issued for mandatory filing of claims. (A-ITI,15)

The applicant can use only one of the three opportunities for filing
claims. A second filing of claims before receipt of the search report is not
permitted under R.137(1). Claims can only be filed by reference to a previous
document on the date of filing, later filing of claims by reference is not al-
lowed (A-11,4.1.3.1).

Claims filed after the date of filing must have a basis in the application as
filed in order not to extend subject-matter in the sense of Art.123(2) (A-
I1L,15).

Late-filed claims are regarded as an amendment and must be filed in the
language of the proceedings according to R.3(z).

During the formalities examination it is checked if at least one claim is
present in the application, as required by Art.78(1)(c). If not, the EPO will
invite the applicant under R.58 to remedy the deficiency within two months
from invitation. Failure to do so will result in refusal of the application ac-
cording to Art.9o(5).

The EPO will notify the applicant of the decision under R.111. The two-
month period of R.58 is excluded from further processing according to
R.135(z). Re-establishment under Art.122 and R.136 is available.

Abstract (R.57(d))
Where the abstract, required under Art.78(1)(e), is missing or obviously in-
appropriate, the Receiving Section will invite the applicant te carzoct the
deficiency under R.58 (A-T11,10.2). If the application contains drawiags, and
the applicant has not indicated the drawing to accompar'y he abstract
(R.47(4)), the search division will decide which figure to pablisy (A-111,10.3).
Non-compliance will result in refusal of the applicaiion under Art.90(s)
(A-ITL,16.2). No further processing is possible for the two-month period of
1I)il.ss (R.135(2)); however, re-establishment under Art.12z and R.136 is availa-
€.
The definitive content of the abstract is the responsibility of the search
division (R.66) which checks compliance with all requirements of R.47.

Filing fee, page fee, divisional fee and search fee (R.57(e))

The Receiving Section checks whether payment of the filing and search fees
as required by Art.78(2) has been made by expiry of one month of filing
(R.38(1)). The filing fee may be reduced if an admissible non-EPO language
is used (R.6(3)) (A-X1,9.2.2). See Rfeesg for refund of search fees.

For a divisional application under Art.76(1) or a new application under
Art.61(1)(b) the filing and search fees must be paid within one month of fil-
ing the application (R.36(3) and R.17(2), respectively). For a divisional of sec-
ond or higher generation the divisional fee must also be paid (R.38(4)).

A page fee as part of the filing fee must be paid within the later of one
month of filing the application, the first set of claims or the certified copy of
R.40(3) (R.38(3)).
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The EPO does not issuie an invitation to pay the filing, page, divisional
and search fees. Note, that R.58 does not refer to R.57(¢).

If any of these fees is not paid in due time, the application is deemed
withdrawn according to Art.78(2). The EPO will notify the applicant of the
loss of rights under R.11z(1). Further processing according to Art.1z1 and
R.135 may be requested for the one-month time limit within two months of
the notification of the loss of rights. The further processing fee is equal to
50% of the missing fee (Rfees2(1)12).

Designation of inventor (R.57(f))
An application must designate the inventor according to Art.81. The EPO
does not verify the accuracy of the designation (R.g(2)); it only checks
whether the designation conforms to R.19(1). The EPO sends the filed desig-
nation for information to any inventor who is not an applicant (R.15(3)). Ac-
cording to Art.81 the designation must contain the entitlement to the
application if the applicant is not the inventor. The entitlement is not veri-
fied (Art.60(3) & R.19(2)). However, when the inventor receives his designa-
tion under R.19(3), he can assess the entitlement and may request correction
if necescary. The applicant can request correction of the designation under
R.'422 of his own volition during the proceedings before the EPO. A designa-
sion of an incorrect inventor may be corrected according to R.21(1). A rectifi-
czrion of an incorrect designation already entered in the Register will be
published in the Bulletin (R.21(2)). See also A-TILs.

A deficient designation is no ground for opposition (Art.100) o1 revoca-
tion (Art.138).

If the designation on filing is missing or does not comply with R.19 (e.g.
inventor’s name or address or the signature of the applicant is missing), the
EPO will follow the procedure under R.60.

Priority claim (R.57(g))

When claiming the priority of an earlier application, the Request for Grant
must indicate so and state the date and state of filing of the earlier applica-
tion (R.41(2)(g)). See Art.87, Art.88, R.52, R.53 and R.139 for requirements
for claiming priority, addition and correction of a priority claim of the appli-
cants own volition.

The Receiving Section need not examine the content of the priority doc-
ument. However, where the document obviously relates to subject-matter
different from the application, the applicant should be informed that the
priority document appears not to be the relevant document. (A-I11,6.4)

Where a priority right is lost because deficiencies have not been corrected
in due time, the applicant is notified. Periods depending on the priority will
take the new situation into account. The loss of priority right has no effect
on a period which has already expired. (A-IIL6.11)

DECLARATION OF PRIORITY
The declaration of priority is preferably made on filing the application
(R.52(2)). The Receiving Section examines in the Request for Grant form
under R.57(b) whether the declaration of priority of Art.88(1) contains the
date and state of filing and the file number, as required by R.52(1). If the in-
formation is missing or obviously incorrect, the EPO will invite the appli-
cant under R.58 to file a corrected Request for Grant form (implied by
A-IIL6.5). It will not send such an invitation for deficiencies in priority
claims added or corrected after the Request for Grant form has been filed
(A-IIL6.5). The applicant will be given more time to correct the file number
than to correct the date and state.

Rule 57
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The date and state may be corrected voluntarily within the sixteen/four
month time limit of R.52(3). If an incorrect priority claim has not been cor-
rected by expiry of this period, the priority right is lost according to
Art.go(s). The period of R.52(3) is excluded from Ffurcher processing
(R.135(2)), but re-establishment under Art.1zz and R.136 is available. (A-
111,6.5.3) -

. Ilel missing file number is not provided within the sixteen/four month
time jllmit of R.52(3), the EPO will invite the applicant again to file it within
a period to be specified (R.59). The peried is between two and four months
(R:132(2)). Non-observance of the period of R.59 results in the loss of the pri-
ority right under Art.go(s), last sentence. The period of R.59 is excluded
from further processing according to R.3s5(z). Re-establishment under
A6rt.1zz and R.136 is available for this period. See also R.59:1; A-IIT, 6.5.3 and
16.2.

An incot rect ﬁle Ilelber may be corrected at any time under R. 30 A-
III,6.5.3). ' (
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cant or proprietor may file a declaration that the application is a complete
translation of the priority document (R.53(3)). The EPO will include a copy
of the translation in the file where the translation is already available to the
EPO (R.53(3), R.53(2))-

The translation must be filed within a period specified in the invitation
(R.53(3); A-L11,6.8). If no translation is provided before expiry of the period,
the priority right is lost according to R.53(3), 4th sentence). During grant
proceedings further processing under Art.iz1 and R.135 is available; during
opposition proceedings only re-establishment under Art.izz and R.136 can

be used as remedy.

9 Compulsory representation (R.57(1))
An applicant who does not have a residence or place of business in a con-
tracting state must be represented according to Art.133(2). He may only file
the application himself; subsequent acts must be carried out by a duly ap-
pointed representative (Art.133(2)). If there are several applicants, each one
of them has to comply with Art.133(2). In such a case one applicant or repre-
sentative must be appointed as common representative, either by the appli-
cants 'n the Request for Grant form (R.41(3)) or by the EPO using R.151(1).
Twaring the examination of formal requirements under Art.9o(3) the Re-
cerving Section checks whether the applicant has complied with the require-
mients of representation as set out in Art.a33(2). If he is incorrectly not
represented, the EPO will invite him according to Art.9o(4) and R.58 to ap-
point a representative within two months of invitation (R.58). The first com-
munication of the Receiving Section to the applicant should cover this
deficiency, besides other obvious deficiencies (A-1IL16.1)-

8.2 PRIORITY PERIOD
Wh.ere the date of filing of the application falls after expiry of the priority
p_enod, the EPO invites the applicant to correct the priority date within the
s.lxteen/four month period of R.52(3) or the applicant may request re-estab-
lls_hment in the priority period within two months of the expiry of the pri-
ority period according to Arti2z and R.136(1). The omitted act is the
establishment of a date of filing by filing the application documents within
the.same two-month period, claiming the appropriate priority. The priority
period may be extended on account of R.133 or R.134. (A-111,6.6 and 6.9(i)a),

(b
When the deficiency is not co ; ; . ) [ In special cases the Receiving Section will also request the applicant to
according to Art 90(5;3, rrected in due time, the priority right is lost \ file a signed authorisation according to R.152(1) within the same period as
for appointing a representative (R.152(3)). If the authorisation is not filed in

time, all acts of the representative are void (R.152(6)). (A-VIIL1.7)

If the representative is not appointed within the two months of R.58, the
application is refused (Art.go(s)). Further processing is excluded by R.135(2).
Re-establishment under Art.12z and R.136 is available.

8.3 COPY OF PRIORITY DOCUMENT

Bc.for-e expiry of sixteen months of the earliest priority date a copy of thie
pl.'lOI.'lty document must be filed (R.53(1), either on paper or on pb‘rsiéai
media other than paper, e.g. CD-R (A-TIL6.7). The certificate of cor "téx'ness
of t.he document must be included. No copy need be filed if it ix Valready
available to the EPO, which will include a copy in the file free (;f charge
(R.53(2)); see Dec. Pres. OF 2012, 492 for conditions). The EPQ pariicipates as L
of 01.11‘.2018 in the WIPO's digital access system (DAS) foi exchanging certi-
ﬁed priority documents; for the time being DAS is available for EP applica-
tions and international applications entering the EP phase (Dec. Pres 0]
2018 A78 Art.1; see R.53(2):1 for more details). '

If no copy is filed within the sixteen-month period, the EPO will invite
the applicant to file it within a two month period (R.59; A-ITL6.7). Non-ob-
servance of the period results in loss of the priority right un’der Art.9o(s)
last §entence. The period of R.59 is excluded from further processing au:j
cording to R.135(z), but can be extended under R.132(2). Re-establishment

Artazz R 136 15 llab]e for thls pEI'IOd. calso R 59: =T 7
under t.1z alld a. ava Se
., 15 A II,S.

10 Physical requirements to be satisfied (R.57(i))
The Receiving Section checks under R.57(i) whether the application docu-
ments comply with the physical requirements of R.57(i), such as paper, lay-
out, tables, formulae (R.49) and for drawings margins, scale, numbering,
reference signs, text matter (R.46).

R.57(i) clarifies that the examination as to formal requirements does not
encompass the question whether values are expressed in units conforming
to international standards and, where appropriate in terms of the metric
system using SIunits (R.49(10)); also the consistence of the terminology and
the signs used in the application (R.49(11)) is not examined in this stage of
proceedings (CA/PLiy/08). These matters are considered by the examining
division, including the more physical requirements as listed in A-TTL,3.2.

Where the application is filed by reference to a previously filed applica-
tion according to R.40(1)(c), the certified copy of the previous application
must satisfy the physical requirements. However, if the previous applica-

8.4 TRANSLATION OF PRIORITY DOC
UME . ; A
oL tion has to be translated under R.40(3), the translation must comply with

The EPO Wi]l_request a translation inte an official EPO language of a priori-
ty cllocunllent inan non-EPO language only where the validity of the priority
claimed is relevant to the assessment of the patentability of the invention
concemed' (3.53(3}). This invitation may be sent during the examination or
the opp_osmon procedure. The applicant or proprietor may also send the
translation of his own motion (A-T11,6.8). Instead of a translation, the appli-

[Imllll]ln_rllmlx:llﬂilnarr--—r. g g c=e= .
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the physical requirements instead. (A-I1L,3.2.2)

Late-filed application documents, such as late-filed claims (R.57(c)), in-
serted missing parts (R.56), replacement documents (R.50(1)) or translations
(R.49(1)), must also comply with the physical requirements (A-IT1,3.2; A-VI-
I1,3.2):
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16 Deposit of biological material

Where an a:pplication relates to biological material and the material h
beep deposited, the information pursuant to R.31(1)(c) (the depositary i a_s
tution and the accession number of the deposit) and, where 2 l.ly .
R._31(_1)(d) (dt?tails of depositor other than the applicant’) must bePPr;Cr‘:_lzIE,
w1‘th.1n the time limit of R.31(z). Where information pursuant to RI;1(1‘)IE e_d
missing _on the date of filing, the accession number must be tracea.bl ":) «
out ambiguity from the application as filed (see A-TV,4.2). ST

Where thf: application refers to a previous application under R, o

and the L_)revlous application does not provide the information of R'dr i
the deficiency must still be rectified in the time limit of R.31(2), even ;3;(1)(6)’
the EPOlca.n invite the applicant only after receipt of the cop}; of the 0ug¥1
ous application or its translation (A-1V,4.1.2). =
.The exgmlmng division assesses whether the available information suf-

ficiently discloses the biological material to make it available to the publi
(F—III,6:2). T the information is insufficient, the biological material wliDH i
be considered disclosed pursuant to Art.83 (F-I11,6.2). ot

17 Designation fee

The (.1e51_gnation fee must be paid within six months of the mention of th
put_»l[catlon of the search report (R.39(1)), i.e. within the same time limit i ;
which the request for examination must be filed (R.70(1)). e
§ee A_rt.79, R.39 and A-ITL1 for particulars about the payment of th
designation fee and the change on 01.04.2009 from a designation fee f ;
each contracting states to a flat rate designation fee for all contracting stezltcosr

18 Extension fees

The extensiqn fee must be paid within the same period as the desienati
fee.If not p_ald 'in due time, the request for extension is deemed witl?dra“? .
A communication of loss of rights to extensions will only be issued if a ¢ o
munication _for loss of rights to designations is issued., Only in this case f;f‘l:‘
ther processing according to Art.121 and R.135 will be available for pavi: : 1.
of the e?(tension fees. A grace period of two months from expity of p‘1 : ‘t;v't
period is available in which an extension fee can be paid with 5¢% snr‘ fh e
(OJz009, 603). Re-establishment is not possible. (see Art.79(z):z.3‘,) A—IYI f;g;
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Invitation to correct deficiencies in the application

Where the formalities examination under Art.go(3) reveals that the applica-
tion does not comply with the requirement of R.57(a) to (d), (h) and (i), the
EPO will invite the applicant to correct them within two months of notifica-
tion of the invitation (R.58). See the notes to R.57 for the invitation in the
cases where the requirements of R.57(€) to (g) and (j) are not complied with.
R.135(2) excludes the non-extendable two-month period of R.58 from fur-
ther processing. Hence, re-establishment according to Art.1zz and R.136 is
available.

The sanction on failure to meet the period of R.58 is refusal of the appli-
cation unless another sanction is provided (Art.go(s)). The notes to R.57
mention the specific sanctions provided for not meeting the requirements
and any remedies.

If the sanction is refusal, an appeal may be filed as remedy, correcting the
deficiency on filing the appeal. Ji8/o8 allowed correction of not appointing
a representative in this manner. In contrast, if the sanction is deemed with-
drawn and a decision under R.112(z) is requested, an appeal against a nega-
tive decision will merely be a re-examination of the loss of rights
commiunication. The communication will only be regarded inaccurate if the
ansv7as petformed in due time. Hence, in such a case an appeal cannot be
usen to correct a deficiency (J18/08 1.5).

Amendment of the application documents

Prior to the receipt of the search report the applicant may amend his appli-
cation only if the Receiving Section has invited him under R.58 to remedy
particular deficiencies (see R.137(1)).

After receipt of the search report and before the receipt of the first com-
munication from the examining division the applicant may amend the ap-
plication of his own volition (Art.123(1), last sentence and R.137(2) as valid
before 01.04.2010), taking care not to extend the subject-matter (Art.123(z))
{A-V,2.1). When the search report is drawn up on or after 01.04.z010, a volun-
tary amendment is only allowed when filed together with the first substan-
tive response (R.137(z) as valid from 01.04.2010).

Anapplicant may correctany errors in the application of his own volition
by filing a request according to R.139 (A-V,3).

Riulesg

R.58 Correction of deficiencies in the application

documents R.50 Deficiencies in claiming priority

If the European patent applicati . ‘ 1If the file number of the previous application under Rule 52, para-

ments of Rule 57(a) to (d)p l(]h)c:;g):})d:;s got comply with the require- | graph 1, or the copy of that application under Rule 53, paragraph 1,

inform the applicant accordingly an d‘? uropean Patent Office shall ' have not been filed in due time, the European Patent Office shall in-

ciencies noted within tw. sl invite him to correct the defi- form the applicant accordingly and invite him to file them within a
o months. The description, claims and draw- period to be specified.

cl;?:%iscilzlgée])se amended only to an extent sufficient to remedy such
R.52(1) Content of declaration of priority

R.53(1) Priority document

Implementation of: Art.90(4)

EPC1973: R.41(2), (3)

R.57 Examination as to formal requirements
Implementation of: Art.go(4)
EPC1973: R.41(1)
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allow (ADA.5.2). The EPO informs the account holder of the shortfall by fax
or email (ADA.5.2.4; AAD.7; OJ 2015 sp3, Annex B 3.6 and 3.7).

After the deposit account is duly replenished, the payment is considered
to have been made on the date of replenishment, not on the date of receipt
of the debit order or the decisive payment date in case of automatic debiting
(ADA.5.2.4; AAD.8). The date of replenishment is the date the payment was
actually entered in the EPO bank account (Rfees7(1)). A replenishment is
considered to have been made in due time if the payment was effected not
later than ten days before expiry of the relevant period for payment (ten-day
fail-safe provision ADA.4.1; A-X,6.2.2). The option of Rfeesy(3) to pay with
10% surcharge within the ten days is not available for replenishment pay-
ments (ADA.4.1). Hence, a shortfall will cause these debit orders to be pro-
cessed usually after expiry of the relevant period for payment and remedies
for late paid fees may have to be applied

Further processing under Art.iz1and R.135 is available for most late paid
fees; the fee for further processing is usually so% of the late paid fee
(Rfeesz(1)12). Some late paid fees, such as appeal fee, op position fee, renewal
fee plus additional fee, renewal fee for divisional, further search fees, and
any fee paid in the further-processing period require re-establishment
under Art.1zz and R.136 as remedy; the fee for re-establishment (Rfeesz(1)13)
must be paid and all due care proved (Art.122(1):4). There is no remedy for
fees paid late for re-establishment (Art.122(4)).

A shortfall can be avoided by checking the Fee Payment plan regularly
(see the above section 2) and replenishing the account accordingly. For ex-
ample, check twice weekly the total amount of the fees due for the next 2o
days and replenish the account to the total amount, correcting for inciden-
tal extra payments. The EPO debits the account within two to three working
days after the decisive payment date of a fee that must be debited automati-
cally or on the date of receipt of the debit order for any other fee (ADA.5.2.2).
Sometimes the debiting may take up to a few weeks because of high work-
load; such belated debits are included in the Fee Payment plan.

ANNUAL SUBSCRIPTIONS EPT

A professional representative can pay the annual subscription to the nsti-
tute of Professional Representatives before the European Patent Gffice (epi)
by direct debiting of a deposit account held by the EPO on the basis of an
agreement berween the EPO and the epi (O] 2017 5ps5 p.83 Arnex R and Bz).
The representative must thereto filea direct debiting maydate signed by the
account holder with the epi, not with the EPO. The epi will transmit the debit
orders to the EPO, upon which the EPO debits the accounts and pays the
sum to the epi. (ADA.8)

Automatic debiting

An applicant or proprietor may file an automatic debit order according to
the Arrangements for the Automatic Debiting procedure (AAD). The ver-
sion of AAD valid as of 01.11.2017 has been published in consolidated form in
0] 2017 5p5 p.22 Annex A1 and explanations in Annex Az,

An automatic debit order authorises the EPO to debit a deposit account
for all fees due for an application or patent automatically on the expiry date
of the fee. An automatic debit order must be filed and revoked online (AAD.1
and 12).

803
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Applicants and proprietors can use the automatic debiting in all proce-
dures for Buropean patent applications and patents, and for PCT applica-
tions in the international phase where the EPO is receiving Office, ISA or
IPEA and for PCT applications before the EPO as designated or elected of-
fice. Note, that an automatic debit order filed for the international phase is
not applicable in the regional EP phase; a separate automatic debit order
must be filed for both proceedings (AAD.z). An opponent cannot pay the op-
position fee using automatic debiting; further excluded fees are listed in
AAD.4.

The automatic debit order must be filed online via a secure portal on the
EPO website (AAD.1.2). The online Request for Grant form and the form for
entry into the European phase include a section with a drop-down menu
where automatic debiting can be selected (O] zo17 Sp5 p.72 Annex 2, NOLes to
point 5). The procedure for filing the automatic debit order during pending
proceedings is governed by AAD.10.

AAD.3 specifics the fees that are covered by the automatic debiting and
AAD.4 the fees that are not. The date of payment under automatic debiting,
i.e. the decisive payment date, is usually thelast day of the period for paying
afee (AAD.6.1(a)). The fee for further processing is paid on thelast day of the
perioa for requesting further processing where the omitted act was a pay-
wien®, and on the date of completion of the omitted act where the omitted
ac. was the non-performance of a procedural act other than payment of afee
({AAD.6.1(h)). The fee for re-establishment, for limitation or revocation, for
appealand for petition for review is paid on the date of receipt of the request
(AAD.6.4(D)).

Under the automatic debiting procedure all fees becoming due during
the procedure will be paid automatically. Hence, the further search fees for
all non-unitary inventions are automatically debited (Annex Az, notes to
point 3); similarly, all claims fees are automatically debited (AAD.3.2(d)). If
the applicant does not want to pay one or more of these fees, he must active-
1y revoke the automatic debit order to stop all payments ot inform the EPO
that one or more fees are not to be paid (AAD.12). If a fee is paid by another
means of payment and is received at least four days before the decisive pay-
ment date, the EPO will not carry out the automatic debit orderin respectof
that fee (AAD.11). Payment by another means can also be used to avoid a fee
increase by paying early (Annex Az notes to point 11)).

The procedure automatic debiting in case of shortfallissetoutin AAD.7-8.

Credit card

As from o1.12.2017 it is possible to pay by credit card in euros. The date of
payment is the date in Central European Time on which the transaction is
approved, which date is indicated in the confirmation made available to the
payer. A transaction failed before it is approved is considered not to have
been made, even if the failure was not attributable to the payer. If a failure
causes the payment to have been made after expiry of the period for pay-
ment, the period will still be considered to have been observed on condition
that evidence is provided to the EPO that the payer received a confirmation
of approval within the period. (Dec. Pres. O] zot7 A72)

Credit card payments can be made online using either Mastercard or
Visa. The EPO will bear any transaction charges. Any refund will not be
made into the credit card account but will be paid into a deposit account
with the EPO or, if not available, by cheque (A-X,10.3). (O] 2017 A73)

Rfees s
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Rfees 6 Particulars concerning payments

Rfees6(1) Every payment must indicate the name of the person malk-
ing the payment and must contain the necessary particulars to ena-
ble the Office to establish immediately the purpose of the payment.

1 Person making the payment
Since the Rules relating to Fees use the general term ‘the person making the
payment’ instead of ‘the party” as in the EPC, a payment can be made by any
person; it is not restricted to parties or their representatives (A-X,1). No rep-
resentative is required for applicants who must be represented under
Art.133(2) (Legal Advice L6/o1 rev. §1, O] 1991 p.573; cancelled by Dec. Pres O]
2012 p.446). However, any communication relating to the payment must be
made by the party concerned or his representative. Any refund of a payment
is made to the party or his representative, provided the latter is authorized
to receive payments (A-X,10.4).

2z Particulars of payment
For the efficient processing of payments made by bank transfer, the payer
must give the application number, the fee code(s) and the amount for each
fee code, preferably in the payment-reference field of the (electronic) bank
transfer (O] zo17 A100). See Rfees6(2) for unclear or incomplete payment de-
tails.

3 Correction of payment
An omitted payment cannot be corrected under R.139, because an omitted
payment is not covered by R.139, first sentence (J21/84 r.7,8; T170/83 1.8, last
paragraph). A debit order for a deposit account can neither be corrected
(however, see Rfeess(z):2.1.1).

Rfees6(z) If the purpose of the payment cannot immediately be es-
tablished, the Office shall require the person making the payment to
notify it in writing of this purpose within such period as it may srec-
ify. If he does not comply with this request in due time the paviuent
shall be considered not to have been made.

1 Purpose of payment
When the purpose of the payment is obviously wrong, thc <:ror is not prej-
udicial if the EPO can derive the intended purpose from che remaining in-
formation (J16/84).

If the intended purpose can still not be established, the EPO must ask the
payer (Rfees6(z)). If the EPO requests the payer to specify the purpose of a
payment and the payer responds in due time, the payment and the original
payment date remain valid (A-X,7.1.2).

If the payer does not reply to the request, the payment is considered not
to have been made (Rfees6(z2), last sentence).

The inadvertent use by the EPO of a payment for a different purpose
from that evidently intended by the payer has no effect on the purpose in-
tended by the payer. (J16/84)

ISR, -u:m;s::t:l“ﬂlﬂ"l]lldl'“l
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Rfees 7 Date to be considered as the date on which payment
is made

1 Date of payment
Rfees7 governs which date the EPO considers as the date on which a pay-
ment has been made. Rfees7(1) gives the general rule for payments into and
transfers to the EPO bank account. Rule for other methods of payment are
given by the President (Rfeesy(z)). Rfees7(3) sets out the conditions under
which a late payment may be regarded as having been made in due time;
Rfees7(4) gives the corresponding procedure.

Rfees7(1) The date on which any payment shall be considered to have
been made to the Office shall be the date on which the amount of the
payment or of the transfer is actually entered in a bank account held
by the Office.

Amended by decision of the Administrative Council of 25.10.2007 (O] 2007
p.533)-

1 Applicavility of Rfeesz(1)
Rféesr(1) applies not only to payments of fees but also to payments serving
to replenish a deposit account (ADA.4.1).

2% Date of payment for payments into the EPO bank account

The date of payment is the date the amount paid is actually entered into the
EPO account. The amotunt is not ‘actually entered’ on the value date of the
bank transfer but on the date on which the bank statement is issued that
shows the amount (OJ 1997, 217, point 7), In general, the two dates will be the
same for daily issued statements, but the date of the bank statement has the
advantage over the value date that the former cannot retroactively be
changed by the payer. Rfees7(3) contains provisions for an effective date ear-
lier than the actual date of payment. This is allowed by the word ‘consid-
ered’ in Rfees7(1), creating the possibility for a fictitious day of payment.

When a payment has still to be made on the last possible day, one should
request the bank to make an urgent transfer on the same day. A deposit of
the money with the bank where the EPO has its account is generally of no
avail, because the money is often not entered into the account until the next
day. It is safer to file a debit order online with EPO, o, in the absence of a
deposit account with the EPO, ask a colleague to debit his account.

See Rfeesy(2):1 for the date of payment where another method of pay-
ment than payment into the EPO bank account is used.

Rfees7(z) Where the President of the Office allows, in accordance
with the provisions of Article 5, paragraph 2, other methods of paying
fees than those set out in Article 5, paragraph 1, he shall also lay down
the date on which such payments shall be considered to have been
made.

1 Date of payment for debit order and automatic debiting
The date of receipt by the EPO of a debit order is considered as the date of
payment, provided the account has sufficient funds (ADA.5.4.1). Under the
automatic debiting procedure fees are in general debited from the deposit
account on the last day of the relevant period (AAD.6.1(a)). See Rfeess(2):2.1.3
for the date of payment in case of shortfall of the account.

Rfees 7
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2 Date of payment for credit card payment

Apayment by credit card is deemed to have been made on the date on which
the transaction is approved. This date is indicated in the transaction confir-
mation made available to the payer (Dec. Pres. OJ zo17 A7z, Art.3). Where,
due toa failure in the transaction process, payment of a fee is not considered
to have been made until after the expiry of the period, it shall be considered
that this period has been observed if evidence is provided to the EPO that,
within this period, the payer has received a confirmation that the transac-
tion was approved (O] 2017 A7z, Art.4(2)).

Rfeesy(3) Where, under the provisions of paragraphs 1 and 2, bay-
ment of a fee is not considered to have been made until after the expi-
ry of the period in which it should have been made, it shall be
considered that this period has been observed if evidence is provided
to the Office that the person who made the payment
(a) fulfilled one of the following conditions in a Contracting State
within the period within which the payment should have been
made:
(i) heeffected the payment through a banking establishment;
(if) he duly gave an order to a banking establishment to trans-
fer the amount of the payment; and
(b) paid a surcharge of 10% on the relevant fee or fees, but not ex-
ceeding EUR 150; no surcharge is payable if a condition accord-
ing to sub-paragraph (a) has been fulfilled not later than ten
days before the expiry of the period for payment.

Amended by decision of the Administrative Council of 25.10.2007 (O] 2007
p.533).

i1 Ten-day fail-safe provision
Rfeesy(3) is called the ‘ten-day fail-safe provision’. It creates the fiction of
payment within a period where the actual payment is made after expiry ¢f
the period. All delays in the banking system will be at the risk of the EPC.

The ten-day fail-safe provision applies only to payments that have July
been initiated within the period for payment, i.e. in the way prescribed by
Rfeesy(3)(a): effecting the payment through a bank or giving ¢n vider to a
bank to transfer the payment. In addition, the payment masy be initiated
within a contracting state according to Rfeesy(3)a). Heace, the arrange-
ment does not apply to payments from outside the contracting states. Such
payers should appoint a professional representative as soon as possible and
effect payment through him.

Rfees7(3) distinguishes two cases where the payment is initiated before
expiry of the period for payment but the payment is entered into the EPO
account after the expiry. When the payment was duly initiated not later
than ten days before expiry of the period for payment, the payment will be
deemed to have been made in due time; no surcharge is payable (Rfees7(3)
(b)). When the payment was duly initiated less than ten days before expiry of
the period but before the expiry, the payment will only be deemed to have
been made if a surcharge of 10% is paid. The ten-day fail-safe provision can
also be used for payments replenishing a deposit account (ADA.4.1).

The extension of periods under R.134 does not apply to the 10-day peri-
od, because the last day of that period does not end a period within which a
procedural step must be taken. A change of fees between the day of initiat-
ing the payment and the day of actual payment under the 10-day rule neces-
sitates the payment of the new fee, as the key date for the increase in fees is
the date of actual payment and not the fictitious date of payment (J18/85).
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The ten-day fail-safe provision mustbe applied for determining whether
the normal period for payment was complied with or the payment was
madeina furcher processing period following the normal period (A-X, 62 4).

Since a payer in general arranges his payments to be effected in due time,
there is no reason to pay the 10% surcharge of Rfees7(3)(b) in advance.
Rfees7(4) provides for payment of the surcharge in arrears. )

The term ‘banking establishment’ in Rfees7(3)(a) covers the banking ser-
vices of post offices of contracting states for payment or transfer to a bank
account held by the EPO. .

See R.134(5):1 for another remedy for a late payment caused by delay in

the banking system.

Rfees7(4) The Office may request the person who n_lqdc the pay'ment
to produce evidence as to the date on which a'condmon according to
paragraph 3(a) was fulfilled and, where required, pay _the sur_charge
referred to in paragraph 3(b), within a period to be §pf:¢1ﬁed l:fy it If h-e
fails to comply with this request or if the evid}encc is 1nsuf_ﬁc1ent, or if
the required surcharge is not paid in due time, the period for pay-
ment shall e considered not to have been observed.

1 Tyavision of evidence and payment of surcharge .

ifa payment enters into the EPO bank account after exp%ry of the peno'd for
payment, the EPO will send a loss of rights communication to the a_p;-)lfcant
under R.112(1). If the applicant claims that the payment was duly initiated
according to Rfees7(3), for direct payments to the EPO or ADA.4.1, 5.1 anfi
5.5 or 5.6.2 for payment through a debit account, he must apply forla deci-
sion under R.112(z) and submit the requisite evidence for the claim. (A-
X,6.2.6) ) .

If the EPO accepts the evidence and the payment was initiated Wlth_l_p tt_le
ten-day period, it will request the applicant to pay the 10% slur.charge x_mthm
a period to be specified (see e.g. J2o0/00 1.6). 1f the evidence is insufficient or
the surcharge is not paid, the period for payment will be regarded as not

observed. (Rfees7(4))

Rfees 8 Insufficiency of the amount paid

A time limit for payment shall in principle be deemec} t? have I:_;cen
observed only if the full amount of the fee has been paid in due time.
If the fee is not paid in full, the amount which has been paid shall be
refunded after the period for payment has expired. Thc_ Qfﬁce may,
however, in so far as this is possible within the time remaining before
the end of the period, give the person making the paymen.t tpe op-
portunity to pay the amount lacking. It may also, Wherf: this is con-
sidered justified, overlook any small amounts lacking without
prejudice to the rights of the person making the payment.

Amended by decision of the Administrative Council of 09.12.2008. (O] 2009
p.7)
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- Arenewal fee is refunded if the application is not anymore pending on
the due date (see Art.86(1):6).

- Allfees are refunded if no date of filing is accorded (A-11,4.1.4).

- Validly paid extension fees are not refunded (Art.3(3) Extension Ordi-
nance).

- An opposition fee is refunded if the notice of opposition is deemed not
filed (see Art.101(1):1).

- An appeal fee is reimbursed if the notice of appeal is deemed not filed
(see Art.108:5) and in the case of a substantial procedural violation or
early withdrawal under R.103.

- An. excess payment is refunded where the full amount of a fee has been
paid and the applicant is entitled to a reduction under Rfeesi4.

Rfeesg(1) The search fee paid for a European or supplementary Euro-
pean search shall be fully refunded if the European patent applica-
tion is withdrawn or refused or deemed to be withdrawn at 2 time
when the Office has not yet begun to draw up the search report.

1 Refund of search fee for non-pending application
According to Rfeesg(1) the search fee will be fully refunded if the application
is withdrawn, refused or deemed to be withdrawn before the start of the
search (Not. EPO, OJ 2009, 99).

The drawing up of the search report begins on the date the examiner car-
ries out the first search task, i.e. triggering a pre-search algorithm generat-
ing a list of documents to be inspected. This date is recorded in the public
part of the file. For applications not yet published, this information can be
accessed using the MyFiles service; the EPO will also provide the applicant
with the relevant information upon request. (A-X,10.2.1)

Rfeesg(z) Where the European search report is based on an earlier
.searc!:l report prepared by the Office on an application whose priority
is claimed or an earlier application within the meaning of Article 76
of the Convention or of Rule 17 of the Convention, the Office shall v=-
fund to the applicant, in accordance with a decision of its Presideit,
an amount which shall depend on the type of earlier search and the
extent to which the Office benefits from the earlier search. report
when carrying out the subsequent search.

Art.76 divisional application
R.17 new application filed by an entitled person

1 Conditions for refund of search fee

The search fee for a European search report or supplementary European

search report will be refunded (Dec. Pres., OJ 2017 Ag4) if the search report

can be based on an earlier search report prepared by the EPQ for:

- anapplication whose priority is claimed, or

- an earlier application within the meaning of Art.76 (parent application
of the present divisional application), or

- anoriginal application within the meaning of R.17 (i.e. the present appli-
cation is a new application under Art.61).

The earlier search report must have been prepared by the EPO (J8/81). That

is the case e.g. for a (supplementary) European search report (Art.gz;

R.164(1)), for a (supplementary) international search report drawn up by the

EPO as (S)ISA (Art.15 PCT), for a search made by EPO on behalf of a national

office on a national application (see O] 2017 Aog4 for the relevant Contracting

States), and for an international-type search carried out by the EPO (Art.15(s)

8i1 Rules relating to Fees

PCT); and likely also for search results under R.164(z). An international-type
seatch can be carried out by the EPO for a natienal application filed in an
EPC Contracting State if the law of that state provides for an internation-
al-type search (OF 1999 p-300). This is the case for CH, DK, FL IS, NI, NO,
and SE (PCT Applicant’s Guide, Section B1). See O] zoi7 Ag4 for further de-
tails.

The search fees that can be refunded are the European search fee
(Art.78(2), the further search fee (R.64{(1)) and the fee for the supplementary
Eutopean search (Art.153(7)), and likely also the search fees under R.164(1)
and R.164(z).

2 Amount of the refund
The amount of the refund is either a full refund or a partial refund of the
search fee, depending on the extent to which the EPO can base its search re-
port on the earlier search. The full refund is between 70% and 100% and the
partial refund between 17.5% and 25%, depending on the type of earlier
search (Dec. Pres. O] 2017 A94).

The EPO informs the applicant of the amount of the refund together
with the search report and will make the refund. In the event of disagree-
ment, the applicant may request an appealable decision to be issued by the
Receiving Section or examining division (A-X,10.2.1).

4 \ Criteria for applicable refund rate

The criteria for determining the applicable refund level are given in OJ 2008
p.99. A full refund of the search fee applies where the search report can be
completely based on the earlier search (i.e. no search needs to be carried out).
This is the case, in particular, where the claims of the earlier and later appli-
cation are identical or where the claims of the later application are limited
by deleting alternative features from an independent claim or by moving a
limiting feature from a dependent claim to the independent claim it refers
to in the earlier application.

A partial refund applies where the search report can be based partly on
the earlier search. This applies, in particular, where the claims of the later
application are a further generalisation of the invention searched in the ear-
lier application, or the claims are limited by a feature not disclosed in the
earlier application but relating to the same invention as the searched earlier
application.

No refund will be made where the subject-matter of the claims represent
an invention different from that searched in the earlier application, or the
conditions in the first section above have not been met, for example the pri-
ority of the earlier application is not claimed.

Rfees10 Refund of the fee for a technical opinion

An amount of 75% of the fee for a technical opinion under Article 25 of
the Convention shall be refunded if the request for a technical opin-
ion is withdrawn at a time when the Office has not yet begun to draw
up the technical opinion.

Rfees 10
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Rfees 11 Refund of examination fee

The examination fee provided for in Arti ¥
Convention shall be refunded: tiele o4, paragraph 1, of the
(@) in fall if the European patent application is withdrawn, refused
or deemed to be withdrawn before substantive examination has
begun;
(b) atarateof 50% if the European patent application is withdrawn
after substantive examination has begun and
- before expiry of the time limit for replying to the first invi-
tation under Article 94, paragraph 3, of the Convention is-
§ued by the Examining Division proper or,
- 11_’ no such invitation has been issued by the Examining Divi-
sion, before the date of the communication under Rule 71
paragraph 3, of the Convention. ’

Amended by decision of the Administrative Council of 29.06.2016, which
entered into force on 01.07.2016. Amended Rfees11(a) applies to applications
withdrawn, refused or deemed to be withdrawn on or after 01.06.2016

Amended Rfees11(b) applies to applications for which substantive examina—.
tion starts on or after 01.11.2016. (O] 2016 A48)

Art.94(1) request for examination

Art.94(3) invitation to file observations

R.71(3) communication of text to be granted

1 Refund of the examination fee

The E_PO will refund the examination fee at a rate depending on the mo-
mentin time when the grant procedure terminates, either due to refusal by
the EPO, being deemed withdrawn or active withdrawal by the applicant. A
reason for the refund is that an applicant should not have to pay for a service
the EPO does not deliver. Moreover, the refund provides an incentive for the
flpplicant to withdraw an application they are no longer interested in pursu-
ing; this frees examiner capacity which can be deployed to reduce the EPO’s
backlog in examination.

The withdrawal of an application can be made conditional on “he (par-
tial) refund of the examination fee. (O] 1988 D.354; E-VIIL7.3) \

The implementation of Rfees11 has been set outin OJ 2016 A40.

z  Full refund
If the procedure terminates before substantive examination has begun, the
entire examination fee will be refunded (Rfeesii(a)). The termination may
be a withdrawal, refusal or deemed to be withdrawi.

. The substantive examination begins on the date the examiner carries out
his first task, i.e. identifying the European prior rights that where not yet
gvailable when the search was carried out. The date is recorded in Form 2095
in the public part of the file to ensure it is verifiable. For applications not yet
published, the date will be visible only at the request of the applicant or his
representative or by inspecting the file using the MyFiles service, (Not. EPO
0] 2013 p.153)

The EIl’O will inform the applicantatleast two months before the start of
the examination about the intended date of the start. The intended date
does not bind the EPQ; the examination may start later.

A1:1 applicant unsure whether substantive examination has begun and
W'fmtmg to withdraw only if he receives the 100% refund may make the
withdrawal contingent upon the refund (A-VI1,2.5; conditional withdrawal).
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Partial refund

1f the application is actively withdrawn after the start of the examination
but before expiry of the period for response to the first substantive commu-
nication of the examining division, 50% of the examination fee will be re-
funded (Rfees11(b)). There is no refund if the procedure terminates after this
expiry. The termination must be an active withdrawal. A timely refusal or a
deemed withdrawal does not give rise to a refund under Rfeesi1(b). A with-
drawal causes a clear end of the procedure without the possibility of rein-
stating the procedure through common remedies such as further processing.

For most files the withdrawal must be submitted before the expiry of the
period for responding to the first Art.94(3) communication. If the period for
response is extended upon request under R.132(2), it should be possible to
submit the withdrawal until expiry of the extended period. If the first
Art.94(3) communication is 2 summeons for oral proceedings, the withdraw-
al can be made up to the last date for submitting written submissions set
therein under R.116 according to EPO practice.

A few communications that are not issued under Art.94(3), e.g. under
R.137(4) or R.56(3), are nevertheless taken into account under Rfeesii(b) and
afew codnunications that are issued under Art.94(3), e.g. issued by formal-
ities o fcers or under R.164(2)(a), are not taken into account. The provision
errdeas ours to cover these deviating cases by the wording “issued by the ex-
anuining division proper’, where the word ‘proper” is not defined. The word
intends to exclude communications sent by formalities officers working on
behalf of the examining division. The deviating cases can only be found in
the Notice in OF zo16 A49, which, however, has no legal force.

In cases where the first communication of the examining division is a
R.71(3) communication, the withdrawal must be submitted at the latest on
the day before the date of the communication for a s0% refund (A-VLz2.5).
Note, that an applicant has no advance information when the communica-

tion will be sent.

Rfees 12 Refund of insignificant amounts

Where too large a sum is paid to cover a fee, the excess shall not be
refunded if the amount is insignificant and the party concerned has
not expressly requested a refund. The President of the Office shall de-
termine what constitutes an insignificant amount.

Insignificant amount

An insignificant amount is 15 Euro or less (O] 2018 A37). Hence, an overpay-
ment of more than 15 Euro is refunded without request, an overpayment of
15 Euro or less is refunded only on request. The request must be made before
expiry of the period of Rfees13(z2). (A-X,10.1.3)

Rfees 13 Termination of financial obligations

Amended by decision of the Administrative Council of 15.10.2007, which en-
tered into force on 13.12.2007 (OJ 2007 P.533).

General

The provision takes care of the extinction of financial claims that have be-
come out-of-date. It avoids the situation that parties will experience diffi-
culties in providing evidence when rights are not executed for a long time.

Rfees12



