CHAPTER 2
Industrial Design Rights: Australia

Sue Gilchrist, Stuart Irvine & Melissa Goode

§2.01 INTRODUCTION

[A] Highlights of New Developments in This Jurisdiction since Last
Edition

The Designs Act 2003 (the 2003 Act) commenced on 17 June 2004 and replaced the
Designs Act 1906 (the 1906 Act). It represented the first major overhaul of Australia’s
designs legislation in almost 100 years. The reason for the change was summarized by
the Government: ‘The Australian Government wants to give designers a much better
chance of protecting their creations from copying and changes to the Act will deliver
that.”" In particular, the new infringement test in the 2003 Act was intended to broaden
the scope of protection following concerns that the previous test for infringement had
become so narrow that competing designs had to be virtually identical before the courts
would find infringement.?

The 2003 Act brought about changes in three main areas: the registration process,
design enforcement and new eligibility and infringement tests. Some examples of these
are:

(1) The maximum term of protection is now ten years (under the 1906 Act the
maximum term was sixteen years).

1. Comment by the Hon Warren Entsch MP, the then Parliamentary Secretary to the Minister for
Industry, Tourism and Resources, on IP Australia website, http://www ipaustralia.gov.au/ cited
in Australian Government Advisory Council on Intellectual Property. Review of the Designs
System, Issues Paper No. 1 (2013) ("ACIP Issues Paper”) 30.

2. Australian Law Reform Commission, Designs, Report No. 74 (1995) (‘ALRC Report’) [1.2], [5.23],
[6.6].
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(2) A design must be new and distinctive (under the 1906 Act it had to be new or
original).

(3) The registrability of a design is considered in light of the similarities between
the design and the prior art (under the 1906 Act it was considered in light of
the differences between the design and the prior art).

(4) The prior art base consists of documents published anywhere in the world and
acts done in Australia that publicly disclose the design (under the 1906 Act
the prior art base consisted of documents published in Australia and acts done
in Australia publicly disclosing the design).

(5) To establish infringement, a product must be identical or have a substantially
similar overall impression as a registered design (under the 1906 Act a design
needed to be an obvious or fraudulent imitation of a registered design).

(6) Design applications are registered on a formalities check only. Substantive
examination is optional, though must be requested and a design certified
before an action for infringement can be brought (under the 1906 Act
substantive examination occurred as a matter of course).

The change in legislation arose from the Australian Law Reform Commission’s
Report No. 74 Designs (Sydney, 1995) (the ALRC Repc-rt].3

A review of the Australian designs system was instigated in 2012 by Australia’s
Advisory Council on Intellectual Property (ACIP).* An issues paper was published in
September 2013, and an Options Paper was released in December 2014. In March
2015, ACIP released its Final Report,® and recommended a number of changes to the
Australian designs system, many of which are focussed on increasing harmonization
with international treaties and practice in design protection. The Final Report will be
reviewed by the Australian Government and, if the recommendations are accepted,
amendments to Australia’s Designs Act and Regulations will be proposed.

§2.02 CONVENTIONS AND LEGISLATION

Australian designs are governed by the Designs Act 2003 and the Designs\Regulations
2004 (the 2004 Regulations). These apply to all designs registered and@esign applica-
tions made under the 2003 Act or the 1906 Act.”

However, for designs and design applications originally made under the 1906
Act, certain provisions of the 1906 Act continue to apply, including those relating to
validity, infringement, examination, and the term of the registration.®

3. Explanatory Memorandum, Designs Bifl 2002 (Cth) 1.

4. Australian Government Advisory Council on Intellectual Property, Review of the Designs System
(22 Jul. 2014) <http://www.acip.gov.au/reviews/all-reviews/review-designs-system/ > .

5. ACIP Issues Paper, supra n. 1; Australian Government Advisory Council on Intellectual Property,
Review of the Designs System, Options Paper, December 2014 (*ACIP Options Paper’).

6. Australian Government Advisory Council on Intellectual Property, Review of the Designs System,

Final Report, March 2015 (‘ACIP Final Report').
. Designs Act 2003 (Cth) s. 151.
. Designs Act 2003 (Cth) ss 151-156.
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The discussion in this chapter relates to the 2003 Act. There are, however, still
Australian designs to which the substantive provisions of the 1906 Act apply. A
number of substantial differences exist between the 1906 Act and the 2003 Act,
particularly with respect to the prior art base, the test for validity, and the test for
infringement. Accordingly, if considering a design to which the 1906 Act may apply, it
is critical that as a threshold issue it is established whether the 1906 Act applies and, if
5o, in what ways it applies.

Australia is a party to the Paris Convention for the Protection of Industrial
Property (1883). See §2.07[A] below for discussion on filing applications in Australia
which claim priority from foreign design applications.

Australiais also a party to the Agreement on Trade-Related Aspects of Intellectual
Property Rights (the TRIPS Agreement) which contains specific obligations regarding
the substantive protection of ‘industrial designs’.

§2.03 SUBJECT MATTER

This section-addresses designs registered under the 2003 Act only. For designs
registered ¢nder the 1906 Act, see §2.02 of this chapter regarding the applicability of
the 190G Act.

Ny Definition/What Constitutes a Protectable Design?

The 2003 Act requires a design to be in relation to a product.” Specifically, a design in
relation to a product is defined as the overall appearance of the product resulting from
one or more visual features of the product.™

A ‘product’ is ‘a thing that is manufactured or hand made’."* A product may be:

(1) a complex product comprising at least two replaceable component parts and
permitting disassembly and reassembly;'?

(2) a component part of a complex product, provided that component is made
separately;'® or

(3) a kit which, when assembled, is a particular product.™

A product may have one or more indefinite dimensions, though restrictions
15
apply.

9. Designs Act 2003 (Cth) s. 8.
10. Designs Act 2003 (Cth) s. 5.
11. Designs Act 2003 (Cth) s. 6(1).
12. Designs Act 2003 (Cth) s. 5.
13. Designs Act 2003 (Cth) s. 6(2).
14, Designs Act 2003 (Cth) s. 6(4).
15. Designs Act 2003 (Cth) s. 6(3).
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[1] Shape, Configuration

Visual features are defined by the 2003 Act to include shape, configuration, pattern and
ornamentation of a product.'®

The 2003 Act further specifies that the feel of a product and materials used in a
product are not visual features,'” This is intended to limit design protection to the
appearance of a product only.'®

Where a product has one or more indefinite dimensions, the indefinite dimension
itself is not a visual feature. Further, if a product with indefinite dimensions has a
repeating pattern, more than one repeat of that pattern is not a visual feature.'

2] Ornamental or Functional

A visual feature of the design is to be taken into account whether or not the feature is
functional or ornamental. The 2003 Act specifically provides that visual features may,
but need not, serve a functional purpose.*” The ALRC Report considered and recom-
mended against an exclusion of designs dictated by function.?' This recommendation
was accepted by the Government.

In this regard, however, the 2003 Act requires that when assessing validity or
infringement, the freedom of the creator of the design to innovate must be taken into
account.** To this end, if a feature is purely functional and defined, for example, by
standardization, mechanical or physical constraints, the Designs Office or a court may
give less weight to that feature when considering validity and infringement.

See §2.05[B][3] below for further discussion on how freedom to innovate
influences questions of validity and infringement.

[B] Originality/Novelty
[1] Test for Originality Generally
In order to be valid, a design must be new and distinctive over the prigi ast base as it

existed before the priority date of the design.*?
A design will be new unless it is identical to another design irithe prior art base.*

16. Designs Act 2003 (Cth) s. 7(1).

17. Designs Act 2003 (Cth) s. 7(3)(a)-(b).

18. Explanatory Memorandum, Designs Act 2003 (Cth) 26.
19. Designs Act 2003 (Cth) s. 7(3)(c).

20. Designs Act 2003 (Cth) s. 7(2).

21. ALRC Report, supra n. 2, [4.49], Recommendation 25.
22, Designs Act 2003 (Cth) s. 19(2)(d).

23, Designs Act 2003 (Cth) s. 15(1).

24, Designs Act 2003 (Cth) s. 16(1).
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A design will be distinctive unless it is ‘substantially similar in overall impres-
sion’ to another design in the prior art base.*® The test of substantial similarity in
overall impression is also used to assess infringement and is discussed in detail in
§2.05[B] below.

At a general level, the substantial similarity in overall impression test is intended
to account for the fact that in design small differences in visual features can have a large
impact on the overall impression created. The test is intended to operate such that
minor or insignificant changes to a design are of limited relevance if the overall
impression remains one of substantial or significant similarity.

As discussed further in §2.05[B] below, determining whether a design is ‘sub-
stantially similar in overall impression’ to another design is a complex enquiry
involving a number of competing considerations.

The 2003 Act requires an assessment of the overall impression (as noted above)
and that greater weight must be given to similarities between designs than to
differences between designs.””

When assessing substantial similarity in overall impression, the 2003 Act further

requires that:

(1) Rezard must be had to the state of development of the prior art base.*® The
#LRC Report stated that:

The extent to which a design is substantially different will depend on the
state of the development of the prior art. A more developed prior art base
will mean smaller differences will be sufficient to result in a finding that
there is no substantial similarity.*

See §2.03[B][2] below for further discussion on which designs form part
of the prior art base. See §2.05[B][2] below for further discussion on the
consideration of the state of development of the prior art base in the
assessment of substantial similarity in overall impression.

(2) Particular regard must be had to any features identified as new and distinctive
in a Statement of Newness and Distinctiveness (if any such statement was
filed), though still within the context of the design as a whole. If no statement
was filed the appearance of the design as a whole is considered.?

(3) Where only part of a design is substantially similar to another design, regard
must be had to the amount, quality and importance of that part in the context
of the design as a whole.?

25, Designs Act 2003 (Cth) s. 16(2).
26. ALRC Report, supra n. 2, [5.15].
27, Designs Act 2003 (Cth) s. 19(1).
28, Designs Act 2003 (Cth) 5. 19(2)(a).
29. ALRC Report, supra n. 2, [5.23].
30. Designs Act 2003 (Cth) s. 19(2)(b).
31. Designs Act 2003 (Cth) s. 19(2)(c).
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(4) Regard must be had to the freedom of the creator of the design to innovate.*?
See §2.05[B][3] below for further discussion.

In assessing substantial similarity in overall impression the standard of a person
who is familiar with the product (or similar products) to which the design relates is
applied - the standard of the ‘informed user’.*® Further discussion of this standard is in
§2.05[B][1] below.

In assessing whether a registered design is new and distinctive, the comparison
is against a singular design that forms part of the prior art base. It is impermissible to
‘mosaic’ or produce a hypothetical amalgam of a number of prior art designs in order
to defeat the registration of the design in issue.*® The Federal Court of Australia has
expressly provided that “a design that combines various features, each of which can be
found in the prior art base when considered as a whole but not in any one particular
piece of prior art, is capable of being new or distinctive’,>

Although the assessment of newness and distinctiveness is made on a design-by-
design basis (i.e., without mosaicing), regard is given to the state of development of the
prior art base as noted above. This is intended to provide context to the analysis of the
designs: a more developed prior art base will support the argument that smaller
differences are sufficient to lend a design distinctiveness, while in a less developed
prior art base larger differences may be necessary to confer distinctiveness on a design.

2] Novelty

The 2003 Act provides that a design is registrable if it is new and distinctive when
compared to the prior art base for the design as it existed before the priority date of the
design.®

[a] Prior Use

The prior art base includes designs publicly used in Australia before the pritritirdate.’”

Where a design is derived from the owner (or the owner’s predecesscr in title)
and disclosed without authorization, that disclosure can be disregarded provided an
Australian design application is filed within six months of the date of the first
disclosure.’®

32. Designs Act 2003 (Cth) s. 19(2)(d).

33. Designs Act 2003 (Cth) s. 19(4).

34. Keller v. LED Technologies Pty Ltd (2010) 185 FCR 449, 503 [244]-[245] (Besanko J) (‘Keller');
LED Technologies Pty Ltd v. Elecspess Pty Ltd (2008) 80 IPR 85, 93 [12].

35. LED Technologies Pty Ltd v. Elecspess Pty Ltd (2008) 80 IPR 85,93 [12],102 [55]; Review 2 Pty Ltd
v. Redberry Enterprise Pty Ltd (2008) 173 FCR 450, 464 [60] (*Review 27).

36. Designs Act 2003 (Cth) s. 15(1).

37. Designs Act 2003 (Cth) s. 15(2)(a).

38. Designs Act 2003 (Cth) s. 17(1)(b); Designs Regulations 2004 (Cth) Reg. 2.01(3).
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Australian law does not provide a general grace period by which a design owner’s
own disclosure can be ignored. This has been flagged as an issue for consideration in
the review of the Australian designs system instigated in 2012.*

provided an Australian application is filed within six months, disclosure at an
officially recognized international exhibition can be disregarded.*

Where a design corresponds to an artistic work, Australian law also provides that
in certain circumstances previous use of the artistic work can be disregarded.** These
provisions are complex, but notably, no time limit attaches to the ability to disregard
previous use of the artistic work. A design corresponds to an artistic work where the
design embodies visual features of shape and configuration in a product that result in
a reproduction of that work.*? See §2.09[B] below for further discussion on the
relationship between design protection and copyright in artistic works.

[b] Prior Publication

The prior art base includes designs published in a document anywhere in the world
before the priority date.*

The expansion of the prior art base to beyond Australia in the 2003 Act means
that a desigr. will be compared against more information, thereby raising the eligibility
threshold’on what constitutes a registrable design that is both new and distinctive.*

£2.03[B][2][a] above discusses unauthorized disclosure, disclosure at an offi-
claily recognized international exhibition, and previous use of an artistic work. These
provisions apply to prior publication as well as prior use.

[c] Prior Application or Registration

The prior art base includes any Australian design application with an earlier priority
date (provided the application is eventually published by the Australian Designs
Office).*®

Foreign design or patent applications published after the priority date of the
registered design do not form part of the prior art base, even if the foreign application
has an earlier priority date.*®

39. ACIP Issues Paper, supra n. 1, [3.2].

40. Designs Act 2003 (Cth) s. 17(1)(a); Designs Regulations 2004 (Cth) Reg. 2.01(1).

41. Designs Act 2003 (Cth) s. 18.

42, Copyright Act 1968 (Cth) s. 74(1).

43. Designs Act 2003 (Cth) s. 15(2).

44. Commonwealth, Parliamentary Debates, House of Representatives, 11 Dec. 2002, 10081.

45. Designs Act 2003 (Cth) s. 15(2)(c).

46. Foreign applications would not fall within s. 15(2) (c) because they are not a ‘design application’
as defined in the 2003 Act,

23




§2.05 Sue Gilchrist, Stuart Irvine & Melissa Goode

C] Unobviousness (if Appropriate)

Not applicable

§2.04 DURATION OF PROTECTION

The maximum term for an Australian design to which the 2003 Act applies is ten years
from the Australian filing date.*” A single renewal fee is payable at five years from filing
to extend the registration by an additional five years.

For designs under the 1906 Act, the maximum term is sixteen years. Given the
2003 Act commenced in June 2004, designs to which the 1906 Act applies could
potentially remain in force until around June 2020.

§2.05 INFRINGEMENT

This section addresses designs registered under the 2003 Act only. For designs
registered under the 1906 Act, see §2.02 of this chapter regarding the applicability of
the 1906 Act.

The 2003 Act sets out the exclusive rights which the registered owner of a design
has during the period of registration. The exclusive rights include the right to make or
offer to make a product in relation to which the design is registered.*®

At first instance, infringement proceedings are heard by a single judge. In
Australia, no juries are used in design matters. The Federal Court*” has adopted an
individual docket system in which proceedings are allocated to a particular judge from
commencement. Typically, that judge is then involved in all stages of the proceeding
including the final hearing.

Appeals from first instance decisions are conducted before the Full Federal Court,
which is usually made up of three judges of the Federal Court (not including the judce
who heard the matter at first instance). There is an automatic right to appeat-single
judge final (but not interlocutory) decisions of the Federal Court to the Full Federal
Court, except in the case of a single judge hearing an appeal of the decision of the
Registrar, in which case leave is required to appeal the single judge decision to the Full
Court of Australia.®

Parties may also seek to appeal decisions of the Full Federal Court to the High
Court of Australia (which is the highest court in Australia). There is no automatic right
of appeal. A party must apply for ‘special leave to appeal’. Special leave is difficult to
obtain and is rarely granted (although the High Court has shown recent interest in
some intellectual property cases) and typically requires that the appeal involve a

47. Designs Act 2003 (Cth) s. 46.

48. Designs Act 2003 (Cth) s. 10(1)(a); see s. 10(1) of the Designs Act 2003 (Cth) for the other
exclusive rights.

49, The Federal Court (s. 83 of the Designs Act 2003 (Cth)) and the Federal Circuit Court (s. 83A of
the Designs Act 2003 (Cth)) have jurisdiction to hear designs matters.

50. Federal Court of Australia Act 1976 (Cth) s. 24; Designs Act 2003 (Cth) s. 87(2).
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genuine question of public importance, a difference of opinion between courts, or is
otherwise required in the interests of justice. The appeal must also have significant
prospects of success.

Infringement proceedings must be commenced within six years from the day on
which the alleged infringement occurred.

[A] Scope of Infringement Action

Under the 2003 Act, a person infringes a registered design if during the term of the
registration of the design, and without the design owner’s authorization, the person:

(1) makes or offers to make a product, in relation to which the design is
registered, which embodies a design that is identical to, or substantially
similar in overall impression to, the registered design; or

(2) imports such a product into Australia for sale, or for use for the purposes of
any trade or business; or

(3) sells, hires or otherwise disposes of, or offers to sell, hire or otherwise dispose
of, such a product; or

{4) 1ises such a product in any way for the purposes of any trade or business; or

(5) . keeps such a product for the purpose of doing any of the things mentioned in
paragraph (3) or (4).%

[B] Test for Infringement/Criteria to Constitute Infringement

In order to determine whether a product infringes a registered design, the court
assesses whether the allegedly infringing product embodies a design that is identical to,
or substantially similar in overall impression to, the registered design.

This is the same test as the one used to determine whether a design is distinctive
for the purposes of registration and validity, in line with the recommendations of the
ALRC Report, which said that ‘the infringement and distinctiveness tests should be the
same so that an infringing design is not a distinctive design and vice versa’.*
The symmetry between the test used for assessing the distinctiveness of a design and
the test used to determine whether a design has been infringed, has been described as
broadening the scope of protection.>*

As noted in §2.03[B][1] above, the 2003 Act requires an assessment of the overall
impression and that greater weight must be given to similarities between designs than
to differences between designs.” This requirement arises from an accepted ALRC

51. Designs Act 2003 (Cth) s. 71(4).
52. Designs Act 2003 (Cth) s. 71(1).
53. ALRC Report, supra n. 2, [5.22].
54. LED Technologies Pty Ltd v. Elecspess Pty Litd (2008) 80 IPR 85,107 [70].

55, Designs Act 2003 (Cth) s. 19(1).
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recommendation that common elements of designs be given more weight than
differences.®

When assessing substantial similarity in overall impression, the 2003 Act further
requires that:

(1) Regard must be had to the state of development of the prior art base (see
§2.05[B][2] below for further discussion).*”

(2) Particular regard must be had to any features identified as new and distinctive
in a Statement of Newness and Distinctiveness (if any such statement was
filed), though still within the context of the design as a whole. If no statement
was filed the appearance of the design as a whole is considered.*®

(3) Where only part of a design is substantially similar to another design, regard
must be had to the amount, quality and importance of that part in the context
of the design as a whole.*”

(4) Regard must be had to the freedom of the creator of the design to innovate
(see §2.05[B][3] below for further discussion).®

In assessing substantial similarity in overall impression, the standard of a person
who is familiar with the product (or similar products) to which the design relates is
applied - the standard of the ‘informed user’.®’ See §2.05[B][1] below for further
discussion.

In practice, the court makes a ‘studied comparison’ based upon these require-
ments.®* This comparison is between the allegedly infringing product and the regis-
tered design® and this is done in ‘the context of the whole appearance of the
designs...the whole appearance is relevant as the context for the design even though,
strictly, the design is only the distinctive visual features of the product. Greater weight
is given to distinctive features than to other parts of the design, although still in the
context of the whole of the appearance’.®*

As noted by Yates J in Multisteps citing Jacobs ] in Procter & Gamble Co v, Reckitt
Benckiser (UK) Ltd [2008] FSR 8 at [3]:

The most important things in a case about registered designs are:
1. the registered design;
2. the accused object; and
3. the prior art.

56. ALRC Report, supra n. 2, Recommendation 37: ‘The new designs legislation should give
guidance to the courts in assessing distinctiveness. It should be specified that common elements
are to be given more weight than differences.’

57. Designs Act 2003 (Cth) s. 19(2)(a).

58. Designs Act 2003 (Cth) s. 19(2)(b).

59. Designs Act 2003 (Cth) s. 19(2)(c).

60. Designs Act 2003 (Cth) s. 19(2)(d).

61. Designs Act 2003 (Cth) s. 19(4).

62. Multisteps Pty Ltd v. Source and Sell Pty Ltd [2013] 214 FCR 323, 334 [55].

63. As required by s. 71(1)(a) of the Designs Act 2003 (Cth).

64. LED Technologies Pty Lid v. Elecspess Pty Ltd (2008) 80 IPR 85, 108 [72].
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And the most important thing about each of these is what they look like. Of course
parties and judges have to try to put into words why they say a design has
‘individual character” or what the ‘overall impression produced on an ini’urmo_zd
user’ is. But ‘it takes longer to say than to see’ as | observed in Philips Electronics
NV v Remington Consumer Products Ltd (No 1) [1998] RPC 283 at 318. And words
themselves are often insufficiently precise on their own.*

1] Informed User

The standard that is used is that of a person ‘who is familiar with the product to which
the design relates, or products similar to the product to which the design relates’ and
this is referred to as the standard of the informed user.”® The 2003 Act introduced the
notion of the informed user into Australian designs law.*” This standard was recom-
mended by the ALRC, and it appears that the ALRC was inspired by the developments

in Europe to protect Community designs.*®
The informed user standard had been described as follows:

Although_it would be dangerous to attempt some comprehensive statement of

principlea tizat might be applied to the concept, it is apparent that an informed user:

1. i$ veasonably informed; not an expert but more informed than an average
consumer;

2..1s an objective standard. However, expert evidence may still be adduced in
court to assist the court in applying the informed user concept; and

3. focuses on visual features and is not concerned with internal features or
features that are not visible to the naked eye.™

In a case relating to a dress design, the Federal Court held in relation to the
informed user:

Who is the informed user? Plainly, the informed user must be a person who is
familiar with the product to which the design in question relates. Moreover, the
informed user must be a user of the class of product in question, in this case, ladies’
garments, or perhaps, more narrowly, ladies’ dresses. A designer or manufacturer
of such garments is not an informed user merely because he or she designs or
manufactures them. Further, this user is not simply an ordinary consumer: the
user must be an informed user.”

65. Cited by Yates J in Multisteps Pty Ltd v. Source and Sell Pty Lid (2013) 214 FCR 323, 332-333 [49].

66. Designs Act 2003 (Cth) s. 19(2)(d).

67. Whereas, the standard of the informed user had been adopted in the Registered Designs Act 1949
(UK). This is discussed further in Review 2 (2008) 173 FCR 450, 455-457[19]-[27] (Kenny J);
Multisteps Pty Ltd v. Source and Sell Pty Ltd [2013] 214 FCR 323, 335-358 [57]-[71] (Yates .IJ..

68. ALRC Report, supra n. 2, [5.17], which described the informed user as ‘a person who is
reasonably familiar with the nature, appearance and use of products of the relevant kind.’

69. See also Review 2 (2008) 173 FCR 450, 457 [26]; LED Technologies Pty Ltd v. Roadvision Pty Ltd
and anor (2011) 90 IPR 532, 549 [89] (Finkelstein J). Note, the ALRC Report provided that
*[d]istinctiveness should be determined by users of the design rather than design experts’: ALRC
Report, supra n. 2, [5.19].

70. LED Technologies Pty Ltd v. Elecspess Pty Ltd (2008) 80 IPR 85, 105 [59].

71. Review 2 (2008) 173 FCR 450, 455 [19] (Kenny J).
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(3) The design patent protects the design of the product itself, such as the shape
or pattern of the product; while packaging and decoration protect the exterior
packaging of the product, excluding the product itself.
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CHAPTER 6
Industrial Design Rights: Europe

Kurt Stopetie & Rutger Stoop

§6.01 . (INTRODUCTION

To-properly understand intellectual property legislation in the European Union ("EU’),
we should begin with a brief, general introduction to the EU. The start for deeper
structural collaboration between the European countries was made in 1957, when the
Treaty establishing the European Economic Community (“TEEC’) was signed in Rome.
Consisting of just Belgium, France, Italy, Luxembourg, the Netherlands and West
Germany at the time, the TEEC mainly proposed customs measures and the creation of
an internal market of goods, workers and services in its Member States. By way of the
Maastricht Treaty in 1993, which deleted the word ‘Economic’ and also introduced
provisions leading to a common currency for the Member States, the European
Community was renamed to European Union' and its functioning was further detailed
in the Treaty on the functioning of the European Unicn (‘TFEU’),* which came into
force in 2009 by the signing of the Treaty of Lisbon in 2007. As of 2013, the EU consists
of twenty-eight Member States.

One of the major goals of the EU has been the harmonization of the laws of its
Member States. The TFEU plays a considerable part in EU legislation on intellectual
property, considering the competition implications of Articles 101 and 102 in particu-
lar. For instance, Article 101 - briefly put - declares all agreements void which have as
their object or effect the restriction of competition within the internal market. Obvi-
ously, intellectual property can be a restriction on competition. However, to exclude (in

1. Despite this renaming, it is still referred to as the ‘Community” where design and trademark law
is concerned.

2. Treaty of Lisbon amending the Treaty on European Union and the Treaty establishing the
European Community, signed at Lisbon, 13 Dec. 2007, as published in the Official Journal C 306,
17 Dec. 2007, pp. 1-271, entering into force on 1 Jan. 2009.
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principle) agreements on intellectual property, a remedy is found in paragraph 3 of
Article 101 for agreements which contribute to improving the production or distriby.
tion of goods or to promoting technical or economic progress. Article 102 is alsg
relevant, because it prohibits exercising intellectual property as being incompatible
with the internal market when any abuse of a dominant position by one or more

companies within the internal market or a substantial part of that market affects trade
between Member States.

[A] Highlights of New Developments in This Jurisdiction since Last
Edition

The harmonization of intellectual property laws of the Member States of the EU has
made quite a few steps in the last decade. National design laws have been harmonized
by the Community Design Directive in 1998 (‘CDD’),? although full harmonization was
never a goal of the CDD - only those aspects which were considered relevant to the
European internal market (i.e., harmonizing the conditions for obtaining a registered
design right and to that end introducing a unitary definition of the notion of design and
of the requirements as to novelty and individual character).

Specifically for European design law, Council regulation (EC) No. 6/2002 of 12
December 2001 on Community designs came into force on 6 March 2002 (Community
Design Regulation, ‘CDR’),* while Community Design Implementation Regulation (EC)
No. 2245/2002 (‘CDIR’)® entered into force later in 2002, The CDR provides a single
Community-wide design right which ensures protection in all the EU Member States.
However, the existence of the CDR does not affect the possibility of obtaining design
protection by national applications. Where the CDD will be discussed mainly in the

national chapters of individual EU Member States, the CDR will star in this European
chapter.

§6.02 CONVENTIONS AND LEGISLATION

As the Paris Convention for the Protection of Industrial Property (‘Parjs Cenvention’)®
is relevant to intellectual property in general, it is obviously relevantfor industrial
designs as well. The Paris Convention provides general rules fo, diter alia, designs in

3. Directive 98/71/EC of the European Parliament and of the Council of 13 Oct. 1998 on the legal
protection of designs, as published in the Official Journal L 289, 28 Oct. 1998 pp. 28-35, entering
into force on 17 Oct. 1998.

4. Council Regulation (EC) No. 6/2002 of 12 Dec. 2001 on Community designs, as published in the
Official Journal L 003, 5 Jan. 2002 pp. 1-24, entering into force on 6 Mar. 2002, lastly amended
by Official Journal L 386, 29 Dec. 2006, pp. 14-16.

5. Commission Regulation (EC) No. 2245/2002 of 21 Oct. 2002 implementing Council Regulation
(EC) No. 6/2002 on Community designs, as published in the Official Journal L 341, 17 Dec. 2002
Pp 28-53, entering into force on 24 Dec. 2002.

6. Paris Convention for the Protection of Industrial Property of 20 Mar. 1883, as revised at Brussels
on 14 Dec. 1900, at Washington on 2 Jun. 1911, at The Hague on 6 Nov. 1925, at London on 2 Jun.

1934, at Lisbon on 31 Oct. 1958, and at Stockholm on 14 Jul. 1967, and as amended on 28 Sep.
1979,
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ect of priority rights (Article 5 Paris Convention] ar_ld regardinﬂg temporary protec-

r.esp rtain international exhibitions (Article 11 Paris Convention). Also, since the
tm\;r;s?;;eof Lisbon in 1958, parties to the Paris Convention are obliged to grant
re ;

i i i igns.
pmle‘flfi;; i);rlgedmuzt;ila]oiesTg;derRelated Aspects of Intellectual Property Ri_ghts
(“TRIPS) 7 provides for a minimum protection mljeshold for industrial de.s.igns [A{lim:l:lesr
25 and 26 TRIPs). For instance, it requires parties to TR_IPs to protect mdeper} er; y
created industrial designs that are new or original. Pamea_:, to TRIPs can require that
designs are not new or original if they do not significantly QJffer from known d:?mgnls-l 011
combinations of known design features, and can also require [hflt such prqtectm‘n sha
not extend to designs dictated essentially by technical or. functmnal_ cogsrderatmns.

For substantially more important legislation on design protection in the EU, 011-:8
must look to the TFEU, as the application of Articles 101 and 102 may affect the
enforceability of design rights (see the introductory remarks above). _ G

The CDR aims at facilitating the free movement F'f goadsl anq services, by
breaking down existing intra-Community barriers of 'nauanal 1eglslat19n for design
protection. However, and perhaps somewhat C({leadlct?[y, _thnse barrllers have Fmt
been truly breken down. The Member States’ national l_eglslauon for design pro[z_er:%mn
continues (0 exist independently of the design pmtecngn q[fered by CDI_I, albeit hlln a
harmonized way as a result of the CDD. This is to .mal_ntam an alternative forst ose
havivg only a commercial interest in design prutectu_m in only a few Membefr hta;esi
Those seeking protection by way of national design tlghts should be aware of the fac
(:at national protection may differ between individual Me:mb_m: States. For more
information on this, reference is made to the chapters on the lnd.i‘.jldllal EU cou‘mnesc.1

The CDR provides unified Community-wide design protectlgn; both reglsterle
(registered Community design, ‘RCD’) and unrggm.}ered (unregistered ICo_mrgun_ni
design, ‘UCD’). As a consequence, a single apphcat%on for an -RCD r_e:.su t:? in ?Slgd
protection in all of the countries within the Community. A special position is assigne
to Belgium, the Netherlands and Luxembourg, as these Fhree Member Stalttes a_are
together regarded as a single Member State (the Benelux), with a single adm.lms}l:;?}uve
body for intellectual property: the Benelux Office for Ir.ltei]_.ecm‘al Property (‘BO ]1.<

Article 2 CDR appoints the Office for Harmonization in the Fmernal Market
(Trademarks and Designs) as the central EU administrative bgdy carrying out T.I‘-lE-[ElSkS
specified in the CDR (‘OHIM’).® Situated in Alicante, Sp:am. F)Hll\r.l j.ras ongln\fti]l_y
established pursuant to the Community Trademark Rfeguiauon (‘CTR’). Tl_le OHIL }is
responsible for the register of Community designs (Al_'tlcle 72 C]?R] ann_i pubhshe; in Ttrh e
Official Journal as well as in its own Community Designs Bulletin (Article 73 CDR). The

i Establishing the World Trade
7. The TRIPs Agreement is Annex 1C of the Marrakesh Agreement shin
Organizatia‘?fsigned in Marrakesh, Morocco on 15 Apr. 1994, and entering into force on 1 Jan.
1995, )
i islation, OHIM will be renamed the European
8. As the proposed changes in EU trademark ]egislguqn, 2 |
Unilznir[nteillz.ectf]ai FropEI‘ngJ Difice [‘EU IPO’). For editorial purposes, we will continue to refer to
OHIM in this edition. .
9. CumeillnRegu]alion (EC) No. 40/94 of 20 Dec. 1993 on the Community grademark, aI:nended by
Council Regulation (EC) No. 207,/2009 of 26 Feb. 2009 on the Community trademark.
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Official Journal mainly covers general EU implementing dealings, and thus also EJ
legislation relating to designs and trademarks, as well as case law of the General Court
and the EU Court of Justice. The Bulletin deals specifically with information of, and
OHIM decisions on, applications of Community designs and nullity requests against
Community designs.

Each Member State has designated at least one Community design court in its
territory, which can hear civil proceedings, such as those for infringement and
invalidity (Article 80 CDR).

§6.03 SUBJECT MATTER
[A] Definition/What Constitutes a Protectable Design?

The CDR introduces a two-tier protection system, creating two distinct types of design
protection: the UCD and the RCD (Article 1(2) CDR). The former arises without the
need for specific formalities, by the simple fact that the design is disclosed to the public
in the manner provided for in the CDR (see also §6.04). A registered design can only be
obtained by registration in accordance with the registration procedure as set out in the
CDR. National design rights coexist with a Community design. However, provisions are
included to ensure that all the design rights are enforced consistently.,

The two Community design rights complement each other. The first, a short-term
unregistered design right, is mostly of use for industries producing large numbers of
designs for products with a short lifecycle. These require shorter protection with fewer
formalities and do not merit the expense of registration (e.g., fashion designs). Such
designs are protected for a period of three years from the date on which the design was
first made available to the public. A UCD therefore offers a relatively easy and attractive
way of protection within the Community. The second form of protection, a longer-terin
registered design right, is intended for those sectors which need greater legal certainty
and longer-term protection. Apart from the complementary nature of these (wo
different protection regimes, they can also be used intelligently in the ‘first cwelve
months after a design is disclosed to the public, by initially relying on the protection of
a UCD and only registering this design as an RCD with OHIM if it has proven to be a
commercial success that is being imitated by third parties.

For the purpose of the CDD and the CDR, a ‘design’ is defined as the appearance
of the whole or a part of the product resulting from the features of, in particular, the
lines, contours, colours, shape, texture and/or materials of the product itself and/or its
ornamentation (Article 3(a) CDR). The list of features of appearance is not intended to
be exhaustive. Further, Article 4(1) CDR provides that a design shall be protected to the
extent that it is new and has individual character (see further §6.03[B]).

The term ‘product’ includes any industrial or handicraft item including parts
intended to be assembled into a complex product, packaging, get-up graphic symbols
and typographic typefaces, but excluding computer programs (Article 3(b) CDR). The
definition makes it clear that colours can constitute part of a design. A design can cover
both two- and three-dimensional features of appearance. In any case, according to
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Article 9 of the CDR, a design contrary to public policy or to accepted principles of
morality is excluded from protection.

1] Shape, Configuration

The wording ‘appearance’ is somewhat unclear and seems tc‘: be restricted to the
tangible features of a design, and it seems not to include gspects like taste, sound, smell
and what is known as the ‘look and feel’ of a design. Recital 11 of 1@9 CDD mak_es clear
that protection is granted for those design features of a prf::cluc[, in jwt?oie or in par[lg
shown visibly in an application and disclosed to the public. In clarifying the o'vzra
impression of the filed design, the PepsiCo-judgment held th::}t the actual tradfed pro L}ct
to which the design is applied can be taken into account in order Fo c0{1f1rm earlier
conclusions on the characteristics of the design as shown in the re:glslratlonk becausz
the person comparing the products is not the ‘average consumer but the ‘informe
user’ (more on this in §6.03[B][1])."° . _

The definition of a design makes clear that a design can also consist of the
appearance of a part of a product. Pursuant to Article 3(c) CDR,_a complex producft]
means a preduct which is composed of multiple components »?rhsc_h can be replace
permitting disassembly and reassembly of the product. Protection is not extendedl tE
compenert parts which are not visible during normal use of a p‘ro_ducl or whic
theinssives would not fulfil the requirements as to novelty and H‘ldl-\?‘ldllal chara_lcter

Awticle 4(2) CDR).!! However, component parts do not have to b? visible at all t}nlles
;;uring normal use by the end user (‘normal use’ does_not cover maintenance, sgwmfng
or repair work — Article 4(3) CDR). Having said that, it should b_e not_e@ that designs for
the purpose of the repair of a complex product, so as to restore its original appearance,
are excluded from protection (Article 110(1) CDR).

[2] Ornamental or Functional

Functional use is not a requirement. However, it remains unclear whether des}gns (_Jnly
suitable for ornamental use can be filed for a wide range of design ca?egories, s.mce
protection is given to a product in concreto. However, the fact ll'Eat a demgn_has gained
a new function does not simply mean that independent design pmtecn(‘m can b.e
obtained.’? No specific guidance has yet been issued by the EU Court of Justice on this
point of law. -

Article 8(1) CDR provides that a design right shall not 5ul_3515[ of fel&tures of
appearance of a product which are solely dictated by its technical function. Also
excluded from Community design protection are features of the apps?aranc_e Df.a
product which must necessarily be reproduced in their exact form and dimensions in

10. EU Court of Justice 20 Oct. 2011, C-281/10 P, ECLI:EU:Crz{J!I;E_?S' ;Pep.f‘iCGJ, para. 73.

11. General Court EU 3 Oct. 2014, T-39/13, ECLJ':EU:T:ZGM._'SSE (Ntewm.-;ka/BHIM,F. "

12, Court of Appeal OHIM 25 Jan, 2008, R84/2007-3 (Ferrari/Dansk Supemufrked]_. SupremLt; c:lm
of Judicature Court of Appeal (Civil Division) 23 Apr. 2008, [2008] E\.?'.CA Civ 358 (Laundry
balls) and Court of Appeal The Hague 17 May 2011, [ER 59/442 (I-Drain/ESS), para. 10.
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order to permit the product in which the design is incorporated or to which it is applied
to be mechanically connected to or placed in, around or against another product so that
either product may perform its function, but can subsist in a design serving the purpose

of allowing the multiple assembly or connection of mutually interchangeable products
within a modular system (Article 8(2-3) CDR).

[B] Originality/Novelty
[1] Test for Originality Generally

Protection is awarded to a design by the CDR to the extent that it is new and has an
individual character (Article 4(1) CDR). These requirements apply equally to UCDs and
RCDs. A design is considered to have individual character if the overall impression it
produces on the informed user differs from the overall impression produced on such a
user by any design which was disclosed to the public before the date of filing or the date
of priority. In assessing individual character, the degree of freedom of the designer in
developing the design is taken into consideration as well.'?

Thus, the individual character is assessed by comparing the impression produced
by the design on the informed user with the impression created by earlier designs. The
informed user will make a direct comparison between the designs at issue because that
type of comparison actually relates to the impression produced on that user by earlier
individualized and defined designs, as opposed to an amalgam of specific features or
parts of earlier designs.'*

According to the PepsiCo-decision, the concept of an ‘informed user’ must be
understood as lying somewhere between that of the average consumer, as defined in
trademark matters, who need not have any specific knowledge and who normally
makes no direct comparison between the trademarks in dispute, and the sector exper,
who is an expert with detailed technical expertise and who is able to distinguish
potentially minimal differences between existing designs. Thus, the conceni of the
informed user may be understood as referring not to a user of average attention, but to
a particularly observant one, either because of his personal experience or his extensive
knowledge of the sector in question.'® As regards the informed user’s 1&vel of attention:
although the informed user is not the well-informed and reasondniy observant and
circumspect average consumer who normally perceives a design as a whole and does
not proceed to analyse its various details, he is also not an expert or specialist capable
of observing in detail the minimal differences that may exist between the designs in
conflict. Thus, the qualifier ‘informed’ suggests that, without being a designer or a
technical expert, the user knows the various designs which exist in the sector

13. General Court EU 7 Nov. 2013, T-666,/11, ECLI:EU-T:2014:852 (Budziewska/OHIM). Also see
General Court EU 9 Sep. 2014, T-494/12, ECLF-EU-T:2014:757 (Biscuit),

14. ECJ 19 Jun. 2014, C-345/13, ECLI:EU:C:2014:2013 (Karen Millen Fashions Ltd v. Dunnes Stores

and Dunnes Stores (Limerick) Ltd), paras 26 and 35, with reference to ECJ 20 Oct, 2011,

C-281/10 P, ECLLI:EU:C:2011:679 (PepsiCo), para. 55, and ECJ 18 Oct. 2012, C-101/11 P and

C-102/11 P, EU:C:2012:641 (Neunan and Others v. José Manuel Baena Grupo), para. 54.

15. ECJ 20 Oct. 2011, C-281/10 P, ECLI:EU:C:2011:679 (PepsiCo), para. 53.
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oncerned, possesses a certain degree of knowledge with regard to th-.s features which
fhose designs normally include, and, as a result of his interest in the] _producls
: o
concerned, shows a relatively high degree of attention when he uses them.

2] Novelty

The novelty test is satisfied if no identical design has he?n disclr.;sed to thi1 1;mbhasi btefotr;
the filing date or priority date within the Co[_nmum[.y. Des_lgns are Reeme 0
identical if their features differ only in immaterial details (Article 5 CDR). —

Both an RCD and a UCD require such novelty. In case of an RC.D, such a design
is considered new if no identical design has been disclosed to the [.Jub!lc befo-re the date
of the filing of the design application. In case of a UCD, s_,uch a design is cea_nsnderedrlr.:.er\:r
if no identical design has been disclosed to the public F:efore the design for which
protection is sought has been made available to the public.

[a] Prior Use

Neither noveity nor individual character will be prejugic?d by any disclosure duTll_li:ng
the twel e months leading up to the filing of an application [Artn_:ie 7_’[2] C_DE}. Ei
desizher ‘or his successor in title is given a twelve-month grace p_erwd in whic tlo t?s

the market with his design, but at any time during that Perlpd he CEII:-l apply ;rr
L zistration without fear that he will have invalidated an apph-:atmnl for registration ¥
h]g own prior use. This is particularly useful for desifgners who w1s_h to expose their
efforts to the public to judge their reaction before der:*idm_g whether_ to incur the expense
of registration. The same provision applies if the pFlor d1§closure in the one year grac&;
period was filed by a third party who obtained 11111§ d;.'mgr}_ as a result of an abuse o

i in relation to the designer or his beneficiaries.

mnﬁdgﬁzigil:: Ltl\?relve-monlh period, designs will be awa{ded protecltion without thje
need for registration, and for up to three years as an unreglstered design. Howevezr.h it
should be noted that a UCD confers on its holder only the r1_ght to prevent the use of tze
design by any third party if that use results from copying the UCD (Article 19(2)

CDR)."

[b] Prior Publication

For the purposes of Articles 5 and 6 CDR, a design is deemed m_be disclosed to the
public if published, exhibited, used in trade or otherwise disclosed in the norma! cm.u‘se
of business of the relevant sector within the Community, other than under obligations

i :C: : [ 59.
16. Oct. 2011, C-281/10 P, ELL!.‘EU,LEU? 1:679 ffl’egsﬂf_uj, para. . o
17 i%i(fr?ﬂing to Dutch case law, if there is sufficient similarity bmf.'lween_ the dIe5|gns, copyéng a]s
' presumed on the basis of the earlier design having been copied unintentionally (see Dutch
Supreme Court 21 Feb. 1992, NJ 1993, 164 (Barbie)).
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of confidentiality. This means that a design is not rendered invalid just because there
was a similar design somewhere else in the world (Article 7 CDR).

The EU Court of Justice clarified that it is possible that a design may not
reasonably have become known in the normal course of business to the circles
specialized in the sector concerned, operating within the EU, even though it was
disclosed to third parties without any explicit or implicit conditions of confidentiality,
if it has been made available to only one company in that sector or has been presented
only in the showrooms of a company outside the EU.'*

[c] Prior Application or Registration

In accordance with the Paris Convention and TRIPs, the CDR states in Article 41 that a
right of priority can be obtained of six months from the date of filing of the first
application. Consequently, any subsequent filing in any of the other countries that
signed the Paris Convention or TRIPs before the expiration of that six-month period
shall not be invalidated by reason of any acts accomplished in this period. Rights
acquired by third parties before the date on which the right of priority is based, are
reserved in accordance with the domestic legislation of each country that signed the
Paris Convention or TRIPs (Article 4B Paris Convention).

An RCD application or registration may be invalidated based on Article 25(1) (d)
CDR if it gets in conflict with a prior design which has been disclosed after the date of
filing of the application or, if a priority is claimed, the date of priority of the RCD, and
which is protected from a date prior to the said date by an RCD or an application for
such a design, or by a registered design right of a Member State or an application for
such a right, or by a design right registered under the Geneva Act of the Hague
Agreement concerning the international registration of industrial designs' or by an
application for such a right.

§6.04 DURATION OF PROTECTION

For the duration of the protection of an RCD, the date of the filing of the.anplication is
determinative. The duration of the protection initially covers five yzars'as of the filing
date, but can be renewed for four additional and consecutive teims of five years,
leading to a maximum protection period of twenty-five years (Article 12 CDR).

As the UCD sets a low formal threshold for obtaining such design, the maximum
protection period is considerably shortened to a non-renewable three-year period. This
period commences as from the date on which the design was first made available to the
public within the Community (Article 11(1) CDR). Such a design is first made available
to the public within the Community if it has been published, exhibited, used in trade or
otherwise disclosed, except where these events could not reasonably have become

18. EU Court of Justice 13 Feb. 2014, C-479/12, ECLL:EU:C:2014:75 (Gautzsch/Duna), para. 36.
19. Adopted in Geneva on 2 Jul. 1999,
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known in the normal course of business to the circles specialized in the sector
concerned, operating within the Community (Article 11(2) CDR].

An effect of this criterion is that the moment of first global introduction does not
necessarily coincide with the commencement date of the protection period for an UCD.
Indeed, the design has to be made available to the public within the territory of the
Community in such a way that, in the normal course of business, these events could
reasonably have become known to the specialists in the sector concerned (see Article
11(2) in conjunction with Article 110a(5) CDR).

§6.05 INFRINGEMENT
[A] Scope of the Infringement Action

Article 19(1) CDR provides that the holder of an RCD has the exclusive right to use his
design. This use covers the making, offering, putting on the market, importing,
exporting or making use of a product in which the design is incorporated or to which
it is applied, or stocking such a product for those purposes. This right extends to any
third party whowses a design that does not produce a different overall impression on
informed Alsers, including the third party holder of a Community design registered
later.2%Tn this context, it should be stressed that RCDs are not examined on material
groiniis, but only on compliance with formal requirements as set out in Article 36(1)
vArticle 45 CDR).

The same rights are conferred on the holder of a UCD, but only if the contested
use results from copying the protected design. If the contested use is the result of an
independent work of creation by a designer who may be reasonably thought to be
unfamiliar with the design disclosed to the public by the holder, it will not be deemed
to be the result from copying (Article 19(2) CDR). The burden of proof lies with the
holder of the UCD,?* but if the similarity between the designs is high, the Dutch courts
will assume that the later design is the result of copying.**

[B] Test for Infringement/Criteria to Constitute Infringement

If a design, which includes a design registered later, does not produce a different overall
impression on the informed user, this design falls within the protective scope of the
Community design (Article 10(1) CDR). Article 8 CDR provides that the protection of
the Community design does not apply to the parts of the design that are the result of the
technical function. According to Article 10(2) CDR, the degree of freedom of the
designer in developing his design shall be taken into consideration in assessing
the scope of protection of the Community design.

20. EU Court of Justice 16 Feb. 2012, C-488/10, ECLI:EU:C:2012:88 (Celaya v. Proyectos), para. 52.

21. EU Court of Justice 13 Feb. 2014, C-479/12, ECLLEU:C:2014:75 (Gautzsch v. Joseph Duna),
para. 44.

22. Dutch Supreme Court 21 Feb. 1992, NJ 1993, 164 (Barbie).
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In determining the overall impression of both designs, only the parts of the
designs visible during normal use of the product to which the design is applied are
considered. It is therefore recommended to bear the use of the product in mind whep
determining the protective scope of the design. Non-visible elements should not be
used in assessing the originality of the later design.??

[C] Standing to Sue

Article 14(1) CDR provides that the designer or his beneficiary holds the right to the
Community design. In case two designers have jointly developed a design, the right to
the Community design shall vest in them jointly (Article 14(2) CDR). Article 14(3) CDR
provides that, unless otherwise agreed or specified under national law, the design that
is developed by an employee in the execution of his duties or following the instructions
given by his employer, shall vest in the employer. The provision of Article 14(3) CDR

does not apply to Community designs that have been produced as a

result of a
commission.?*

The holder of a design right can bring infringement claims against any third party
that uses his design without his consent (Article 19 CDR).

[D] Remedies for Infringement

Aholder of a Community design has a wide range of remedies at his disposal in case of
infringement or threatened infringement. Where a Community design court finds that
the defendant has infringed or threatened to infringe a Community design, it will -
barring special reasons for not doing so - order the following:

(i) an order prohibiting the infringer from continuing with the acts which have
infringed or would infringe the Community design;

(ii) an order to seize the infringing products;

(iii) an order to seize materials and implements predominantly used is order to
manufacture the infringing goods, if the owner knew the effect for which
such use was intended or if such effect would have bewn
circumstances; and

(iv) any further order imposing appropriate sanctions by the law of the Member
State in which the acts of infringement or threatened infringement are
committed, including its private international law (Article 89(1)).

sovious in the

Equally important is that the Community design court will take measures in
accordance with national law which are aimed at ensuring compliance with the orders
made, such as the forfeiture of penalties in case of non-compliance.

Notably, under the CDR, Member States are allowed to provide even more
remedies to holders of a Community design than provided for in the CDR. As a

23. General Court EU 9 Sep. 2014, T-494/12, ECLI-EU-T-2014:757 (Biscuit), para. 31.
24. Court of Justice EU, 2 Jul. 2009, C-32/08, ECLI:EU:C:2009:418 (FEIA v. Cul de Sac), para. 79.
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consequence of such national legislation and combined with national rglu;s ];)f ;:mcifs-
dure, right holders can to some extent cherry-pick a Mgmber State whic esl sll_:ti

‘r’needs for enforcing their design rights. For example, in th.e Ne_therlands the holder
. Community design not only has many more remedies at its disposal as compared
Of ah ?:DR but an infringer will in principle also be ordered to compensatet tpe full legal
[ [1: of thﬂ:a right holder. In combination with easy court access for provisional relief,
f}c:lz makes th: Netherlands an attractive and strategically important entry for enforce-
ment of IP-rights in the EU.

§6.00 DEFENCES TO INFRINGEMENT

Defences are mainly focussed on the validity of the Iin.voked Community n_iers;gn _.'md ;:;
non-infringement. The defences regarding _the validity of the_Cor_nmu;nlyC esi;gnunit
mainly the same as the test which is done in case of the application of a Com y
i .03). ‘
d%lglc{:iiifi?l; 131 Article 24(1) CDR, an RCD can .be .declared im_ralid bya ComFu?J;E
design court oA the basis of a counterclaim in infringing proceedings or D(Iil ap(IiJ iat ilcle
to the Office. Sven if the Community design has lagsed or has been surre{-ilC ;rg ; HI o
24(2) prévides that the design can still be declared llIlV?].ld. The case for : ds iss fom{
differ>n). UCDs can be declared invalid by an apphcatmr} to a Community esngg_ "
¢r v a'counterclaim in infringement proceedings (Article 24(3) CD_F:}. Ac_{:or ing
A t‘u;le 80 CDR, each Member State has a limited number of CO[‘I]II}UIIII?J c_iesrgn courtsi
. Article 25 CDR sums up an exhaustive list of grounds for invalidity. The mos
important ones will be discussed below.

[A]  Validity

The CDR contains an exhaustive list of validity defences. Article 26(1) CDR provides
that if a Community design is invalidated, it is deemed to not have had, as fr_om t.he
outset, the effects specified in the CDR, to the extent that it has been declared invalid.

[1] Not Novel/Original

A possible defence to an infringement claim is to challenge ﬂ1§ Coml_'numtycde;lgr} Z
required novelty. The requirements for novelty are selt out in Article 5 .D l. °
determine the novelty of a design, it is compared with designs that have bF.I'El'L disclose
earlier. Likewise, if the Community design does not meet the re_qL_urements for
individual character (Article 6 CDR), it is not considered to l_:e original, al't‘d caln
therefore not be a valid Community design. If the :averal! impression of both designs is
the same, the contested design lacks originality.*

25. General Court EU 22 Jun. 2010, T-153/08, ECLL:EU:T:2010:248 (Shenzen Taider/OHIM),
para. 75.
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Juan Carlos Syarg,

(iv) Offering for sale or put in circulation products covered by a patent/des;

knowing they were manufactured or processed without the consent of th
patent owner. ]

(v) Using patented processes without the consent of the patent owner or withoyy
the corresponding licence, i
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CHAPTER 14

Industrial Design Rights: The Netherlands

Kurt Stopetie & Rutger Stoop

§14.01 T TTRODUCTION

Indvsitial designs were not protected as such in the Netherlands until 1975, when the
Uniloem Benelux Act on designs or models (‘UBDA’) came into force.! Until that time,
design protection in the Netherlands could only be based on copyright law and
unlawful act (slavish imitation). Even though these two legal grounds are still offering
juxtaposed protection to designs in the Netherlands today, designs are now protected
in more efficient and harmonized ways under dedicated Benelux and European law.

The UBDA introduced uniform legislation, harmonizing law on designs and
models in the Benelux countries (Belgium, the Netherlands and Luxembourg). With
the appointment of the Benelux Office for Designs or Models as its administrative body
(‘BOD’, seated in The Hague), the harmonization of the trademark laws of these three
countries has been ensured. The UBDA was changed by protocols three times, the last
time on 20 June 2002. This change aligned the UBDA with the Community Design
Directive (‘CDD’) of 1998.7

[A] Highlights of New Developments in This Jurisdiction since the Last
Edition

As can likely be said for all Member States of the European Union, a lot has changed
since the CDD and the Community Design Regulation (‘CDR’)? entered into force in

1. Uniform Benelux Act on designs or models, entry into force (as between Belgium, Luxembourg
and the Netherlands) on 1 Jan. 1974; entry into force of the Uniform Law: 1 Jan. 1975.

2. Directive 98/71/EC of the European Parliament and of the Council of 13 Oct. 1998 on the legal
protection of designs, as published in the Official Journal L 289, 28 Oct. 1998 pp. 28-35, entry into
force on 17 Oct. 1998.

3. Council Regulation (EC) No. 6/2002 of 12 Dec. 2001 on Community designs, published in Official
Journal L 003, 05 Jan. 2002 pp 1-24, entry into force on 6 Mar. 2002.

241




§14.03[A] Kurt Stipetie & Rutger Stoop

1998 and 2002 respectively. Compared to where our last edition left off, Bene|

ux
legislation has changed profoundly on the back of the CDR and CDD.

§14.02 CONVENTIONS AND LEGISLATION

Although the CDD was never meant to fully harmonize the legislation of the Ell
Member States (see also the European chapter), the implementation of the CDD intq
the national law of the Member States brought substantial changes to Benelyx law,
Rather than the Benelux Court of Justice, the Court of Justice of the European Unigp
(‘CoJ EU’) is now the highest judicial body.

Primarily for cost and legislative efficiency reasons, the UBDA and the Uniform
Benelux Trademark Act (‘"UBTA’) were replaced and merged into the Benelux Conven-
tion on Intellectual Property (‘BCIP’) on 1 September 2006.* The BCIP also merged the
BOD and the administrative body pursuant to the UBTA (the Benelux Trademark
Office) into the Benelux Office for Intellectual Property (‘BOIP’) which is seated in The
Hague. It did not, however, change any substantive law.

Because of their longtime common legislation on trademarks and designs, the
Benelux countries are regarded as a single Member State in a European trademark ang
design context. The most telling manifestation of this in practice is the appointment in
the CDR of the BOIP as the single central industrial property office for these three
countries (Article 35(1)(c) CDR). Thus, while an application for a Community-wide
design is made on the national level elsewhere in Europe (see also the European
chapter), in the Benelux countries applicants can apply for such registered Community
design (‘RCD’) with the BOIP (in addition to the OHIM).

Other international agreements to which the Netherlands is party and relevant
specifically to industrial designs are the Hague Agreement concerning the international
registration of industrial designs and the Locarno Agreement establishing an interna-
tional classification for industrial designs. More general agreements on industiia
property applicable to the Netherlands as well, are the Paris Convention o1 the
protection of industrial property and the Agreement on Trade-Related Aspacts of
Intellectual Property Rights (TRIPs).

§14.03 SUBJECT MATTER
[A] Definition/What Constitutes a Protectable Design?

Under Article 3.1(1) BCIP, a design is protected to the extent that it is new and has
individual character. Article 3.1(2) provides that the appearance of the whole or a part
of a product is regarded as a design. The latter falls into two distinctive categories:

‘designs’ (two-dimensional) and ‘models’ (three-dimensional). The BCIP uses ‘design’
to cover both categories.

4. Benelux Convention on Intellectual Property (Trademarks and Designs) of 25 Feb. 2005, entry
into force on 1 Sep. 2006.
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within the definition of ‘design’, two key elements are of inu_erest; applearanFe

d product. Article 3.1(3) provides that a product’s appearance is determined, in

. ‘p lar, through the features of the lines, contours, colours, shape, texture and,for

paﬂlC‘:l E ,of the product itself and/or its ornamentation. This is not an exhaustive list.

N earance of a product has to be new and in possession of individual character

.{:fﬁi?; 3.1(1) and 3.3 BCIP, see further §14.03[B]). A?cordin_g to J:Knicie 3.1(4) BCIP,

roduct means any industrial or handicraft item, mFludmg, for exargple, p;ris

A inded to be assembled into a complex product, packaging, get-up, graphic symbols
f:;d typographic typefaces (also see §14.03[B]).

(1] Shape and Configuration

The appearance of a product is pivotal for the protection of a design. Under '::ulI_rL:-ntl caisee
law, it seems that only visual elements are protectable, and not elements like taste,
Sﬂmdﬁgﬂg;i[a;d:g‘:ién will be granted if the filing does not sufficiently reveal the
characteristics of-the design (Article 3.6(f) BCIP). The bgsis of pmte.cnon ﬁs Elojl ihi:
actual traded ntotuct but the appearance of the product filed as a design. The n%h
decisive arid-kas to demonstrate that the appearance of the product me.:tsq E:
requirerizants of protection. This does not necessarily mean the}I the ﬂro» uc s
marketed and sold is not significant at all. The (rac?ed product to u:rhu:h the elslgrfi v;h
apulied can be taken into account in legal proceedings as far as this helps to clarify the
-y ['?}i;ggésign right can be based on the entire appearance of a product. Hm;f\‘re;,
the design right can also be related to a component par‘t of a complex product ( élt et
3.4(1) BCIP). A complex product is defined by_ Article 3.4(2) BCIP as a produzt
composed of multiple parts that may be replaced in _such a way as to allow a pro 1;
to be taken apart and reassembled. Designs consisting of such c_ornponenl plans ofa
complex product may be registered as a design, but they must satisfy the r_equirementi
of Article 3.4 BCIP. The first requirement is that the component part, once.mcorporate
into the complex product, must remain visible during normal u_se [Afﬂclf.f 3.4(1)(a)
BCIP). Normal use means use by the end user with the e‘xceptmq of malntenfn?;;a,
servicing or repair (Article 3.4(3) BCIP). The second requaremenf is that the 's.r1s1l e
features of the component part must in themselves satisfy lh-?“ requirements of nove ty
and individual character (Article 3.4(1) (b) BCIP). Both requirements are cumulative.

12] Ornamental or Functional

Functionality is no longer required for a product since the last amendment of the UBDA
entered into force in 2003, Products only suitable for ornamental use can now also be
registered as a design (e.g., sculptures). However, the rig%lt to a design still has to rel;ne
to a product in concreto. A design that is merely file_d for ornamental purposes, but
which can be used for all kinds of applications, is void.
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This raises the question of what impact all this has on the ‘doctrine of specialty’,
Before 2003 the three aspects of appearance, product and functional use could not he
assessed separately. Under the doctrine of specialty, the known outer appearance of 4
product could be protected as an independent design right if it had a differen;
functionality. The doctrine was developed on the basis of the Supreme Courp'g
judgment in the Kinderkapperstoel case, in which a pedal car mounted on the bottom
of a barber chair was considered a different product than a pedal car. The barber chajr
was therefore entitled to independent design protection.’

In their joint comments to this last amendment of the UBDA, the governments of
the Benelux countries noted that, in their view, the doctrine of Kinderkapperstoel Was
still applicable, because design protection is linked to a product through the definitiong
of design and product. However, this view was criticized in literature.

In the Netherlands, the Hague Court of Appeal held in its I-Drain decision that the
fact that the appearance of a product has been applied to some other product no longer

acknowledged that this meant a deviation from the Kz'nderkappersmef—doctrine, but
held that the Kinderkapperstoel judgment was made before 2003 and that the doctrine
was no longer supported by literature.®

Considering these divergent views, and the lack of guidance from the CoJ EU, it
remains unclear what is left of the ‘doctrine of specialty’ under current (EU) design law,

[B] Originality/Novelty
1] Test for Originality Generally

A design merits protection to the extent that it is new and has individual character. In
assessing novelty and individual character, the filed design must be compared with
earlier designs that were disclosed to the public before the date of filing.

Pursuant to Article 3.3(2) BCIP, a design is considered to have individual
character if the overall impression it produces on ‘the informed user’ diffefs-f91n the
overall impression produced on such a user by any design which was disclosed to the
public before the date of filing or the date of priority. In assessing individua] character,
the degree of freedom of the creator in developing the design is tak%en into consider-
ation. Accordingly, three subtests have to be applied in determining the individual
character, which will be discussed successively: the overall impression, the ‘informed
user’ and the degree of freedom of the creator.

The ‘overall impression’ test requires a comparison between the design for which
an application has been filed and prior designs, made from the viewpoint of the
‘informed user’. If there is no similarity, the design is deemed to have individual
character. Citing the CoJ EU: ‘the overall impression which that design produces on the
informed user must be different from that produced on such a user not by a

5. Dutch Supreme Court 10 Mar. 1995, NJ 1995, 670, {Kfnderkappersme!].
6. Court of Appeal The Hague 17 May 2011, IER 201 1/59, p. 442 (I-Drain), para. 10.
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combination of features taken in isolation ansi c.irawn from a number of earller] demgr;)sé
but by one or more earlier designs, taken ir{diﬂdual}y’. Thus, the asses?smenl has to
pased on the overall impression of the design considered as a whole. el
The (fictitious) ‘informed user’ is not the average congumer, b}ul a particu ar};
observant one, either because of his personal experience or his extens%ve know]edﬁbo
the sector in question. As regards the informed user’s level of aT;IEIlthIH, the qualifier
‘informed’ suggests that, without being a designer or a technical expert, this user
knows the various designs which exist in the sector concerneq, pnssessels; a celrtzm
degree of knowledge with regard to the features which those designs normally ;lndc ude,
and, as a result of his interest in the products concerned, shows a relatively hig egree
of attention when he uses them.® _ |
The third subtest is that of the degree of the freedom of the creatior in preparing
the design. If the creator’s freedom is h‘mited_ b5f Functmnal reqmrements,_ even
relatively small differences can contribute to the individual character of the design.

2] Novelty

According fo Aiticle 3.3(1) BCIP, a design is considered new_ if no identical desigp ,htE'lS
been disciosed to the public on the filing or priority date. ‘plsleosure to the pub_irc ;,
the creator is also prejudicial to novelty. The novelty criterion must be considere
objécuvely: the creator’s knowledge is not relevans‘ . = "

Designs must be deemed to be identical if theu’_ features differ ley in lmmaten:a
getails. The overall impression produced on the m?orm_ed user is not rel(—_:vam in
assessing the novelty of the design. The only critencq is whether the designs are
identical or not, without any reference to a specific public.

[a] Prior Use

Article 3.3(4) BCIP regulates circumstances under which ‘disclosure to the public’ is
not prejudicial to novelty and individual character. In order tp assess ‘novellty a_nd
individual character, the disclosure of a design will not be taken 1n?o cmllsmerauon ifa
design for which protection is claimed under a registered 4_:1e51gn right ha_s . beer;
disclosed to the public during the twelve-month period precedmg the date of flhng 0
the application or the date of priority. This period of timie is the so-called grace period,
which can be characterized as an exception to the requirement u_f novelty. ‘
Article 3.3(4)(a) BCIP deals with the disclosure to the public by the creator, his
beneficiary, or a third person, based on information provided or acts performed by thf:
creator or'his beneficiary. This provision covers cases in “thich the creafur m‘_arketqs l?ls
design without filing it first. Such marketing does not ema_ul that t_he de.51gn w_lll 10:.? its
novelty if he files the design within the twelve-month period. This period of time gives

7. European Court of Justice 19 Jun. 2014, C-345/13, ECLE:EU:C:2014:2013 (Karen Millen v.
Dunnes), para. 26.

8. Court of Appeal The Hague 13 Aug. 2013, ECLI:NL:GHDHA:2013:3356, (B & O/Loewe) para. 8,

with reference to ECJ 20 Oct. 2011, C-281/10 P, ECLI:EU:C:2011:679 (PepsiCo), paras 53 and 59.
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the creator the opportunity to experiment and market his product without loss of
novelty.

Whereas Article 3.3(4)(a) BCIP concerns disclosure by the creator himself,
Article 3.3(4) (b) BCIP deals with designs that have been disclosed as a consequence of
an abuse in relation to the creator or his successor in title. These disclosures of the
design will not undermine the novelty and individual character of the design.

[b] Prior Publication

Pursuant to Article 3.3(3) BCIP, existing designs (also known as the ‘existing design
corpus’®) are prejudicial to novelty and individual character. In assessing novelty and
individual character, a design is deemed to have been disclosed to the public if its
application has been published or has been exhibited, used in trade or made public in
any other way, unless such events could not reasonably be known in the normal course
of business to specialists in the sector concerned, who operate within the European
Community or the European Economic Area, before the filing or priority date. This does
not necessarily mean that only designs that have been disclosed to the public within the
Community or the European Economic Area belong to the existing design corpus. The
design could also be disclosed to the relevant public outside of the Community.
Further, the phrase ‘reasonably be known” is aimed at taking out of the equation
disclosures to an immaterial public that could not have reached the sector concerned,
such as disclosures in some remote foreign area. In their joint comments to the last
amendment of the UBDA, the governments of the Benelux countries also referred to the
specialists in the sector concerned as the “collective memory’."’

However, the design will not be deemed to have been disclosed to the public only
because it was disclosed to a third person under explicit or implicit conditions of
confidentiality.

[c] Prior Application or Registration

In accordance with the Paris Convention, the BCIP provides in Article.3.2(5) that itis
possible to obtain a right of priority for six months for the registraiion of a design, as
from the filing date. Consequently, any subsequent filing, in anyoitiie other countries
that signed the Paris Convention, before the expiration of the period is not invalidated
by reason of any acts performed in the interval. Rights acquired by third parties before
the date of the first application that serves as the basis for the right of priority are
reserved in accordance with the domestic legislation of each country of the Union,
Article 4B Paris Convention. The priority period starts only from the date of filing of the
first application (Article 4C(2) Paris Convention).

9. As used in recital 14 in the preamble to the CDR.
10. Joint Comments of the Governments of the Benelux countries to the Protocol of 20 Jun. 2002
amending the Uniform Benelux Act on designs or models, p. 11.
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Furthermore, a design can be invalidated if the design is in conflict with a prior
design which has been the subject of disclosure to the public after the filing or priority
date and which has been protected, since a prior date, by an exclusive right deriving
from a Community design, the registration of a Benelux filing, or an international filing
(Articles 3.6(a) and 3.23(1)(a) BCIP).

§14.04 DURATION OF PROTECTION

Whereas former Benelux legislation granted protection for a maximum duration of
fifteen years, the CDD provides for a maximum duration of protection of twenty-five
years, in line with the CDD and CDR. A registration does not immediately grant
protection for the entire period of twenty-five years, but for an initial period of five
years, which may be extended for four more consecutive periods of five years each
(Article 3.14 BCIP).

§14.05 INFRINGEMENT
[A] Scope of Infringement Action

Article.3.16 BCIP is the key article regarding the infringement of a Benelux design.
Uridersthis article, the owner of the right in the design may challenge the use of a
aroduct in which the design is incorporated, to which the design is applied, or which
nas an identical appearance to the design as filed. In particular, this use covers the
manufacture, offering, marketing, sale, delivery, hire, importing, exporting, exhibiting,
use or holding for any of those purposes. Pursuant to the design right, the holder may
challenge any third person using a product with an outer appearance that does not
produce a different overall impression on informed users, including the third party
holder of a design registered later."

The exclusive right of the holder is subject to limitations and does not imply the
right to contest acts performed privately and for non-commercial purposes, acts done
for experimental purposes, or acts of reproduction for the purposes of illustration or
teaching, provided that such acts are compatible with fair commercial practice and do
not unduly prejudice normal use of the design, and that the source is mentioned (see
Article 3.19(1) BCIP).

[B]  Test for Infringement

Whether the holder of the design right can challenge the use of a product by a third
party depends on the appearance of the product. If its appearance is identical to the
registered design or does not produce a different overall impression on the informed
user, the use can be challenged. In determining the overall impression on an informed

11. European Court of Justice 16 Feb. 2012, C-488/10, para. 52 (Celaya v. Proyecios).
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user, the creator’s degree of freedom in developing the design must be taken into
account (Article 3.16(1) BCIP). It is not required that the product was intended to copy

the design. An identical appearance or the same overall impression is enough g
constitute an infringement.

[C] Standing to Sue

Article 3.16 BCIP allows the holder of a design right to enforce his design right if the
requirements for infringement from the previous paragraphs are met. Licensees of the
holder of the design may also enforce their licenses to some extent. Article 3.26(4) BCIp
provides that the licensee has the right to intervene in an action brought by the holder
of the design right as mentioned in Article 3.17(1)-(4) BCIP (on compensation for loss),
The licensee may then seek compensation for a loss directly incurred by him or to be
allocated a proportion of the profit made by the defendant. The licensee may bring
independent action as mentioned in Article 3.17(1)-(4) only if it has obtained
permission from the holder of the design right for that purpose. In addition, Article
3.26(5) BCIP provides that the licensee may exercise the powers mentioned in Article
3.18(1) (additional claims such as recalls or destruction of infringing goods), provided
that these serve to protect the rights which it has been permitted to exercise and

provided that it has obtained permission from the holder of the exclusive right in a
design for that purpose.

[D] Remedies for Infringement

Besides an injunction covering the whole of the Benelux on pain of forfeiting a penalty
for non-compliance, the holder of a design may claim full compensation for loss as «
result of unauthorized use if the design was used after the publication of the design
registration. Under Article 3.17(1) BCIP, this publication has to disclose the chatacter-
istics of the design adequately. In addition to the claim for compensation, the holder of
the design may request the court to order a recall from the channels\of commerce,
definitive removal from the channels of commerce or destruction uf the infringing
goods. Where appropriate, the destruction of materials and imyilemiants principally
used in the manufacture of those goods may be requested, as weli-as disgorgement of
profits made by trading an infringing design (Article 3.18(1) BCIP)

§14.06 DEFENCE AGAINST INFRINGEMENT

As a defence against an infringement claim, the alleged infringer may challenge the
validity of the registered Benelux design. Because any defence against infringement is
aimed at the validity of the Benelux design, the validity checks of this section
correspond with §14.03 of this chapter.

chapter 14: Industrial Design Rights: The Netherlands §14.06[A]

[A]  Validity

At the application of a Benelux design, the pfﬁce obviously ChECkf;l‘;?flgiii:iiz
applicalicrn meets the formal requirements (Arlucle 39 ]%CIP, see: also §b1" .h e
it only checks whether this design is in comp.hance ‘:Vlth pu“ ic policy
;2?:Es'pied principles of morality in the Benelux countries (Articles 3.13(1) and 3.6(e)

BCIP).

(1] Not Novel/Original

If a registered design does not meet the requirements for a valid design, itllk;asA b?elr;
registered by the Office in breach of the requirements as .SEt out by L_he B% P. ;1[112 :
3.23(1) BCIP provides that any interested party may thex} 1nvc1r_lke 111116 mﬁvilﬁa‘; ; B :Y
i ien. In case of an infringement action, the alleged 1 :
i p—— ds for invalidity is the lack of
i rty. One of the grounds for y
be regarded as an interested pa : B F oot
indivi Article 3.23(1)(b) BCIP). For a
Ity or individual character of the design [ _ (1) (b) ; .
EO:;E nyir.:- be valid, it needs to be novel and in possession of individual Fharatter (An{cle
381 [?] BCIE) ‘if it lacks either of these requirements it cannot be a valid Benelux design

(see als0 §14.03).

12 Functional/Not Ornamental

If the features of appearance of a product are solely dict‘ated k_)y its ctiechnlc:illeflg;lsuf;,_
these features are excluded from pg@teclionhﬁo. eve;dH[ ;;g;:;:r: : ;{;1]1% BCH;} =
i may invoke invalidity on this grou : : .
;]r[i:.cf;;tleeil Ffiznzameygoes for the features of appea_rance_ﬂf alprodducttwhieiln il;n:;:
necessarily be reproduced in their exact form and {_ilmtan‘.smns {ndor Er De[; el
product in which the design is incorporated or to which it is applied to be };n T
connected to or placed in, around or against another product so that each pro

perform its function (Article 3.2(1)(b) BCIP).

(3] Other Possible Criteria

In addition to the CDR and CDD, the BCIP provides _anuther validh‘y_deflence. :;lulc}:z
3.6(f) BCIP explicitly states that the filing of the c_lesngn has to SU.fflClE-I’lt y rev i
characteristics of the design. If the design registration does not meet this reqm_reti ; 0;
it lacks validity. This means that, for protect;?n dlo b;l gtlrnt;gi 1;a\ll the characteristic

i w from the document filed w1 e s
t’ d?;grfnlhglrﬁ;rf;l li? the filing of a design is invalidated because a ?rior trac_le}m;réc{g;‘
copyright is used in the design without consent of the owner of thatlnght (;msl::atee A =
and (c) BCIP), or because the design improperly uses flags or emb ems 0 a P .
to the Paris Convention (Article 3.6(d) BCIP), or becguse a Flemgn is -:oBIE:Ilri;a]ryDr
morality or public policy in one of the Benelux countries _[Amr:lle S.Q{Tirfme u];lde;
finally, if a design is invalidated based on the grounds mentioned herein
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§14.03 [A] and [B], then the filing can be maintained in an amended form. Accord;
to Article 3.24(2) BCIP, this is only possible if the amended form of the design st
meets the requirements for protection and the identity of the design is retained. Al the

other invalidation defences apply to the design in its entirety (Article 3.24(1) BCIP),
This results in the entire invalidity of the Benelux design.

[4] Faults in Application

In case of lack of clarity, invalidity may be invoked if the filing does not sufficient]
reveal the characteristics of the design (Articles 3.23(1)(d) and 3.6(f) BCIP)

[B] Marking

Marking a design means that the design is marked with a design right mark o
demonstrate its design right. The BCIP does not require the marking of a design to grant
protection, nor does it mention the option of doing so. However, although it is not a
requirement, the marking of a Benelux design can be helpful when seeking compen-
sation in an infringement action, because the marking makes it easier to prove that the
infringing party should have been aware of the fact that a product was protected by a
design right and that it therefore was not allowed to copy it.

[C] Non-infringement

The exclusive right granted by a Benelux design is subject to limitation. Consequently, |
the right may not be exercised in respects of acts performed privately and for
non-commercial purposes, acts for experimental purposes and acts of reproduction fo-
the purposes of illustration or teaching (Article 3.19(1) BCIP). Furthermore, the righs
may not be exercised in respect of equipment on ships and aircraft in a third &enntry
when these temporarily enter the territory of the European Community, the importa-
tion in the Community of spare parts and accessories for the purposes of repairing such
craft and performing repairs on such craft (Article 3.19(1) BCIP). Becalis: these types
of use do not fall within the protective scope of the Benelux design ri

2it, such use is not
considered to be an infringement.

[D] Other Defences against Infringement

The CDD provides for three optional defences to infringement, which are all imple-
mented in the BCIP. The first of these defences focuses on the use of a trademark in the
design. If this prior trademark is used in the design as filed without the consent of the
holder of that trademark, the design registration is liable to be invalidated (Article |
3.6(b) BCIP). The same goes for a design registration incorporating a work protected by
copyright. If this work is incorporated in the design without the consent of the
copyright owner, the registration is liable to be invalidated (Article 3.6(c) BCIP). Note
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that all these defences can only be invoked by the holder of the respective prior rights
[mwifr?ijz (33 .]1 E{EA:;I]PI}S.CIP provides that the exclusive right dnes.not epu’tle the I]f)ld?r

contest its use (as set out in Article 3.16 BCIP) if the products in which the des;gn is
-w rporated or on which it is applied has been put on the market in the Commun%t:; by
mmhoplder or with his consent. To this extent, the design right is ‘exhausted’ within !he
crhfmmunity. This means that the holder can still challenge tI?e use r,ff products ‘-’»'hl-Ch
are placed on the market in a country outside the .Cornmumty. Ufl]lke a ansmgmii
design holder, however, the holder of a Benelux des1g_n can only enforce his r1?ht n:;1
Benelux, but the right is exhausted when the product is placed on the market elsewhere
within the Community by the holder or with his consent.

§14.07 PROCEDURES FOR FILING APPLICATION FOR REGISTRATION

The procedure for filing applications for registration ?s provided by the BCIP, Ielmdf
further specified in the practical Implementing Regulanons_ un_der the BCIP. Pa;l L0

these Implemeating Regulations is dedicated to the application process for design
ﬂgh‘: Benelux design right in the Netherlands is obtained by application x}fith the
BOIP {Axticle 3.9 BCIP) and payment of the fees due. The B()IPl only examme_s thef
form.al requirements for application (Article 3.9(5) BCIP), along with COH;[I:EIVE'III'IDD 0

rublic policy and morality (Article 3.13 BCIP), and has to regljster the filing Wliholl.l{
:lelay. If the BOIP considers - which it rarely does -, that the demg_n contravenes pl}.llb t1r:
policy and/or morality, it will notify the applicant and gram a pe‘nod of tlwa.mm_][ sto
withdraw the application. If the applicant does not withdraw its application lI:l that
time, the BOIP will natify the Public Prosecutor and ask it to commence an action to
invali ication.

lnvah?;}tﬁileh: gggilé?tled Benelux registration can be obtained in this way, an iﬂterlil&'
tional registration can also be filed with designation of the. BEI“IE!LIX at tht_e WIPQO fotcef
in Geneva (Article 3.5(1) BCIP). Such an international apphcat}on r?sults in a bundle o

national registrations for the countries designated in this {eglstrauon. As a result, an
international registration with designation of the Benelux is governed, as regards the
Benelux part, by the BCIP,

[A] Priority

Article 3.3(5) BCIP provides for a right of priority for applications for designs. The BlCIP
mirrors the definition of priority right as given in Article 4(C) Df_lhe P_ans Convention,
which provides for a maximum priority period of six months. This period starts the day
after the date of the initial application. ' . " _
The applicant must expressly claim its right to pricpty at the nme. of filing or in
the month following filing by means of a special declaration. If the applicant does r_mt
do so, the right of priority will lapse (Article 3.10(2) BCIP). The Implementing
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RegulaFions specify this special declaration further in Rule 2.4, requiring, inter qlig
copy of the documents supporting the right of priority. -

[B] Drawings

A B.enefux application may comprise either a single design (single filing), or sev
designs (multiple filing, Article 3.9(1) BCIP). The Implementing Reguiation; (Rule ; -
further specify the requirements of the application: an image or images showin .t?
appegra_nce of the product, an indication of the product embodying the design ag:1 X
description of the colour or colours of the design. Furthermore, a detailed cleEcri I: ;
pf the product embodying the design should be provided, preferably using the wopd;f}n
in the Alphabetical List of International Classification referred to in the mea ;
f"sgreement Establishing an International Classification for Industrial Designs (EU
rIé:c:?rno Agreemsim 'Jt;lln a multiple filing, a maximum of fifty designs is allowed: th:
uirements applicable to a si ili i indivic
o mu[ﬂi]e s a single filing are equally applicable to each individual
It is important to file an application which clearly shows the protected element
of a design. Failing to do so sufficiently will, in principle, be disadvantageous to ths
holder of the right. It can limit the scope of the protection (e.g., design features whj ]i
are not clearly shown in the drawings fall outside the scope of protection) but - a;d
most notably - nullity might be invoked if the filing does not sufficiently reveal th
characteristics of the design (Articles 3.23(1)(d) and 3.6(f) BCIP). y

[C] Design Part of Another Article/Environment of Design

Neltllu-er the Implementing Regulations nor the BCIP mentions any particulars regardin
the filing of a design for part of another article. Because the right to a design caﬁ easi:g'
be n_ullified if the filing does not sufficiently reveal the characteristics of the dcv.'u‘y
(Article 3.6(f) BCIP), the importance of filing a clear application is self-evident i
'Considering the harmonization of European design law, it might be adw;.:ible to
take_llnto account the Examination Guidelines of the OHIM, which in fa‘r,l do state
specific guidelines for the registration of a design for part of anothef-aicle (see th
chapter on Europe, §14.03[C]). N i

D] Description of the Design (Where Required)

The Implementing Regglaiions state that the application should contain an indication
cd:f l%‘ne product embodying the design, and a description of the colour or colours of the
2&51311. In relevan.t cases, the corresponding colour code can be provided as well (Rule
i_. 1 {I[J i'mplememmg Regulations). Optionally, the application may contain a descrip-
1on (of at most 150 words) explaining the characteristic feat
ance of the product. s ole e
3 ‘Ru'Ie 2.1(4) of the 'Implm_neming Regulations furthermore requires that a detailed
escription should be given of the product embodying the design, preferably using the
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wording in the List of International Classifications referred to in the Locarno Agree-
ment.

§14.08 EXPUNGING/CANCELLING OR VARYING REGISTRATION
Unlike the CDR, the BCIP only requires payment of the registration fees for a
registration to be renewed (Article 3.14 BCIP). These fees must be paid within the six
months preceding expiry of the registration. If payment is not made within these six
months, the fee may still be paid within six months after the expiry date of the
registration, but only if an additional fee is paid simultaneously (Article 3.14 (3) BCIP).

The holder of the Benelux registration may request cancellation of his registration
at any time, unless third parties have legal contractual rights which have been notified
to the BOIP (Article 3.21(1) BCIP). The cancellation will have effect for the entire
Benelux territory (Article 3.21(4) BCIP). A holder of the Benelux registration may
cancel all or part of the designs included in a multiple filing (Article 3.21(2) BCIP).

If the Benelux design registration may be cancelled, it may yet be maintained in
an amended form. The amended form of the design must then still comply with the
requirements- o1 protection and the identity of the design must be retained (Article

3.24(2) BGik)-

§14.09 * OTHER

[A] Interface between Industrial Design and Trademarks

A design may also be protected as a trademark, even if it has a three-dimensional form.
In the Netherlands, as well as in Belgium and Luxembourg, trademarks are also
covered by the BCIP. A trademark need not be new, although it may not conflict with
older trademarks designated for similar goods or services. Trademark protection may
in some cases provide a suitable means of escape from the requirement of novelty of
the right to a design under the BCIP. This means that, although perhaps difficult to
obtain and uphold, it may be worthwhile to file a design as a trademark if it has been
proven to be a commercial success.

According to Article 2.1(1) BCIP, any sign can be a valid trademark if it is capable
of being represented graphically and of distinguishing goods or services of a company
from those of other companies. This would include, for example, names, letter or
number combinations, logos, colours, and even sounds and the shapes of products. A
non-distinguishing sign is capable of being a trademark if it has acquired distinctive
character (i.e., by prolonged, active and intensive use as a trademark).

However, signs consisting solely of a shape that results from the very nature of
the product, which gives the product substantial value or which is necessary to obtain
a technical result cannot be trademarks (Article 2.1(2) BCIP).
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[B] Relationship between Industrial Design and Copyright/Design
Copyright

The registration of a design does not preclude copyright protection. Accordingly,
registered designs can be protected by both design law and copyright law.

Any work of literature, art or science, including works of applied art, may be
subject to copyright. Abstract ideas are not protected as such; they must take some sort
of form. The only test for copyright protection is that the work, as a result of creative
labour, has its own original character and bears the personal stamp of the author,
Copyright is obtained automatically without any formalities. Designs that are not, or ng
longer, protected under design law (with a maximum term of twenty-five years), but
qualify as a ‘work’ under copyright law, may thus enjoy prolonged protection (in
principle seventy years after the author’s year of death). This is particularly important
for a creator who has not registered his design and for a creator whose registration has
expired.

In Articles 3.28 and 3.29 BCIP, the legislator has provided for convergence with
copyrights to ensure that third parties will not have to deal with multiple right holders,
Under Article 3.28(1) BCIP, if the creator of a work protected by copyright authorizes
a third party to register a design in which that work is incorporated, this implies
assignment of the copyrights in that work.

The party filing a design is presumed to also be the owner of the related
copyrights but this presumption does not apply in respect of the true creator or his
beneficiary (Article 3.28(2) BCIP). Furthermore, Article 3.28(3) BCIP provides that the
assignment of the copyrights relating to a design results in assignment of the right in the
design and vice versa, without prejudice to the application of Article 3.25 BCIP.

Article 3.29 BCIP provides that where a design is created by a worker or an
employee in the course of his employment or created on commission (referred to in
Article 3.8 BCIP), the copyrights relating to the design belong to the party deemed ta be
the creator, in accordance with the provisions of that article. This is quite remarkat le,
because Dutch copyright law does not entitle a party commissioning the creaiion of a
design to the copyright in that design. The Benelux Court of Justice decided in the
Electrolux case that this provision also relates to designs which are fiot registered.
Otherwise, it would only be possible for a party commissioning the cieation of the
design to use the design after it has been registered.'® In a more recerit case, the Dutch
Supreme Court found that the application of Articles 3.29 in conjunction with 3.8 BCIP
does not require a ‘design’ which is eligible for design protection as referred to in
Article 3.1(1) BCIP, but that a ‘design’ as provided for in Article 3.1(2) BCIP is
sufficient, consisting of ‘the appearance of a product or a part of a product’. This means
that novelty and individual character are not required for this particular purpose,
although the design does need to meet copyright requirements.'?

12. Benelux Court of Justice, 22 Jun. 2007, IER 2007, 309 (Electrolux/Sofarm).
13. Dutch Supreme Court 25 Oct. 2013, IER 2014/6 (S&S/Esschert).
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[C] Relationship between Industrial Design and Unfair Competition

If a design is not, or no longer, protected by a design right, Fhe Freaior may be able to
rely on protection of his design against slavish imitation, Whlltl'? is based specxf}cally on
the principles of Dutch unlawful act (Article 6:162 Dutch Civil Code). ‘The dlf.ference
between these two regimes is that whereas design rights offer protection against Fhe
use of designs which produce a similar impression on the inform_ed user, slavish
imitation protects against imitations that cause unnecessary confusion amongst the
relevant public.

Slavish imitation of another product is only prohibited if the imitated pm‘duct has
a distinguished position on the Dutch market and the resemblance is such that it causes
a likelihood of confusion or association, while the imitation could have been shaped
differently without affecting its soundness and usability. -

The most important remedies available in the event of slavish imitation are
injunctions and compensation of damages. '

In conclusion, design is soundly protected in the Netherlands, in some ways more
so than in many other European countries. Design rights are protected via the
Community D<sign Regulation as well as the Benelux Convent.ion on lmellec?ual
Property, camivlemented by robust additional ways of protection ll%{e broad _cop.ynght
protectiori.and protection against slavish imitation. If the holder’s r1ghlts are infringed,
ample reniedies are available, such as injunctions and the compensation of damages.
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