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A INTRODUCTION TQ\YRADE MARKS
! N\ )

One aspect of a modern consumer s }? is the proliferation of competing prod-

uctsand services of varying degr, Q ilarity, presented to the purchasing public

by numerous means. In the past¢

over the counter or by a @on 1! transaction, but today purchases may be made in
a plethora of ways, magp et which involve no personal contact between the vendor

or supplier and hg» oncer. In such circumstances, advertising, PR, and image

become inc

“ducts and services would have been purchased

W-itaportant, and as a corollary the power of a trade mark to act
asa dlstmgu ing sign, guaranteeing the source and quality of goods or services,
is increasingly vital to business. That importance is reflected in the value placed
on brands and the goodwill attached to them as assets of the proprietor’s business.

Trade marks were for many years protected in the UK both by registration, which
bestowed a somewhat limited form of monopoly,' and the common law of passing
off, which gave no monopoly, but protected goodwill against damaging misrepre-
sentations. Notwithstanding the harmonisation of trade mark law in the EU, the
dual protection for registered and unregistered marks continues today. Both types
of protection are explained in this book.

Prior to 31 October 1994, UK national registered trade mark law called for a careful
official examination of trade mark applications, screening out marks which were

" From the 1875 Act onwards.
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The Trade Mark System and the Functions of Trade Marks

considered to be descriptive or otherwise unsuitable for registration, as well as marks
which were deemed to conflict with earlier registered trade marks. The hurdles to
attaining registration were justified, theoretically at least, by the strength of the
registrations eventually attained. Registration conferred narrow but exclusive rights
on the proprietor, so that the mark was protected from infringement by the use as
a mark of origin of an identical or confusingly similar mark in relation to goods or
services identical to those in the specification. Use of a confusingly similar mark
on other goods, however similar, could be protected only by the law of passing off.2

B HARMONISATION OF TRADE MARK LAW
IN EUROPE

The Trade Marks Act 1994 (the 1994 Act) was enacted in large parf¥so as to bring
into force in the UK the provisions of the EU Harmonisating Didective (EEC)
89/104. That Directive, together with Council Regulatic m 40/94, creating
a Community Trade Mark Register, represented the PX:\@ﬂatlon of many years
of discussions and negotiations within the EU.? Ir{a<iition, the 1994 Act paved
the way to the UK’s ratification of the Madr,g VJotocol on the International
Registration of Marks and certain aspects ams*? “Paris Convention.*

The 1994 Act implemented all of the c/" %ﬂsory parts of the Directive as well as
many of its optional provisions. Jb;r, it also contains a number of provisions
which are not based squarelﬁs@ ay one part of the Directive, but include, for

. N . « .
instance, concepts from the\Paxis Convention, or pre-existing UK law. Some of

these, as will be seen, $ a0t withstood the test of time.5

The Commun
cessful; the s A sca'e of applications for Community Trade Marks (CTMs)
is most €elling. ”hAe system operates in 28 Member States and there are now
well over ¥ million CTMs. On the other hand, it is clear that the system is not
perfect, for example, in terms of delays and inconsistencies, some of which are

Mark system has in many ways been extremely suc-

discussed further later on. In addition, there remain areas of substantial uncer-
tainty as to the interpretation of the law. Although the system has been in force
for nearly 20 years, and many of its central provisions have been considered by

2 Passing off is discussed in Ch 8.

3 Directive (EEC) 89/94 has since been replaced by consolidating Directive (EC) 2008/95 and
Regulation (EC) 40/94 by consolidating Regulation (EC) 207/2009. Throughout this book, the
consolidated versions are referred to simply as ‘the Directive’ and ‘the CTMR’. However, the Article
numbers of the consolidated provisions are not identical throughout with the Article numbers of
the originals, and this is something to bear in mind when reading decisions which pre-date the
consolidation process.

4 See 4.103 et seq.

> See eg comments on s 10(6) at 7.59 et seq.



Harmonisation of Trade Mark Law in Europe

both national courts and the Court of Justice of the European Union (CJEU),
this does not mean that all is now clear. On the contrary, many seminal points
remain hotly contested and the subject of conflicting views. Many important
points which were unclear when we wrote the last edition of this book remain
so and some points that we thought had been settled have been revisited.® This
partly explains current proposals for further change discussed below. Together,
the original Directive and the CTMR fundamentally changed trade mark law
in the UK, in ways which are still evolving and, some would say, expanding. It is
certainly remarkable that many significant cases have come before the Courts in
the UK and EU in the four years since we wrote the last edition of this book, and
how those cases continue to develop the law.

At the risk of horribly oversimplifying the position, the major structural changes
brought about by harmonisation mean that:

* Trade mark protection can be sought either for individual nati erritories
within the EU or for the Community as a whole—a meci;3Bism was put in
place for granting CTMs, and the Community trad W office (OHIM)
with its own procedures, including internal Board§ ON eal, was established
in Alicante.

* National trade mark rights subsist alongsidg, C’Q“As All such rights have been
substantially harmonised in terms of wh:w\c\n be registered and the effect of
registration. G0

* The ‘ex officio’ functions of the U@B ,Kingdom Intellectual Property Office
(UKIPO) were significantly \

* Difficulties in construing the /LCCUVC or Regulation may (or, in some cases,
must) be referred by naliotal courts to the CJEU for clarification, plus the
General Court an{@p CJEU7 have heard numerous cases relating to CTM
registrations.

* The ran ﬂ@m which may be registered as trade marks was expanded
beyond th @of the 1938 Act.

* The range of earlier rights which may be raised in opposition to a trade mark
application was also extended—CTMs may be used to oppose UK trade mark
applications and vice versa—and non-trade mark rights, like copyright, can be
used to challenge a registration too.

* The protection given to a registered mark is now far wider than that granted by
UK national trade mark law; it includes valuable rights which are more akin to
unfair competition law than to (old-fashioned) trade mark law:

6 Seeeg1.27.

7 The Court originally called the European Court of Justice (ECJ) was renamed the ‘Court of
Justice of the EU” (CJEU) and the Court of First Instance (CFI) was renamed the ‘General Court’
(GC) by the Treaty of Lisbon. For simplicity, we have referred to the CJEU/GC throughout the

book, regardless of the name of the court at the time of the judgment in question.
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The Trade Mark System and the Functions of Trade Marks

o Protection extends beyond the goods or services in the specification to simi-
lar goods or services where the competing use is likely to cause confusion.

o The protection given to a registered mark which has a reputation goes even
further—where the competing use damages or takes unfair advantage of the
registered mark, it does not matter whether the goods or services for which
the competing mark is used are identical, similar, or dissimilar to those in
the trade mark specification.

The 1994 Act does not affect the law of passing off.® Nevertheless, the signifi-
cant changes made to the scope of infringement actions, described in Chapter 7,
mean that infringement has not only been broadened in scope so as to cover a
wider range of infringing activities, but, as the price of doing so, requires (in some
circumstances) proof of the reputation of the mark, which is often equivalent to
proof of goodwill in passing off.® The common law and statutory S\Cms remain

complementary. (b

X Q\
C FURTHER CHANGES TC&&ME
\ \
In 2009, the European Commission’s Directof;: SeGeneral for Internal Market
and Services commissioned a comprehensi \Lﬂdy on the overall functioning of
the trade mark system in Europe and gl \b.y)tentlal for improvement and future
development. This was undertake .\\ne Max Planck Institute, whose ‘Study

in February 2011.1° On 27 Ma¥ch 2013, the European Commission released its
response to the Study.!

on the Overall Functioning é’{ hjopean Trade Mark System’ was completed
a

The Commlssmn‘{@f) roduced draft legislation, including a proposed amended
CTMR™ an vive.® These are not intended to rewrite the existing system
complet R “otiiodernise it, and to bring national trade mark procedures and
practices closer into line with those of the CTM system. It described the main ele-
ments of the proposals as being to:

* ‘Streamline and harmonise registration procedures, including at Member State
level, taking the Community trade mark system as a benchmark;

8 52(2) of the 1994 Act and see eg Inter Lotto (UK) Ltd v Camelot Group plc [2004] RPC 9; see
also 7.03 et seq.

9 As to the benefits of registered trade marks see Mercury Communications Ltd v Mercury
Interactive (UK) Ltd [1995] FSR 850, 863—4; Interlego’s trade mark application [1998] RPC 69, 106.

0 <http://ec.europa.eu/internal_market/indprop/docs/tm/20110308_allensbach-study_en.pdf>.

' <http://ec.europa.eu/internal_market/indprop/tm/index_en.htm#revision>.

2 <http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:52013PC0161:EN:
NOT>.

13 <http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:52013PC0162:EN:
NOT>.



Development of the Case-Law

* Modernise the existing provisions and increase legal certainty by amending out-
dated provisions, removing ambiguities, clarifying trade mark rights in terms of
their scope and limitations and incorporating extensive case law of the Court of
Justice;

* Improve the means to fight against counterfeit goods in transit through the EU’s
territory; and

* Facilitate cooperation between the Member States’ offices and the EU trade mark
agency—the Office for Harmonisation in the Internal Market (OHIM)—in
order to promote convergence of their practices and the development of common
tools.

At the time of writing, the draft texts are not final and no date has been set for their
adoption or implementation. This edition of the book therefore states the law as it
stands, but we have tried to flag up the more important anticipated changes in the
text. These include:

* changes of name from ‘Community Trade Mark’ to Europeﬁ'@%e Mark’ etc

* expansion of the signs included in the definition of tra

* replacement of the requirement for graphic represenr"'\' mark by any suf-
ficiently precise form of representation

* protection of trade mark functions other than tfi &‘Jhctlon of origin to be limited
(see 1.28) o \\ i

* abolition of searches and relative grou: Nag SN mination by national offices

\
* changes to/clarification of honest Artices provisions/defences
* significant fee changes for CFMs.-
3

D D @&PMENT OF THE CASE-LAW

The system national courts can refer cases to the CJEU for guidance has
led toaverys bstantlal body of case-law construing the Directive, the Regulation,
and national laws based on the Directive. In addition, the decisions of the vari-
ous divisions of OHIM and its internal Boards of Appeal may be appealed to the
General Court (previously the CFI) and then to the full CJEU." Huge numbers of
decisions have been generated by these multiple appeal processes.

There are a number of difficulties arising in particular from the system of refer-
ring questions to the CJEU from national courts. The role of the CJEU is only to
give guidance to the referring court as to the applicable principles of EU law. It is
common for the CJEU to state a principle, such as how to assess the likelihood of
confusion, whilst making it clear that it is for the national court to decide how to
apply the principle in the dispute before it. It is not for the CJEU to make findings

14 See 4.97 etseq.
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of fact or purport to decide the case.' This means that unless the parties are able
to agree on the result of their dispute in the light of the CJEU’s guidance, they will
have to go back to the national court to argue the impact of the CJEU’s decision on
the parties’ dispute. This typically takes several years and is expensive. On appeals
from the General Court, the CJEU’s remit is to deal with points of law, not fact,
which at times leads the CJEU to uphold somewhat surprising or inconsistent deci-
sions of the General Court. The CJEU has tried to reduce the backlog of trade mark
cases by issuing ‘Reasoned Orders’, without hearings.

The decisions of the CJEU, whether on a reference or an appeal from the General
Court, are binding on national courts. Decisions of the General Courtare not bind-
ing but can give useful guidance. It should be remembered that appeals from the
General Court are only in relation to the interpretation of the Regulation whereas
references from national courts can be in relation to either the Directive or the
Regulation depending on the issue in dispute before the national coust\Decisions of
the CJEU are often difficult to interpret. This is partly as a rest It ot ftsTole and partly
as result of the way it is set up and decisions are written. This #a§also lead to further
uncertainty, litigation, delay, and expense. The C]EV\’\s ments on Article 234
(now Article 267) references are not like the judgriverite of national courts, which
decide cases, but must be read in a wider con#:{*"The accumulation of rulings
develops a body of jurisprudence [which]..*&ers from the common law method
of building up a body of case law from bi ch:\yg judicial precedents. The judgments
of the Court of Justice should not §' Aor applied too literally.1®
o

The jurisprudence of the C]
lar example is in the C]EU 2 elopment of the scope of the protection given to
marks with a reputat Q&th tengthy and complicated history of which is discussed
at 3.50 et seq. A

ences for guid rem the UK courts."” In framing the questions to be answered
by the Y, jdceis L] when in the Court of Appeal tended to indicate his own

view as to'the answers which should be given to them, and it is significant that the

an expanding and evolving one. A particu-

£ the most significant decisions in this regard were refer-

answers given by the CJEU were often somewhat different. In particular, it would
seem that the CJEU is content to construe the harmonised trade mark law so as to

15 See the reaction of Laddie ] to what he saw as interference by the CJEU in the decision-making
process, in Arsenal Football Club v Reed (No 2) [2003] ETMR 36.

16 per Mummery LJ in La Mer Technology, Inc v Laboratoires Goemar SA [2006] FSR 5 (CA),
after the CJEU’s ruling in Case C-259/02, [2004] ECR I-1159, [2004] ETMR 47, [2004] FSR 38.
See also Arsenal Football Club v Reed (No 2) [2003] 2 CMLR 25, [2003] RPC 39, [2003] ETMR 73,
reversing Laddie ] [2003] ETMR 36 applying Arsenal Football Club v Reed, Case C-206/01, [2002]
ECR1-10273, [2003] 1 CMLR 345, [2003] Ch 454, [2003] RPC 144.

17" eg Intel Corp, Incv CPM UK Ltd, Case C-252/07,[2009] RPC 15, [2009] ETMR 13: in the CA
at [2007] RPC 35, [2007] ETMR 59; L’Oréal v Bellure, Case C-487/07, [2009] ECR I-5185, [2010]
RPC 1: in the CA at [2008] RPC 9, [2008] ETMR 1; Interflora, Inc v Marks ¢ Spencer plec, Case
C-323/09, [2011] ECR I-08625, [2012] FSR 3, [2012] ETMR 1, a reference from [2009] EWHC
1095 (Ch), [2009] RPC 22 [2009] ETMR 54.



Functions of Trade Marks

bring it closer into line with unfair competition rules, which approach has caused
some concern (and not just in the UK) about the extent to which trade marks
amount to monopoly rights and may affect competition:

the promotion of innovation and investment...requires competition and open
access to ideas, words and signs. That promotion is always the product of a bal-
ance that has been struck between incentives, in the form of private goods given to
those who innovate and invest, and the public character of the goods necessary to
support and sustain the innovation and investment. That balance is at the heart of
trade mark protection.'®

E FUNCTIONS OF TRADE MARKS

evolving view of the scope of the functions of trade marks. A trad rk must

An important example of the evolution of the CJEU’s jurisprudenc; lies in its

satisfy its owner’s commercial needs as well as the legal require: e:for registra-

tion, matters explored in more detail in Chapter 2. Both as')f%’;‘* the choice of a

1fil and which are
protected by the law. The functions of trade marks in the modern economy are dic-
tated by the sheer size of the market and the distang'%; )Rsuppliers from customers.
Distinctive marks are indispensable tools for t’l“o\'*‘dcﬁtiﬁcation of goods or services.

mark depend upon the functions which the trade mark .

Moreover, in a society increasingly obsessg)’ ¥+ style, image, and celebrity, brand
names are invaluable marketing tool sm\Pbusinesses invest significantly in the
development, marketing, and p t@ of their brands and marks. Trade mark
proprietors know that their brands.aii add value to their businesses, and that these
intangible assets may represefir a high proportion of the value of their business
overall. With skilful oement and well-judged and often expensive promo-
tion, a brand may h& up a body of associations, and come to represent specific,
appealing va @fquatities to the consumer.' The brand may not simply lead to
recognition af the product, guaranteeing origin and quality, but may carry with it
a host of associations, whether aspirational (for high-end fashion brands), reassur-
ing (for more traditional products or, especially, services), or value for money (for
credit-crunch times).

The issue for courts seeking to construe and apply trade mark laws has been whether
or not all of those commercial interests in a mark can (or should) be protected by
trade mark law. It has long been accepted by trade mark lawyers, authorities, and
courts, including the CJEU,?° that the essential function of a mark is to give the

'8 These concerns were expressed by AG Poiares Maduro in Google France v Louis Vuitton
Malletier/Viaticum/CNRRH, Joined Cases C-236/08, C-237/08, and C-238/08, [2010] ECR
1-2417, [2010] RPC 19, [2010] ETMR 30 at [103].

19 The theory, sometimes called ‘brand personification’, is attributed to Gardner and Levy, “The
Product and the Brand’, 33 (1955) Harvard Business Review 33.

20 See eg Case C-206/01, Arsenal (n 16) at [51].
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consumer a guarantee of the identity of the marked product, by enabling the con-
sumer to distinguish that product from others of a different provenance. It is both
a badge of origin and a guarantee of consistency, carrying an implied assurance of
quality. Itis asign to the customer that the goods emanate from a particular source,
but also shows that the proprietor of the mark holds himself out as responsible for
those goods and their quality.?'

For a mark to fulfil its ‘origin’ function, it must be distinctive. That restricts the
range of signs which may be registered as marks (see Chapters 2 and 3), and the
protection offered to marks (Chapter 7). Moreover, the mark will only be protected
by the law whilst it remains distinctive. If the mark is no longer able to fulfil its
function, having become deceptive or generic, then an existing registration may be
revoked or an application to register the mark will be refused protection.??

English trade mark law before 1994 reflected this view of the role of trade marks,?* as
did the European jurisprudence which (prior to the harmonisario:t trade mark
law) grew out of the difficulties of reconciling the economiq; of the European
Community with national intellectual property rights GShty designed to provide
their owners with exclusivity in individual natlona], teirioties tended to create pre-
cisely the sort of barriers to free trade which the E! )\,eaty aimed to dismantle.

)
The CJEU resolved the dilemma by hmm*\‘*: &r(ejprotectlon of trade mark rights
through identifying and protectmg onis&. e essential elements of those rights;
otherwise, the rules on competltl «und free movement of goods and services
curtailed the exercise of such Q’* held ‘that the interests of trade mark propri-

etors were not sufficient to plevs h» consumers from benefiting from a competitive

trade within the C
intellectual pro light.?5 In a long series of cases, the CJEU sought to define
the ‘specific sBjecr inatter’ or essential function of trade marks. It held that it was
‘to give S

:nicy where this was ‘justified” for the protection of his

internal market’.24 A tr?de’nuhk proprietor would only be able to stop or restrict

nsumer or final user a guarantee of the identity of the origin of the
marked product by enabling him to distinguish, without any possible confusion,
that product from others of a different provenance’.?6

The Directive, the CTMR, and national laws based upon the Directive all protect
the origin function of trade marks. The CJEU identified the origin function as that

21 perLaddie ] in Glaxo Group and ors v Dowelhurst Ltd (No 2) [2000] 2 CMLR 570; [2000] FSR
529, [2000] ETMR 415 at [18].

22 See 5.34 et seq, and 5.63 et seq.

23 See eg Aristoc v Rysta [1945) AC 68.

24 According to AG Poiares Maduro in his Google Opinion (n 18) at [112], referring to the
‘seminal’ Consten and Grundig, Joined Cases 56/64 and 58/64, [1966] ECR 299, 345 and to Hag
11 (n 26).

25 Laddie ] in Glaxo Group Ltd v Dowelhurst Ltd n 21.

26 See eg Hag II, Case C-10/89, [1990] ECR I-3711, [1990] 3 CMLR 571, [1991] ESR 99.

8



Functions of Trade Marks

protected by the Directive in one of its earliest important decisions after harmon-
isation, the Canon case. It held that:

the essential function of the trade mark is to guarantee the identity of the origin
of the marked product to the consumer or end user by enabling him, without any
possibility of confusion, to distinguish the product or service from others which
have another origin. For the trade mark to be able to fulfil its essential role in the
system of undistorted competition which the Treaty seeks to establish, it must offer
a guarantee that all the goods or services bearing it have originated under the con-
trol of a single undertaking which is responsible for their quality.?’

The need to protect the origin function and the concomitant distinctiveness of 1.22

marks has meant that trade mark applications will be refused where there is ‘dou-
ble identity’, that is to say an earlier identical mark, for identical goods or ser-
vices. Equally, where there is double identity between a registered mark and a third
party sign, the latter will generally be found to infringe the mark, ex@{without

any evidence of confusion or likelihood of confusion. However, qu ently the
CJEU has decided in Bud?® that if the marks have coexisted j;yphe marketplace
without any confusion there can be no impairment of the rmark’s function

of origin; as a result the second or junior mark may be 1 ®sistered. Where there is
long-established honest concurrent use, therefore. ¢ 2ymark does not provide a
guarantee of origin from one party and not theatheér, and coexistence does not
impair the guarantee of origin of either side’s#xa R.29

AN
However, the CJEU has on a number ofarasions referred to the need to protect
certain additional functions of trademafks. A number of its decisions now indicate
. 1 .
that marks have broader functlés)w;nch trade mark law is able to protect. These

tect a mark with a re . from damage caused by detrimental references to it,

arose in the context of the gromqkns in the Directive and Regulation which pro-

. ) ) . . . . .
or an unfair advant raken of it, even where there is no confusion as to origin.

Those provisiot{@v: becn given a wide scope by the CJEU.

First, the C]QJ held that marks with a reputation are protected against such dam-
age where the defendant’s sign is used on goods identical or similar to those for
which the mark is registered (despite the reference in those provisions to use on
goods/services which ‘are not similar’).3° That led to an amendment of ss 5(3) and
10(3) of the 1994 Act, though (oddly perhaps) not of the consolidated Directive
and CTMR.3

27" Canon Kabushiki Kaisha v MGM, Case C-39/97, [1998] ECR 1-5507, [1999] RPC, [1999]
ETMR 1, [28]; see also the Recitals to the Directive.

28 Budéjovicky Budvar, Ndrodni Podnik v Anheuser-Busch, Inc, Case C-482/09, [2011] ECR
1-08701, [2012] RPC 11, [2012] ETMR 2.

29 perJacob L] applying the CJEU’s ruling in Bud [2012] EWCA Civ 880, [2012] 3 AIl ER 1405,
[2013] RPC 12, [2012] ETMR 48 at [23].

30 See 3.50 et seq.

31 This is one of the proposed changes in the new Commission drafts.
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Then, in L'Oréal v Bellure,3? the CJEU held that trade mark functions include
guaranteeing the quality of goods or services and those of communication, invest-
ment, or advertising. Such functions are not limited to trade marks which have
a reputation, but apply to all trade marks. The Court accepted that trade marks
promote innovation and commercial investment, as they protect the investment
that the trade mark proprietor has made and give economic incentives for further
innovation and investment.* In L'Oréal v Bellure, there had undoubtedly been
significant investment by the trade mark owner in the trade marks for perfumes
which it was seeking to protect against cheap ‘smell-alike’ products. It seems that
the CJEU was concerned to protect that investment.

However, the precise scope of those additional trade mark functions has yet
to be clarified and whilst they may apply in theory to all trade marks for all
kinds of goods and services, on the face of it they would seem most likely to
apply to well-established marks with a reputation, and possibly,a \o marks for
high-quality goods or services.3* Other decisions of the Ccuu@h eflect its con-
cern to protect such marks. For instance, in Copad SA v "‘{@tﬂm Dior Couture
SA,% it held that the quality of luxury goods results.aug y from their material
characteristics but also from their ‘allure and presrizious image’ so that damage to
the aura of luxury would affect ‘the actual qua\’tég those goods’.
o\

The possible expansion of the scope of x'rptts\ﬁajrk law represented by the L'Oréal
decision was seen as a significant dg “(f\L\g‘r?ent. In his Opinion in Google,® the
Advocate General had remarked shir she protection afforded to innovation and
investment. .. is never absolyf€: }.attist always be balanced against other interests,
in the same way as trade markCrotection itself is balanced against them.” The bal-
ancing of interests was,g¢rhaps, more evident in the CJEU’s subsequent decisions in
Google and in Int 200583 In Interflora, in particular, the Court reined back
on its positio "Qr.al, holding that advertising and investment functions are

QY

32 Case C-487/07, n 17, see especially [58]; for further discussion of the case see 3.66 et seq. See
also the AG’s Opinions in Arsenal Football Club v Reed, Case C-206/01, n 16, and Intel Corp, Inc v
CPM UK Ltd, Case C-252/07, [2009] RPC 15, [2009] ETMR 13.

33 Analysis of AG Poiares Maduro in his Google Opinion (n 18) at [95] et seq. See also the GC
in Sigla SA v OHIM, Case T-215/03, [2007] ECR I1-711, [2007] ETMR 79 at [35] ‘a mark also
acts as a means of conveying other messages...the qualities or particular characteristics of the
goods or services which it covers or the images and feelings which it conveys, such as, for example,
luxury, lifestyle, exclusivity, adventure, youth...the mark has an inherent economic value which
is independent of and separate from that of the goods and services for which it is registered. The
messages. ..conveyed...by a mark with a reputation...confer on that mark a significant value
which deserves protection...because. .. the reputation of a mark is the result of considerable effort
and investment on the part of its proprietor.” This was foreshadowed by OHIM’s 3rd Bd App in
Hollywood SAS v Souza Cruz SA [2002] ETMR 64. See 3.50 et seq.

34 See7.51 et seq.

35 Case C-59/08, [2009] ECR I-3421, [2009] FSR 22, [2009] ETMR 40.

36 Seen 18at [102].

37 Seen 17.
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not affected merely because a proprietor may need to intensify his advertising and
efforts to preserve the mark’s reputation in the face of fzir competition.3® Following
that guidance, when Interflora came (eventually) to trial before Arnold J, he held
that M&S’s behaviour affected the origin function of the mark, but he also said that
had it not affected that function he would have found no dilution of the mark.3?

It is perhaps significant that one of the changes which it is proposed to implement
in the proposed new Directive and CTMR s to restrict cases of infringement
where there is double identity to cases in which the origin function is affected.*
However, this does of course leave open the difficulty of knowing to what extent
the Court will protect any other functions of marks which have a reputation.

F RELATED RIGHTS AND PROTECTIONK

*
There are already a number of alternative forms of protection offe@%&ade mark

interests. In the UK, the major additional protection lies in« "‘ of passing off,
which is the nearest the UK has to a law of unfair compgy! o It provides a flex-

ible remedy in many cases where a misrepresentation’suggests that a defendant’s
goods or services are those of the claimant, or are 1{1}) way linked to them. This
L 4

oo . O
is discussed in Chapter 8. AN

An important additional related protegti(;;;\i\that against misleading compara-
tive advertising. This again is based u%*l\)armonised Community law, currently
Directive (EC) 2006/114, whicfiﬁ@" earlier provisions*' and was implemented
in the UK by the Business Prott=tion from Misleading Marketing Regulations
2008.42 This is discussed$.§2 ctseq.

In addition to thosey Q.,’a a number of related provisions are discussed: the pro-
tection of Well—ggyvn wrade marks (at 7.124 et seq), geographical indications (at
7.129 et se@a d the rules against the registration of opportunistic company
names (at 9.134 et seq) and domain names at (at 9.131 et seq).

38 At [54]-[66].

39 [2013] EWHC 1291 (Ch), [2013] ETMR 35, 21 May 2013 at [321]. At the time of writing the
decision is under appeal.

40 See Art 9 (2)(a) proposed CTMR, and Art 10(2)(a) proposed Directive.

41 The main Directives were (EEC) 84/450 on misleading advertising, Directive (EC) 97/55
which amended (EEC) 84/450 to include comparative advertising, then Directive (EC) 2005/29
on unfair business-to-consumer commercial practices.

42 S12008/1276, in force 26 May 2008.
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